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Katie Kord . 


oe 3 
Kilby Steel Blue a 127 
Kilo-Watts, The ............ 245 
: nia Kine Exakta eee 
Kitchenaid 
In the Shadow of Lin- 
coln’s Death 
Industrial  ................. .34 
Insect Light 
Insect-O-Lite 
Institutional Feeding 
and Housing 
Institutions 
Institutions Magazine .... 
Institutions Magazine, of 
Mass Feeding—Mass 
Housing 1064 
Interurban 
Invisible Beauty Strap .. 
Invisible Veil 
Invitation to Russian .... 
Iowa Union Farmer 
Iowa Union Farmer 
Association 5 
It’s a Dan River Fabric 121 
It’s Cosmanized ! 282 


Ko-Lap-Si Kart 
Kro-Flite 

Kum- Pleet 

K 


89 
1555 
1555 


Jaunty Juniors 

Jean Marie Farina ..1127, 1406 
Jell-O 1274 
Jersey Queen ........... 
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L (Cont.) 


Liberty 

Life 

Lightweight Champ by 
La Salle, The 

Lint-Free 

Lint-Free Cling-Free .... 

Liquid Bandage 

Liquid Lead 

Liquid Lead Pencil 

Little Drummer 

Little Studio, The 

Llewyt 

Log Cabin 

Lou Childs’ Shelving .... 

Love-Pat 12 


Magazine for Men, The 823 

Magazine of Southern 
Living 

Magic Root 

Magnaflux 

Make Your Own Sundae 129 

Malt-Crest 

Man-Au-Trol Spacer .... 

Manu-Mine Research 
and Development 
Company 

Marguerite Charlene .... 

Marquise 

Marquise Originals 

Marshall’s 

Marshall’s Scotch Kip- 
pered Herrings 

Martha Sparks 

Mary Lee Zombies 

Maryland Rose 

Masculini 

Maskuline 

Master 

Masterline 

Masterset 


y 
Maya de Mexico 
Messing Cornell Recipe 
Bread 
Metal plate (design) 
Mictin 
Mictine 
Micturin 
Middleweight Champ .... 
Milateen 
Millsite Basser 
Minnesota Mining 
Miss Cubic Foot 
Miss Glad Iron 
Miss Kilo Watt 


M (Cont.) 


Miss Sad Iron 
Miss Youth Form 
Miss Youth Form, Jr. .. 
Miss Youthform 
Mr. Peanut 

Mr. Plug-In 

Mr. Ray-O-Lite 
Mitsouko 
Monarch 
Moto-Boy 
Moto-Mower 
Motorland 
Mul-Crest 
Multi-Unit 


Nation Wide 

National 

National AA 

National Automobile 
Association 

National Biscuit Com- 
pany Shredded Wheat 1252 

National Catholic De- 
cency in Reading Pro- 
gram, The 

National Grange, The .. 

National Shippers & 
Movers 

National Shoe Stores 


379 
1494 


200 


853 
National Shoes 852 
National Shoes of New 
York, Inc., Th 
National Transfer & 
LS eee 200 
National Union Farmer 1494 
National Van & Storage 200 
National Van Lines, Inc. 200 
Neutrapect 123 
Never Leak 
New Holland 
Nippon Kogaku 
Ni-Tensyl 
Ni-Tensyliron 
Nob-Grip . ..... 
North American 
North Star 
North Star Mills 
North Star Woolen 
Mills Company 
Nu-Beauty Enamel 


PAGE 
1288 
Office Help Temporaries 764 
Office Pax 651 
Office Temporaries 
Oilok 
Old Hickory Paddle 


binders 
Old Samuels 
Old Stratford 
Old Stratford Bond 
Olives packed by Dole .. 
Opaline 
Optomechanisms Inc. .... 
Orange ogee curve (de- 
sign) 383, 530 


Orchid Exterminating 
OS Sele 1262 
Orchidee Bleue 
Orkin 
Orkiri Exterminating 
i 1261 
Orlon 
Orthoflex 
Orthotonic 


Palco Fibre 

Palco Redwood 

Palco Wool 

Palco Seal 

Palcotan 

Palm Beach 

Pan Am 

Pan American 

Pan American Airways 

Pan American Airways 
System 

Pan American World 
Airways System 


Pax Corntex 
Pax Crusader 





P (Cont.) 


Dictator 
F-54 


Pennzoil 

Pensée, Henry 4a la 

Penvoil 

Pepsi-Cola 

Pepso-Seltzer 

Performance and Power 674 

Persha’s Energized Food 
Products 

Pesco 

Petales Froisses 

Peter Pan 

Peter Pan Diner, Inc. .. 


Pexoline 
Pexolv 
Pex-O-Nite 
Pexope 
Pexopine 
Pexpine 
Pexsyn 
Pextox 
Pexwash .... 
Phenix 
Phoenix 
Phonorama 
Photolamp 
Pic-A-Nut 
Pigrain 


Pin-Up Champ 
Plain Clothesman 
Planters Mr. Peanut 
Plex 

Plex-A-Lin 
Plexcrete 

Plexi 
Plexichrome 
Plexicolor 
Plexicrylic 
Plexi-Finish 
Plexi-Glo 
Plexi-Kote 
Plexi-Paint 
Plexite 

Plexton 

Plextone 


WORD LIST—PART II 
P (Cont.) 


Plextrum 

Plus 30 

Pocket-Pak of 
flash 

Polaroid 

Poll Parrot 

Poly-Red 

Possession 

Power-Cut 

Power Golf 

Powers 

Powers-American 

Pow’r Pulls 

Precision 

Precision Apparatus Co., 
Inc. 

Precision Meter Co., Inc. 

Precision Spacing De- 
vice 

Premium 

Premium Thorobred 

Pre-Selling 

Pre-Sold 

Pretexte 

Primrose 

Princess Pat 

Projecto-Editor 

Protolac 


Super- 


482 


Q 
Quadrilateral border 
(design) 


Racket Buster 

Radio Shack 

Railroad Sock, The 

Rama 

Rangaire 

Rangeaire 

Ranger 

Rapid-Shave 

Red fiber insert for lock 
nuts (design) 

Red Goose 

Red Horse 

Red Lion 

Red Panther 

Red zipper tape on 
pocket of jeans 
(design) 

Reddy Kilowatt 

RY etitcccctccccse gh . 

Remembrance 

Remembrance Advertis- 


Renofab Process 
Renofab Products 
Renotex 
Restmaster 
Rhapsody 


R (Cont.) 


Rite-Craft 
Rite-Rite 


Roof Top-Ics 
Rose Hill 

Rose Leaf 
Rose-Mint 
Rotoflo 
Rotomatic 
Roto-Mower 
Roto-Speed 
Roto-Trim 
Royal Knight 
Royal Lancer 
Royal Plumage 
Royal Purple 
Ruby Foo 
Ruby Foo’s Den 


SP in a rectangle 
SPS in a rectangle 
Sacure 
Safety Roll Jr. ... 
Safe-Way 1461 
Safeway 1080, 1083, 1461 
— Furniture Co., 

nc. 


Sanitolv 
Saunders Drive It Your- 
self System 


Sea Breeze 

Sea Chicken 

Searle-Mictine 

Secret to Better Golf, 
The 1 

Security 

Sergeant Eddy 

Servo 

Servoboard 

Servocon 

Servoflex 

Servoflight 

Servofrax 

Servoglass 

Servograph  ................ss00 
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S (Cont.) 


Servomation 
Servoscope 
Servosync 
Servotherm 
7-Way 

Seventeen 
Shalimar 
Shamrock 
Sher-Crest 

Shoe heel (design) 
Shredded Wheat 
Signal Spot 
Similac 

Singer 

Singer Manufacturing 


Co. 
Sinko WE GOS etccentccens 1252 
Sky Champ 413 
Sleepmaster 644 
Slick Stick 
Snap-On 
Snap-On Drawer 
~——. “9 Drawer Com- 


oa On Tools 

Snappon 

Snow Drift 

Snowdrift 

Sonoflux 

Sound in Full Dimen- 
sion 

Sour Schnapps 

Sour Schnapps Company 

Spacer 

Speed-Binder 

Spel-Binder 

Spray Set 

Sprinkle Kleen .. 

Spun-Lo 


Squirrel Brand 

Standard 

Standard Oil 

Standard Oil Company 
of North Carolina, In- 
corporated, The 

Star 

Star*Down 

Starlac 

State Champs 

State Trooper 

Steakees 

Steakees, Incorporated .. 

Steakettes 

Stewart's 

Stony Brook 


Structo Schools 
Style Exhibit 
Stylized silhouette of a 


— house (design) ony 


S (Cont.) 


Sunrise Magazine of 
Southern Living 


Superoxide 

Supreme 

Sweetose 

Swirl 

Swirlaway 

Swissair with airplane 
design 15 

Sycamore 

Syrocol 


Telechron 

Telicon 

Temporary Office 
ployees 

Tennis Champ 

Terry’s Penn-Oil 

Texas Energized Foods 

Texol 

That Good Looking 
Channel Eleven 

Third Dimensional 

ffect 


3M Company 

Three Minute 

Three-M-Ite 

Thrift de Luxe 

Thrifty in Price 

Thrifty Lux 

-thru-way- 

Tide 

Tone in Full Dimension 674 
Top-Flite 1278 
Tops for Good Drinks .. 
Toujours Moi 1104 
Toujours Toi 1 
Towels Made by Cannon 376 
Town & Country 88 


Trane 


Trisyamine 
Tru-Flite 
True-F lite 
Tuberose 


T (Cont.) 


Tweedies Suburban 
Tweedorama 
Twist-Ems 


U 


SS a 
Unicap 

Union Farmer 

Union Farmers 
Universal 


ame 
University of Notre 
Dame du L 


Up 1398 
Urban. Suburban Classics 419 
eo OS eee .. 419 


Vacu-Magic 

Vacuum Grip 

Valveless 38 
Valveless Vacuum Filter 381 
Vaughan Safety Roll Jr. 63 
Velour 535 
Velva-Pax 65 
Velvapax Light Duty ... 
Victrola 1404 


Visible Protects Dis- 


W W 1288 

Wakefield Co., Inc., The 1379 

— Paint Supply . 
1 


Washes in a Wink 
Water Beauty 
Waterbury 

Watkins Glo-Sheen ........ 
Weather Control 
Weather E 
Weather-Lock 
Weather-Seal 

Weiskittel 

Wellington ..................... ie 
Wembley 

Westinghouse 1 
Wherever Shafts mave 
Whirlbeater .................. 
White Frost .. edad 
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W (Cont.) W (Cont.) Y (Cont.) 


PAGE PAGE 
White Horse .................... 865 World _ Desemncouanl - Ff 1241 
White Silk .................... . 545 cosvecensre Youth Form Lingerie .. 1243 
Why was Lincoln Mur- Youthform .....---evveeeee 1241 

RE PS 1119 

Wildroot 525 XD Gives an Extra Di- 
Willie Wiredhand ......... 243 | mension to Sound, The 
Willing Water 


ale 
Yes Sir! B. L. P. Wet 
| eee 139 
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II. REGISTRABILITY 
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ASSIGNMENTS 

CERTIFICATION MARKS 
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CoLtor MARKS 
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DESCRIPTIVE TERMS 
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PROHIBITED MARKS 
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SURNAMES 
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APPLICATION 
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UNFAIR COMPETITION 


een 
I TT. ascellernteeeneeihdeteeiseneniiaien ied iaaaeareneremensttipeenimecneen 
LLL ELL 
False Designation of Origin 
False Trade Descriptions 
Trade and Commercial Names 
Trade Secrets 


DIED sctuienditeiiannncmnnntubpmntian “ snnbibsiseiinniiesinmmneatnedtMiditbiniias 
TIT inca ccanntiteniitensintniepeetepanniiihnnitiialiieiamnneimegmateateasnmaiaipenmnme 


STII 1 hesiscsscsutccadeseiilitiaileiinnibinbbiechiniteiabietiatensidianiiighaiiiinnnmaatnigelvein 
EEE LNT AT OTE TE «AS OLA LIEN SY S.! 2 DE Rese A eer 
BID: cscscctnicnconcssehitikaiitacaladadacieas hs caneam teas cece eae SE AS | 


VIII. COURTS 


JURISDICTION 

PLEADING AND PRACTICE 
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DECLARATORY JUDGMENT 
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FINDINGS 

ConFiict or Laws 


FE rE! lh ws ore gy eA ee atl ie etn hie . 91 
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. COPYRIGHTS 

. PATENTS 
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DIGEST OF CASES 


I. TRADEMARK ACT OF 1946 


CONSTRUCTION 


Section 2 


DOUGLAS for use on buttermilk and feeds for poultry and livestock is not primarily 
merely a surname unregistrable under Section 2(e)(3) of the Act; the word identifies a 
Scottish clan, geographical localities, a species of fir tree, a species of squirrel, and it serves 
as the name of streets in addition to its use as a baptismal name and surname, and no one 
connected with applicant bears that surname. Therefore, mark should be published under 
Section 12(a). 124 


In the absence of proof that a shield with vertical stripes is an official coat-of-arms or 
insignia of the United States it becomes unnecessary to determine whether such status would 
defeat plaintiff’s claim of unfair competition. 198 


The test of whether a mark is merely a surname under Section 2(e) of the Lanham Act 
is whether the purchasing public will attribute surname significance to it. The word DICKIE 
is so frequently used as the diminutive of the given name Richard and so infrequently used as 
a family name that the public would not be likely to think of it as a surname and the mark 
DICKIE’s could not, therefore, be said to be merely a surname. 624 


While the activities of defendant have been intrastate they have had an adverse effect upon 
interstate commerce and have come within the scope of the Lanham Act. Plaintiff’s registra- 
tions created prima facie evidence of the validity of the registrations and of plaintiff’s exclusive 
right to use said marks which defendant has failed to overcome. Defendant asserts descriptive- 
ness of marks in question but evidence shows that the marks have acquired a secondary meaning 
and were registered under Section 2(f) and hence are entitled to protection. 1492 


Section 32 


The Lanham Trademark Act creates no independent federal jurisdiction over unfair com- 
petition and, hence, in the absence of diversity of citizenship or a related claim under a federal 
registration, the federal courts are without jurisdiction to accept such a case. 363 


Section 33 


Section 33(a) provides that a registration under the 1905 Act shall be “prima facie evidence 
of registrant’s exclusive right to use the registered mark in commerce on the goods”. The 
evidence shows that the French firm did not have such an exclusive right having by its own 
conduct given the New York concern the right to use the mark on any merchandise with the 
sole limitation that it use “Inc.” in connection with the mark. Reversed and cancellation 
granted. 868 


Section 44 


Lanham Act gives to citizens or residents of United States owning trade names, whether 
or not they form part of marks, a federal cause of action for unfair competition with the same 
remedies as provided in the Act for infringement of registered marks available. 

Plaintiff has long used registered trademark Las patmAs for Spanish foods; goods are 
prepared in United States and sold here and in Mexico; defendants, citizens or residents of 
the United States, prepared counterfeit labels in United States and transported them into 
Mexico; defendants then commenced to pack chili sauce in Mexico in cans identical to plain- 
tiff’s, bearing counterfeit label with LAs PALMAS trademark; product was thereafter sold in 
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Mexico, particularly in border towns; preliminary injunction issues to restrain defendants 
from using trademark in United States or Mexico on goods similar to those of plaintiff; 
plaintiff filed proceedings to cancel defendant’s Mexican registration, but one year or more 
must pass before this can be finally determined; assumption that defendant’s registration is 
valid does not necessarily mean that exercise of court’s jurisdiction to grant relief plaintiff 
seeks would be interference with sovereignty of another nation, and court declares that defen- 
dants may not so use their license under Mexican law as to injure plaintiff’s foreign commerce 
conducted from United States. 

Pendent-jurisdiction statute [28 U.S.C. 1338 (b)] presupposes claim of unfair competition 
arising otherwise than under copyright, patent or trademark laws; where diversity of citizen- 
ship exists pendent jurisdiction fully coincides with diversity jurisdiction under 28 U.S.C. 1332 
but for jurisdictional amount requirement of Section 1332 which is entirely absent from both 
Section 1338(b) and Lanham Act; Sec. 1338(b) is properly invoked to sustain federal juris- 
diction for unfair competition arising under state law. 217 


Section 45 


Act provides for registration and protection of trademarks and trade names and for reme- 
dies against unfair competition. 1492 


Il. REGISTRABILITY 
In GENERAL 


Applications filed to register “distinctive location of a woven rectangular label on trousers.” 
The labels are sewn in seams and the drawings show no wording nor specific color. Regis- 
tration must therefore be refused because the “distinctive location” of a label is not a word, 
name, symbol or device used to distinguish goods of one manufacturer from those of another. 
The location of a label cannot be a trademark nor can a manufacturer claim any exclusive 
right to any particular location. 110 


Use of a mark in connection with the construction of homes in one state does not constitute 
use in commerce notwithstanding advertising conducted in other states or occasional sales to 
out-of-state residents; the building, zoning and financial advice furnished by applicant to pur- 
chasers or prospective purchasers in other states was merely incidental to the sale of homes 
and neither such advisory services nor compliance with federal building requirements added 
anything to applicant’s claim of federal use. 121 


Components or parts of marks are not separately registrable where the entire mark creates 
but a single commercial impression. An application for the mark CooLa, used in connection 
with soft drinks was refused where the specimens used at the time of filing showed it to be 
merely part of the composite mark SUPER COOLA. 123 


Subject matter of application, doll wearing miniature of applicant’s clothing which is 
placed on display in direct association with applicant’s products at point of sale, is merchandis- 
ing display for trademark and is not a word, name, symbol or device adopted and used by 
applicant to identify and distinguish its products. 265 


Applicant seeks to register a “plurality of holes” extending through potato chips. Regis- 
tration is refused on the ground that subject matter is not a trademark, the perforation in the 
potato chips being purely functional. Evidence shows that applicant has applied for a patent 
to cover the process, purposes of which were to provide greater flow of cooking oil for more 
efficient cooking. The patent subsequently issued and applicant licenses his patent to various 
potato chip manufacturers who sell them under their own trademarks. The “plurality of holes” 
is the result of applicant’s patents which will be free to all at expiration of the patent and 
therefore cannot be a trademark identifying the goods and distinguishing them from those of 
others. A patentee will not be permitted to extend his patent rights under the guise of trade- 
mark protection. Registration is refused. 274 
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To be valid, a trademark must be physically affixed to the goods or to the packaging 
thereof; use of a mark on signs or displays at the place where the product is sold does not 
constitute trademark use. 359 


Boss and sLAVE embroidered on towels are in no sense trademarks, but are merely like 
HIS and HERS designations serving as ornamentations which permit users to avoid mixing 
towels. 376 


Trademarks serve their primary purpose in moving goods at time of purchase, and what 
may happen to a label long after purchase is consummated is of no moment. Stitched orange 
ogee curve creates no impression on average purchaser buying overalls under ordinary condi- 
tions of trade. 382 


A trademark registration constitutes prima facie evidence of the validity thereof, and of 
registrant’s ownership of the mark and his exclusive right to the use thereof on the goods 
recited in the registration; but while it establishes a prima facie showing of opposer’s interest, 
it falls short of establishing a prima facie case which would shift the burden of going forward 
to the applicant. Upon record consisting of opposer’s registrations and applicant’s denial of 
opposer’s continued use of the marks, such use was assumed to have been established by the 
registrations and, accordingly, a determination of the likelihood of confusion between the 
marks was required. 647 


Failure to renew a registration does not affect the owner’s right to continued use of the 
mark or to restrain others who would compete unfairly. 774 


Two or more marks may be used on the same goods. 1020 


Use of a mark in connection with unlawful shipments in interstate commerce does not 
constitute use which the Patent Office may recognize. Failure to comply with the Federal 
Economic Poisons Act which requires that economic poisons be registered with the Secretary 
of Agriculture before interstate shipment vitiates any right that might otherwise arise from 
use of a trademark upon such goods and if during the period of non-compliance another 
commences lawful use of the same or a similar mark, the latter will obtain paramount 
rights. 1135 


Variation in trademark from “del’s” to “del-o” results in marked change in the trademark 
and causes mark to bear resemblance in both appearance and sound to opposer’s mark 
JELL-O. 1274 


Newspaper and other publicity does not constitute use of a trademark nor does the sending 
of samples of the goods bearing the mark to applicant’s field personnel. 1538 


ABANDONMENT 


Evidence shows apparent nonuse of applicant’s mark sERVOGRAPH and registration is with- 
held pending showing that mark is in use and not abandoned. 78 


Opposer’s failure to allege use of four of the five registrations set forth in its pleading 
and the absence of such marks from the exhibits annexed thereto must be taken as an admis- 
sion against interest establishing nonuse of said marks and rebutting the prima facie evidence 
such registrations constitute of opposer’s right to exclusive use. 401 


Abandonment is dependent upon intent as well as upon nonuse and where the evidence 
showed that the plaintiff after taking an assignment of the secondary meaning mark AMERICAN 
added thereto its own name PowERS, no abandonment could be inferred. 734 


Service marks and trade names of bankrupt were vested in trustee in bankruptcy upon 
filing petition in bankruptcy, and mere filing of petition did not operate as abandonment of 
service mark or trade names. 813 
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Use of word mark in display identical to that shown in registration is not condition prece- 
dent to protection of mark. 1020 


ASSIGNMENTS 


Use sufficient to maintain rights in an existing trademark may consist merely of the 
licensing of the mark for use on goods made by the licensees without actual manufacturing by 
the trademark owner. The sole beneficiary of a member of a partnership which owned and 
licensed for use by others the trademark sour SCHNAPPS was held to have succeeded to his 
rights as owner of a one-half interest in said mark. 503 


Assignments do not expressly challenge accuracy of holdings and it is held that assignee 
of trademark could acquire no greater right than assignor had. 863 


Application sought to register JANMARIE for hair tints, rinses, hand lotions and hair dress- 
ing preparations and registration opposed by Roger & Gallet, a New York corporation on basis 
of its registration of JEAN MARIE FARINA used on eau de cologne and soap. Evidence shows 
French Roger & Gallet in 1947 assigned to Roger & Gallet (New York) all rights in sean 
MARIE FARINA, three registrations thereof and good will of business. Examiner held marks 
confusingly similar and sustained opposition. On appeal Commissioner held opposer was not 
owner of registration because mark JEAN MARIE FARINA identifies product of French manufac- 
ture and further held the marks were not confusingly similar. Commissioner’s ruling in effect 
holds that so long as the French manufacturer continues to manufacture and sell the goods 
under the mark for the United States market, assignment of United States rights is impossible, 
but this is in error since it assumes that the good will symbolized by the trademark in inter- 
national use has its situs at the place where the goods bearing the mark are made. The situs 
of good will of the business done under JEAN MARIE FARINA trademark in United States is in 
the United States. Same trademarks may have different owners in different countries. Assign- 
ment of trademarks, registrations and good will of business was valid assignment of JEAN MARIE 
FARINA marks. Validity of assignment not affected by size of consideration. Decision of 
Commissioner reversed. 1126 


CERTIFICATION MARKS 


Where a word conveys immediately to one seeing it a specific and correct meaning and 
truthfully describes a process or method of treatment it is not a trademark. Application for 
ELECTRONIZED as a certification mark for sterilized liquid and solid foods and ingredients of 
foods treated by methods and processes patented by applicant which irradiate with high speed 
electrons refused; the word is merely descriptive in connection with the goods covered, for 
ELECTRONIZE means to subject to the action of electrons, it has no other meaning and no real 
thought is required to arrive at that meaning. 128 


CLASSIFICATION 


Applicant seeks to register WHIRLBEATER for kitchen appliances including food mixers in 
Class 23 and registration has been refused on the ground that the goods shown are properly 
classified in Class 21 in applicant’s companion application. Record shows that applicant filed 
two applications covering identical marks and identical goods in Classes 21 and 23. The rules 
provide for registration in a single class, and therefore registration is refused. 273 


A mark used upon a product which falls within more than one class by virtue of a variety 
of its end use may be registered in all such classes. FER-IN-sot for concentrated solution of 
ferrous sulphate, used both as a drug and a food, was entitled to separate registration in both 
classes. 509 


Manufacturers of ladies’ shoes are known also to make ladies’ handbags, or to have such 
goods made for them by others, and to sell both products under the same mark; therefore, 
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handbags would be a natural line of expansion for a manufacturer of ladies’ shoes and in view 
thereof it is unimportant in determining likelihood of confusion with a third party’s use of the 
same mark on other goods, whether such use on handbags preceded the third party’s adoption 
of the mark, where the fact of such expansion is shown to have occurred at least by the time 
testimony was taken. 665 


CoLtor Marks 


Application to register red zipper tape across watch pocket of jeans on principal register 
is refused, since applicant is in essence attempting to register feature or design of garment. 391 


CONCURRENT MARKS 


Two applications having been filed by different parties for registration of the same mark 
covering the same truck transportation services, one claiming use east of Chicago and St. Louis 
and the other claiming use west of such points, each citing the other’s activities as an exception 
to its own exclusive use and both requesting concurrent registration. It was found that by 
reason of the above facts and the contractual arrangements between the parties whereby they 
exchanged freight at Chicago and St. Louis for further transportation, there was, in actuality, 
only one mark identifying a single service performed in part by each; hence, one application 
should be abandoned and both parties as joint owners should be named as applicants in the 
other. 119 


CoNFUSINGLY SIMILAR MARKS 
In General 


It has frequently been held that trademarks, comprising two words or a compound word, 
are not confusingly similar even though they have in common one word or part which is 
descriptive or suggestive of nature of goods to which marks are applied. 863 


The degree of similarity which is permissible between marks consisting of ordinary words, 
especially those which are descriptive or geographical, is greater than that permissible between 
arbitrary or fanciful marks. 1517 


(For easier reference the following section is arranged alphabetically by trademarks.) 


ALL STATES LIFE INSURANCE COMPANY, used in connection with life insurance policies does 
not infringe ALLSTATE used in connection with sale of automobile tires, parts and accessories. 
Fact that litigants are not in competition is not decisive factor as to likelihood of confusion, 
nor is complete dissimilarity of articles in whose sale mark is used. 

In case of non-competing products it is a question of fact whether there is likelihood of 
confusion even when there is an identity or colorable imitation of names. ALLSTATE for automo- 
bile insurance is not infringed by ALL STATES LIFE INSURANCE COMPANY for life insurance; 
determination of state and administrative tribunals is of great relevance and given great 
weight. 1216 


Likelihood of confusion exists in concurrent use of opposer’s registered mark ANAHIST in 
connection with a drug for the symptomatic relief of colds and allergies, particularly hay 
fever, and applicant’s ALMEHIST for a drug product for the relief of allergic conditions, both 
of said products being usable for the same purpose. While applicant’s product was apparently 
sold only on prescription, whereas opposer’s was sold over-the-counter, a registration issued 
to applicant would be broad and indefinite so as to establish prima facie evidence of rights for 
an over-the-counter preparation. 1546 


If snow skis and water skis were sold under same mark, purchasers would inevitably 
assume that both came from same producer. 
AQUA FLITE for water skis is likely to be confused with arr-FLITe for snow skis. 1277 
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In an opposition proceeding involving opposer’s registration of an inverted triangle upon 
which was superimposed a prismatic lens, above which appeared arcus, for optical goods includ- 
ing cameras, camera accessories, microscope adapters and binoculars, and applicant’s mark 
consisting of the design of an optical prism and convex lens within which appeared the words 
NIPPON KOGAKU, both disclaimed, no likelihood of confusion was found to exist; nothing was 
shown to indicate that purchasers recognized the design portion of opposer’s mark apart from 
the word ArGus, the goods were not inexpensive and not casually purchased and the products 
of the respective parties were likely to be purchased by the marks ARGUS and NIPPON KOGAKU, 
rather than by the designs, notwithstanding the descriptive nature of the latter. 399 


In an opposition proceeding involving opposer’s registrations for an inverted triangle with 
truncated apices, appearing either alone or enclosing the letters B & L, only the latter type of 
mark being shown to be in use, all for optical goods including microscopes and binoculars, and 
applicant’s mark showing a like triangle upon which were superimposed the design of a double 
convex lens and the descriptive and disclaimed words NIPPON KOGAKO for cameras, microscopes, 
lenses, binoculars and lens measuring instruments, no likelihood of confusion was found to exist; 
opposer’s triangle design was not shown to have acquired public recognition as a mark indicating 
opposer’s goods; the descriptive words, particularly kocAkKOo—meaning “optical”—were more 
likely to be relied upon in identifying applicant’s goods than the design portion of mark, and 
the word NIPPON was a Clear indication of foreign origin. 401 


Applicant seeks to register BARUCO in a desig: ‘vi rubber hoses and diaphragms. Registra- 
tion is opposed by registrant of BARR for toys nade wholly or partially of rubber. The record 
shows that opposer has used BARR on rubber balloons since 1920 and BARRCO as a cable address 
since 1923. The record fails to establish use of the word BARCO as a trade name or contraction 
of opposer’s corporate name. Use of the word as a cable address is not sufficient and therefore 
confusion between BARUCO and BARRCO is not deemed likely nor is confusion likely between 
BARUCO and BARR. 547 


In an opposition proceeding involving applicant’s mark BEACH WALK, used on sandals, and 
opposer’s PALM REACH, used on fabrics and licensed for use on shoes with uppers made from 
such fabrics, the marks were found not to stimulate the same psychological reaction and the 
opposition therefore was dismissed. 667 


Application to register BEAU AND BELL for men’s sport shirts is opposed by registrant of 
BLUE BELL simpliciter and in combination with a design of a bell for men’s, women’s and chil- 
dren’s overalls, dungarees and work clothing. Since the marks do not resemble each other in 
appearance, commercial impressions created are different, confusion is unlikely and the dismissal 
of the opposition is affirmed. 423 


BLACK PANTHER for insecticides and RED PANTHER for insecticides and fungicides are likely 
to be confused. 1135 


In determining likelihood of confusion the question for decision concerns identification 
before purchase and not recognition of the products thereafter. 

No likelihood of confusion is found likely to exist between applicant’s use of BLUE BONNET 
for metal grain storage bins and opposer’s use of registered mark BLUE BELLE for liquefied 
petroleum gas systems with a blue identification shield or between applicant’s mark and 
opposer’s use of BUTLER BLUE RIBBON LINE on stock tanks with a blue band around the middle 
or with its use on grain bins with a blue ventilator cap. ' 125 


Appeal from decision of Examiner sustaining opposition to application to register com- 
posite mark of horseshoe with words BLUE HORSESHOE BRAND for overalls and dungarees used 
since 1951 on basis of oppaser’s registration of HORSESHOE COLLAR for men’s and boys’ outer 
garments obtained in 1937. Since opposer’s mark has different connotation, likelihood of confu- 
sion deemed unlikely. . 1154 
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No likelihood of confusion exists between BOND, registered and used for men’s and boys’ 
clothing, and DABOND, applied to synthetic fiber thread. The record failed to show that the 
average purchasers of opposer’s clothing would be likely to know of applicant’s thread or that 
the respective goods moved through the same or similar trade channels. 1289 


Likelihood of confusion must be determined by considering commercial impressions created 
by the marks as a whole and not by dissecting them and comparing portions thereof. 

No likelihood of confusion found to exist between opposer’s registration of BRIDES PRIDE, 
used in connection with wedding rings and engagement rings, and BRIDAL PAIR, used for earrings, 
necklaces, key rings, bracelets and anklets; the marks do not look alike, sound alike nor do they 
stimulate the same mental impression. 405 


Purchasers are likely to believe that CALIFORNIA GIFT olives, honey and dates emanate from 
same source as CALIFORNIA GIFT DATES for dates. 268 


Foreign words may not be registered if the English equivalent has been previously used 
or registered in connection with goods which might reasonably be assumed to come from the 
same source. 

Application for CHAT NoIR, for eau de cologne, rejected as likely to create confusion with 
registration for BLACK caT—words conveying the same meaning to a substantial segment of 
the purchasing public—previously used on cosmetic items, including perfume and _ toilet 
water. 259 


CHICK MASTER is confusingly similar to MASTER, both marks being used in connection with 
poultry incubators. 264 


No likelihood of confusion found to exist between applicant’s mark CHLOR-GREEN for plant 
food and opposer’s CALO-CLOR, CALOGREEN and AURAGREEN for lawn fungicides, the evidence 
failing to show that opposer’s three marks had been used together in such a way as to cause 
purchasers to associate them with one another making it necessary, therefore, that the said 
marks be separately considered for similarity to applicant’s mark. 1542 


Registration is sought for CIRCLE sEAL with illustration of seal with ring around its neck 
for flow control, restrictor and selector valves. Opposer is registrant of NATIONAL above 
illustration of seal balancing a ring on its nose and words WHEREVER SHAFTS MOVE appearing 
underneath for friction type grease and oil retainers for sealing purposes. 

Both parties sell products to same class of purchasers who are discriminating buyers and 
goods are ordered by word mark or company name. Although both parties use illustration of 
a seal, they do not much look alike. Assistant Commissioner concludes that there is no likeli- 
hood of confusion and opposition is dismissed. 80 


CLOWN BRAND for shelled nuts is likely to be confused with clown for marshmallows. 380 


CURVALLURE is not deceptively similar to A’LURE, whether or not marks are used in conjunc- 
tion with other marks. 607 


DATAH for medical preparation in capsule form for use in treatment of common cold is not 
likely to be confused with papta for vitamin and mineral preparation for use as food supple- 
ment. 1271 


“del-o” for artificial ice cream is likely to be confused with JELL-o as a compound used in 
the preparation of jellies, desserts, pastries and ice cream. 1274 


Applicant seeks to register DoLAMIN for a liquid medicine for relief of neuralgic pain and 
registration is opposed by registrant of poLcin for medicinal preparations used in treatment of 
all forms of rheumatoid conditions, neuritis and bursitis. Since applicant’s product is admin- 
istered hypodermically by a physician while opposer’s is sold over-the-counter to the general 
public confusion is not deemed likely. 415 
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Action for trademark infringement seeking injunction against use by defendant of mark 
DRAM-A-MINE as infringement of plaintiff’s trademark DRAMAMINE. Defendant contends plain- 
tiff’s mark is descriptive and alleges it is guilty of monopolistic practices and price fixing in 
violation of antitrust laws. 

DRAMAMINE not descriptive of dimenhydrinate useful in motion sickness but is a strong 
mark entitled to highest protection as contrasted to weak marks containing descriptive words 
which are limited in protection to cases where applied to similar product. Relief limited to 
injunction. Damages denied. 1459 


FALLWEAVE for sport coats and suits is likely to cause confusion, mistake or deception in 
view of prior registration of FALWEVE for trousers, coats, vests, topcoats and overcoats. 1544 


Application for trademark registration of FENESIN for antiarthritic preparation is opposed 
by the registrant of ANACIN for the relief of headaches. 

The fact that applicant’s FENESIN is sold by prescription only and opposer’s ANACIN over- 
the-counter is not controlling, but is only one factor to be considered. 

However, likelihood of confusion should be decisive factor. Although marks sound some- 
what alike they don’t look alike and when the differences in goods are considered it is concluded 
that there is no reasonable likelihood of confusion of purchasers. 1561 


Applicant seeks to register FESTIVAL for cold waving lotion for use by professionals. Regis- 
tration is refused on the basis of the identical mark previously registered for perfume, toilet 
water and cosmetic items. While the marks are identical, the goods are sold through different 
channels to different customers, and therefore confusion is deemed unlikely since there is no 
opportunity for confusion. Registration will be limited to a cold wave lotion suitable only for 
professional use in beauty parlors. 538 


Petition to cancel registration of FLEx-Grip for hand grips for manually operated handles 
is sought by user of FLEXI-GRIP for same goods. Record shows that petitioner has used mark 
only on golf club grips selling them to manufacturers of golf clubs and professionals. Respon- 
dent uses mark on handle grips for bicycles, lawnmowers and agricultural and industrial equip- 
ment, excluding golf club grips. 


Assistant Commissioner concludes that each party has substantial rights in mark and 
upon receipt of respondent’s amendment to registration excluding golf club grips, petition will 
be dismissed and interference dissolved. 107 


Trademarks will not ordinarily be found to be confusingly similar on the basis of a word 
or syllable included in each of them which is of a descriptive nature; by this test, syllable “lac” 
which has descriptive connotations as applied to milk products should be given little weight 
in determining whether marks are confusingly similar. ForTILAC is not confusingly similar to 
PROTOLAC, both being used in connection with milk products. 518 


Application for 4 H’ERS THOROBRED JEANS, as used on jeans, refused; mark creates imme- 
diate association with “4 H Clubs” and hence comprises matter which may falsely suggest a 
connection therewith counter to the prohibition of Section 2(a), which determination was wholly 
apart from the statute prescribing criminal penalties for the unauthorized use of certain “4 H 
Club” symbols. 262 


Applicant seeks to register GLO-CANDLE for wax for molding candles and registration is 
opposed by registrant of GLo-coat for paint enamels and liquid polishes for floors. Sales of 
opposer’s GLO-coAT have exceeded $158,000,000 with advertising expenditures in excess of 
$22,000,000. Opposer, for brief period during war made candles for armed services. Since 
GLO-COAT, when used in connection with polishes, creates an association of a coating imparting 
a shine and GLO-CANDLE creates an association of incandescence, it is deemed unlikely that pur- 
chasers would assume that GLO-CANDLE would originate with the producer of GLo-coaT and 
therefore opposition is dismissed. ~ 103 
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Applicant seeks to register GLO-SHEEN for wood polishes and is opposed by GLo-coat for 
paint enamels and liquid polishes. Opposer has sold self-polishing liquid floor wax under its 
mark GLO-CoAT since 1932 and has expended large sums in national advertising. Applicant 
adopted its mark in 1952 with knowledge of opposer’s mark and advertising. Applicant’s con- 
tention that absence of evidence of actual confusion creates a presumption against likelihood of 
confusion applies only in cases of long and extensive use. Record fails to show extensive use 
or substantial consumer demand for applicant’s product. 416 


It is well established that prior decisions are of little value in trademark cases, since each 
case must rest on its own distinctive facts. 

GREEN LEAF as trademark for spray for fruits and vegetables is not confusingly similar to 
BLACK LEAF and BLACK LEAF 40, for similar goods. 863 


GREEN THUMB nursery products and trowels are not likely to be confused with GREEN THUMB 
for periodicals and where products are unrelated opposer has the burden of proving likelihood 
of confusion. The term GREEN THUMB is suggestive when used in connection with nursery prod- 
ucts or publications devoted to gardening. 424 


Where suffix of each of marks is same (MASTER), such similarity alone is not determina- 
tive of issue of confusing similarity. 

HEALTHMASTER, DREAMMASTER and RESTMASTER are not likely to be confused with sLEEp- 
MASTER, all marks being used on mattresses. 

Average purchaser will exercise such care in selection of a mattress as to minimize possi- 
bility of confusion as to origin of goods. 

Test applied to determine whether two or more marks are confusingly similar is likelihood 
of confusion in mind of public as to origin of goods; this is a subjective test; therefore prior 
decisions are of little value since each case must be decided on its own facts. 

Though it is well settled that marks should be considered in their entireties, it is equally 
well established that this rule does not bar separate consideration of different features of marks 
in determining importance to be attached thereto. 

Difference in meaning of marks is not controlling, although it is not to be ignored; other 
factors to be considered are sound of marks and price of goods. 643 


HI-TONES, for women’s and children’s shoes, is likely to cause confusion with prior regis- 
tration of HITONE, for hosiery, in view of the frequency with which such products are adver- 
tised together and the further circumstance that they are commonly purchased at the same 
time, by the same purchasers, in the same stores and although the products might not be thought 
to emanate from the same producer, the relationship between them is so close that purchasers 
most likely would conclude that some connection exists and assume that the quality of one 
carries over to the other. 255 


No likelihood of confusion exists between opposer’s registration of INVISIBLE BEAUTY STRAP 
for heavy liquid cream and applicant’s INVISIBLE veIL for pressed face powder in the light of 
common knowledge that cosmetic manufacturers feature their house marks most prominently 
in their advertising, a practice followed by the respective parties, thus making it likely that 
purchasers buy according to house brand with the secondary mark enabling them to distinguish 
among the various products of the producer. Moreover, the word INVISIBLE, the only common 
feature of the marks, is highly suggestive. 1555 


Considering the similarities of the marks and the circumstances surrounding the purchase 
of the respective goods, a likelihood of confusion was found between opposer’s JANIE JUNIORS 
for misses’ coats and suits and applicant’s JAUNTY JUNIORS for ladies’ coats, dresses, cloaks, 
skirts, and suits. Such doubt as exists on the issue must be resolved in favor of the 
opposer. 1556 


Application to register K1pI KOLA above design for cola flavored soft drinks. Registration 
is refused on basis of prior registration of KIppIE Pop for soft drinks and syrups. Goods are 
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both inexpensive and casually purchased, usually by spoken word. Bottlers of soft drinks often 
bottle a line of flavors. KIDDIE and KIDI create identical mental association and words sound 
sufficiently alike as to be likely to cause confusion. 397 


In an opposition proceeding involving opposer’s mark LUCOFLEX for plastic materials in 
the form of sheets, rods and powder and applicant’s mark AMPCOFLEX for corrosion-resistant 
synthetic resin pipes and ducts, the evidence showing that opposer had used its mark on the 
same products as applicant produced, no likelihood of confusion found to exist. 1548 


No likelihood of confusion found between opposer’s mark Lux for soaps and applicant’s 
THRIFT-D-LUX and design for dry cleaning and pressing services, riotwithstanding opposer’s 
activities in promoting use of its soap by laundries and the designation thereof as LUx 
LAUNDRIES. 1290 


Applicant seeks to register LUxaire for electrical fluorescent light fixtures for outdoor 
illumination and registration is opposed by registrant of tux for chandeliers and electric 
brackets. Evidence shows that applicant’s goods are sold to municipalities and parking lots 
whereas registrant’s products are decorators’ products sold for indoor use. Since the marks 
are used on different types of goods and moved through different channels, confusion is deemed 
unlikely. 540 


MM for roadway compound and water-proofing materials is likely to be confused with 3m 
for abrasive cloth and paper, electrical tape, adhesive cements, surgical tape, coated abrasives, 
glass bedding compound and putty-like compounds. 

Derivation of mark is unimportant if result is mark which so resembles another’s mark as 
to be likely to cause confusion. 1285 


The mark MARQUISE suggests either a noblewoman or a gem cut but not shoes, handbags 
or jewel cases and in view of the identical mental associations, unrelated to said products, which 
would be produced by the word when used thereon and in view also of the fact that such goods 
are not altogether unrelated, it was found that average purchasers, buying under the usual 
conditions of sale, would be likely to attribute common origin to the products, and, therefore, 
the opposition filed by the earlier user of the mark on ladies’ shoes, who subsequently applied 
it to handbags, against an application for the mark as used on jewel cases was sustained. 665 


Application for MASTER, used in connection with stencils, styli for cutting stencils and 
stencil writing plates and lettering guides found not likely to cause confusiori with registrations 
for MASTERLINE, used on papers or CLEARMASTER, used on master paper for duplicating purposes, 
nor was it likely to cause confusion with MASTERSET, registered for paper coated with a 
transfer medium for duplicating processes, in view of the highly suggestive connotation of the 
latter and the lack of such meaning in the mark applied for in connection with the goods listed 
since a stencil is not a “master” at the time of purchase and cannot be such until prepared 
for use. 260 


Applicant, owner-operator of chain of food stores, filed application for registration of 
natco for line of soft drinks having registered same mark previously for variety of food items, 
including coffee, tea, spices, butter, eggs and vegetables. In prior interference between ap- 
plicant and applicant (Beyer) for registration of atco for flavoring extracts for maltless soft 
drinks parties moved to dissolve interference and stipulated that each might use its mark with- 
out interference or confusion but Examiner denied motion on ground that goods were so 
closely related that confusion would result and issued registration to Atco based on priority 
and denied registration to NaTCO. Refusal to register was ex parte affirmed on appeal. 
Issue of priority is res judicata but not issue of registrability. Application to amend coverage 
of goods improper since it should have been made during interference. Since applicant’s bottled 
soft drinks are sold to retail food stores with other food products bearing same mark while 
registrant’s ATCO extracts are sold to bottlers and record shows no sale to public under atco 
mark and therefor confusion is unlikely and Natco mark should be published. 133 
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No likelihood of confusion found between application for mark consisting of NATIONAL 
AA NATIONAL AUTO ASS’N all enclosed in a diamond shaped design, for use on a publication, 
and opposer’s AAA enclosed in an elipse, previously used by opposer alongside the title of its 
own publication; any automobile association may use those very words in its name as well 
as the abbreviation—aa—thereof so long as in a context sufficiently dissimilar to avoid a 
likelihood of confusion, such differentiation was present in applicant’s mark. 1287 


NU-MAID for margarine is confusingly similar to NU-MADE for mayonnaise. 1267 


Applicant seeks to register o1LoK for gasket material. Registration is opposed by registrant 
of GARLOCK for sealing compound and packing materials. Products of both parties are not 
identical, although closely related and marks neither sound nor look alike and there is no 
likelihood of confusion. Opposer’s contention that applicant’s mark OILoK is merely descriptive 
is without support in record, and examiner’s decision to dismiss opposition is affirmed. 76 


Application for registration of OLD sTRATFOoRD for writing and printing paper used for over 
50 years filed by registrant of OLD STRATFORD BOND for bond paper. Although applicant’s mark 
greatly resembles OLD STRATFORD registered for wedding, photomount, book and cover papers, 
bristol board and cardboard and registrant operates his business within few miles of applicant’s, 
record shows that long concurrent use did not result in complaint or confusion and mark 
should be published. 136 


Application for registration of PAN AMERICAN for house trailers is opposed by user of 
PAN AMERICAN for air transportation services and in its corporate name. 

Although both parties are using marks in field-of transportation applicant’s house trailers 
and opposer’s services are of such different properties that it is very unlikely that purchasers 
of house trailers will associate term with services rendered by opposer. Decision of Examiner 
of Interferences is affirmed and opposition dismissed. 84 


Application to register PARM for antiseptic rubefacient asserting use since 1953 and regis- 
tration is opposed by registrant of PARMO for petrolatum and refined oils, which opposer has 
used since 1920. Since petrolatum is normally sold for industrial use and is sold through 
different trade channels to different customers for different uses confusion is not deemed 
likely. Opposer has not carried the burden of proof and consequently registration of PARM 
will be permitted. 551 


The following marks, used with various forms of soap products, are likely to be confused: 
PEX—PAX ; PEXELL—PAXELL; PEXOPE—PAX (soap) ; PEXOLV—PAXSOLV. 
The following marks are held not likely to be confused: PEZENE—PAX ; PEXAN—PAX. 650 


Application seeks to register prnesot for disinfectants and deodorizers and registration 
is opposed by registrant of Lysot used for similar products. The record shows prior cancella- 
tion proceeding involving same marks between predecessors of same parties. Since privity of 
the parties is not questioned and the marks and goods involved in the prior proceeding were 
the same the issue of confusing similarity is controlled by res judicata and registration is 
refused on the grounds of likelihood of confusion. 549 


Applicant seeks to register PoLy-rED for storage batteries and registration is opposed by 
registrant of POLAROID as used for photographic equipment. Opposition was dismissed by 
examiner on the grounds that the cumulative differences in the marks and goods were sufficient 
to preclude likelihood of confusion. Evidence shows that opposer has used his mark POLAROID 
on numerous items and has extensively advertised them in connection with the goods for many 
years. Applicant manufactures storage battery using a red polystyrene molded container and 
elements which it sells under the mark Poty-rEp. Opposer contends that its flashbulbs are 
used in connection with dry cell batteries but the batteries are not manufactured by opposer and 
it is deemed unlikely that consumers would attribute common origin to the products; nor is 
confusion likely between PoLarorp sunglasses and POLY-RED storage batteries. Therefore the 
decision is affirmed. 410 
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Petition by registrant of PRINCESS PAT and design for various cosmetics to cancel registra- 
tion of LovE-pAt for pressed powder make-up is denied since record contains no facts from 
which damage to petitioner can be inferred, either from probable confusion, mistake or decep- 
tion of purchasers, or otherwise. 1276 


Opposition filed by registrant of RAMA, as used on cotton piece goods, against application 
for TWEEDORAMA, used on woolen fabrics in the piece and cut lengths, sustained; applicant’s 
mark suggests “Tweed of Rama” and, hence, is likely to induce purchasers to believe that the 
fabrics bearing the mark are part of opposer’s line. 404 


RANGER is not the phonetic equivalent of RANGAIRE; more important, mental associations 
created by the two are distinctly different; as regards registrant’s mark RANGEAIRE, however, 
applicant’s mark RANGER is equivalent of registrant’s visually, phonetically, and in mental 
associations, and confusion of purchasers is believed unavoidable. 252 


Application for REMEMBRANCE for candles, opposed by owner of registration of same word 
for long line of advertising specialties which it sells for distribution by its industrial and com- 
mercial customers as gifts with the customer’s name or mark thereon. No likelihood of 
confusion found in view of the fact that the products pass in different channels of trade. 1540 


Since opposer’s mark ROMA is suggestive of “Rome” and applicant’s mark ROMEO is suggestive 
of “Juliet,” confusion is not deemed likely since the marks differ in sound, appearance and 
significance. 671 


ROTO prefix of applicant’s mark ROTO-MOWER necessarily suggests rotary type mower in the 
line of applicant’s MoTO-MOWER lawnmowers; in view of foregoing, it is not believed that ap- 
plicant’s mark so resembles mark RoToMATIC as to be likely, when applied to lawnmowers, 
to cause confusion. 1283 


In an opposition proceeding involving opposer’s registered mark ROYAL KNIGHT and 
design, used on various items of men’s clothing and accessories and applicant’s ROYAL LANCER 
and design, used on men’s suits, no resemblance in sound, appearance or meaning or identity 
of probable association by purchasers was found to exist which would be likely to cause 
confusion; however, since the specimens submitted with the application showed the words 
ROYAL LANCER CLOTH, the applicant was required to submit evidence showing use of the mark 
in connection with suits. 647 


Applicant seeks to register ROYAL PLUMAGE for hosiery used on goods since 1946. Opposer, 
registrant of ROYAL PURPLE for same goods alleging use since 1927. Although opposer’s original 
registration consisted of word mark ROYAL PURPLE and illustration resembling plumes, record 
shows use of word mark only until 1951, which is five years after applicant began use of 
ROYAL PLUMAGE; therefore, opposer has no right to illustration of plumes. Marks neither look 
nor sound alike and confusion or deception of purchasers is unlikely and opposition is 
dismissed. 105 


Applicant seeks to register SERVOGRAPH for recorders of the stylus operated graph produc- 
ing type and registration is opposed by SERVO CORPORATION OF AMERICA using SERVO as service 
mark and as prefix. to trademarks used in the field of servomechanism. sERvo is commonly used 
abbreviation in industry for servomechanism and for opposer’s business name. But opposer’s 
rights are not so broad as to exclude others in this field from using the term as portion of 
fade name or trademark. 

Since products are of highly technical nature and purchased by technically trained people 
no likelihood of confusion can be presumed, particularly since applicant’s use of sSERVOGRAPH 
antedates use of opposer’s similar mark and opposition is dismissed. 78 


Purchasers of sSTAR*DOWN topcoats are not likely to assume that they come from producers 
of NORTH sTAR blankets and fabrics. 528 
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Applicant seeks to register sTATE CHAMPS for basketball shoes and registration is opposed 
by registrant of THE CHAMP, THE LIGHTWEIGHT CHAMP BY LA SALLE, MIDDLEWEIGHT CHAMP, 
SKY CHAMP, FEATHERWEIGHT CHAMP, GOLF CHAMP, TENNIS CHAMP and PIN-UP CHAMP as used 
for men’s and boys’ hats and caps. Opposer has manufactured caps and hats for many years 
and has spent substantial sums in advertising and record shows that opposer’s mark CHAMP 
alone and in various combinations symbolizes valuable good will. Applicant has used its mark 
since 1952. While the record shows that boys’ shoes, hats and caps are often sold in the same 
stores, it fails to show that basketball shoes are sold in the same shoe department with other 
shoes for men and boys. Since basketball shoes are considered athletic equipment rather than 
apparel, purchasers are not likely to associate common origin and therefore the dismissal of 
the opposition is affirmed. 413 


Applicant seeks to register the phrase SUNRISE MAGAZINE OF SOUTHERN LIVING as shown 
and registration has been refused on the basis of the mark SUNRISE previously registered for a 
nonsectarian, nonpolitical monthly publication. Applicant previously registered FLORIDA SPEAKS 
and SUNRISE and argues that it is entitled to the registration applied for because of its previous 
registration containing SUNRISE as “the dominant feature” but the record shows that SUNRISE 
is dominated by the words FLORIDA sPEAKS. While the contents of the magazine involved 
may be different the public purchases the magazine by the title and therefore confusion is 
deemed likely and the action of the Examiner in refusing registration is affirmed. 533 


No likelihood of confusion found to exist between applicant’s mark T Pp in fanciful style 
for transistors, and opposer’s mark consisting of the letters T P in fanciful style displayed upon 
a design of a teepee, for various auto parts and electronic equipment. 1551 


No likelihood of confusion exists between applicant’s mark TRISYAMINE for a drug used 
in the treatment of hypertension, arthritis, anteriopoliomyelitis and myocarditis and WyYAMINE 
for nose drops, inhalers, a drug used in the treatment of low blood pressure, an elixir and a 
tablet for stimulation of depressed persons. 1545 


Application for registration of Twist*n*rye for plant ties for fastening vines, flowers, 
shrubs and plants was refused by Examiner on grounds that term is merely descriptive and 
likely to be confused with TwIsT-EMs registered as secondary meaning mark for same goods. 
Since mark is merely descriptive it is unregistrable in the absence of a showing of distinctive- 
ness but in view of the nature of the word twist when used for plant ties Twist*n*TYE is not 
deemed likely to be confused with TWIST-EMs. 131 


The marks WEATHER-LOCK and WEATHER-SEAL, the former used on combination storm 
windows and doors and the latter used on the same goods as well as on interchangeable storm 
windows and window screens, were found to create the same commercial impression and, 
accordingly, the opposition filed by the owner of registrations for the latter mark was sustained 
though based only on the notice of opposition and copies of the said registrations; the fact 
that one party’s goods were made of metal and the others from wood was of no significance. 

663 


Since it is noted that in area of distribution of applicant’s products large numbers of pur- 
chasers speak Spanish and are not apt to make fine distinctions between English words, it is 
held that such purchasers are likely to be confused between wiILpRooT and MAGIC ROOT, as 
applied to hair preparations. 525 


The mark zomBre for candy is likely to result in confusion or mistake with the mark 
ZOMBIES previously used for a candy-like confection in the nature of a macaroon. 1526 
Class of Goods 


Stove hoods and exhaust fans might reasonably be assumed to emanate from same 
source. 252 
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No likelihood of confusion found to exist between applicant’s orCHID, used upon time- 
pieces, and opposer’s registration of the same mark for finger rings; while confusion might 
be likely between timepieces and some types of jewelry such as bracelets, when labeled with 
the same mark, the goods here involved were not likely to be associated in the ordinary course 
of trade and common knowledge indicates that manufacturers of watches do not make rings. 406 


In an opposition proceeding involving applicant’s mark AMERICAN SUPER SPEED surrounding 
an airplane design for sandpaper, abrasive cloth and paper, and opposer’s mark consisting 
of design of an airplane and the word swissair for air transportation services, opposer alleging 
dilution of its well-known mark as well as a likelihood that it might mistakenly be thought to 
sponsor or approve applicant’s goods; motion to dismiss opposition was granted upon the 
ground that no facts were pleaded which would support the conclusions pleaded. 1549 


Application to register pEsco for molded seal rings of phenolic resin and glass cloth is 
opposed by registrant of identical mark for fuel and oil pumps. Opposer and its predecessor 
have used mark on wide variety of pumps and valves distributed nationally. Opposer also 
had seal rings made for it which are supplied to customers as replacement parts which are 
packaged as PESCO seal rings. Applicant’s seal rings are for insulating Christmas Trees used 
in high pressure oil and gas wells. While the goods are sold in different industries—aircraft 
as opposed to oil field supply industry—it appears that applicant’s markets are expanding 
which eventually may result in overlapping and since applicant seeks registration of PESCO 
without limitation potential damage to opposer from confusion is apparent. 1553 


Dominant Features 


It is common practice for trademark owners to register separately the outline design of 
their marks but when such a registration is relied upon in a proceeding to establish a likelihood 
of confusion with another mark it becomes necessary to show that the design itself is recognized 
as an indicia of origin. 401 


CorRPORATE AND TRADE NAMES 


Application for OPTOMECHANISMS INC. for optical and electronic instruments and com- 
ponents is refused on ground that it is merely applicant’s commercial or trade name and 
deletion of nc. would not change conclusion. Registration applied for merely identifies 
manufacturer but does not distinguish his products from those of others. 140 


Applicant seeks to register GUY GAUTIER & CO. for brandy, asserting use in France since 
1697 and in the United States since 1860 and registration has been refused on the ground 
that its use has been as a trade name. The record shows that while Guy GAUTIER & CO. is a 
commercial name of applicant it also shows that applicant is located at Cognac, France and 
it is believed that purchasers are more apt to consider “Cognac” as it appears on the labels to 
be the name of the product than the post office address of applicant. It appears also that there 
are at least three GAUTIER firms in the brandy business in France and under such circumstances 
GUY GAUTIER & CO. is the brand name by which purchasers will distinguish applicant’s product 
from those of the other Gautiers. Therefore the name as used by applicant identifies its cognac 
and distinguishes it from like products of others and the mark is therefore registrable. 271 


Supplemental Register application for THE NATIONAL CATHOLIC DECENCY IN READING PRO- 
GRAM is refused registration; subject matter is merely explanatory statement placed on leaflet 
folder to advise those who see it that leaflet is part of program. Subject matter is not a 
trademark and leaflet is not a periodical as claimed. 378 


Registration refused for purported trademark crest Foops co. where record failed to show 
trademark usage thereof on or in connection with the goods. 387 


No likelihood of confusion found between application for mark consisting of NATIONAL AA 
NATIONAL AUTO ASS’N all enclosed in a diamond shaped design, for use on a publication, and 
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opposer’s AAA enclosed in an elipse, previously used by opposer alongside the title of its own 
publication ; any automobile association may use those words in its name as well as the abbrevia- 
tion—AA—thereof so long as in a context sufficiently dissimilar to avoid likelihood of confusion. 
Such differentiation was present in applicant’s mark. 1287 


DESCRIPTIVE TERMS 


Applicant seeks to register omLoK for gasket material and registration is opposed by 
registrant of GARLOCK for sealing compound and packing materials. Products of both parties 
are not identical, although closely related and marks neither sound nor look alike and there 
is no likelihood of confusion. Opposer’s contention that applicant’s mark oILoK is merely 
descriptive is without support in record, and examiner’s decision to dismiss opposition is 
affirmed. 76 


In an opposition brought against an application for the mark sPACER, used on a machine 
tool including a spacing mechanism, opposer’s contention being that the mark merely described 
function of the goods, both the record and common knowledge established that applicant’s 
product was, in fact, a “spacer” which finding was confirmed by applicant’s own descriptive 
use of the mark; fact that neither opposer nor others in the industry had used the word in a 
descriptive sense did not alter the conclusion that the word was a common descriptive name 
which was incapable of distinguishing the goods of any manufacturer. 97 


WASHES IN A WINK used on ladies’ blouses, is informational only and without ingenuity ; 
what it says might be expected to be said of the goods and the not unexpected statement is not 
said in an unexpected way, hence registration is refused. 121 


Where a word conveys immediately to one seeing it a specific and correct meaning and 
truthfully describes a process or method of treatment, it is not a trademark. Application for 
ELECTRONIZED as a certification mark for sterilized liquid and solid foods and ingredients of 
foods treated by methods and processes patented by applicant which irradiate with high speed 
electrons refused; the word is merely descriptive in connection with the goods covered, for 
ELECTRONIZE means to subject to the action of electrons, and no real thought is required to 
arrive at that meaning. 128 


Application for registration of spRAY sET for wave setting lotion is refused on ground that 
it is merely descriptive of hair fixative for maintaining hair in place. 130 


Application for registration of Twist*n*tye for plant ties for fastening vines, flowers, 
shrubs and plants was refused by Examiner on grounds that term is merely descriptive and 
likely to be confused with TWIsT-EMs registered as secondary meaning mark for same goods. 
Since mark is merely descriptive it is unregistrable in the absence of a showing of distinctive- 
ness but in view of the nature of the word twist when used for plant ties Twist*n*TYE is not 
deemed likely to be confused with TwisT-EMs. 131 


Application to register TOPS FOR Goop DRINKS for bottle caps sold to bottlers of beverages 
was refused by Examiner of Trademarks on the ground that mark was highly descriptive and 
laudatory, registrable only on Supplemental Register; but since sales of the caps are made to 
commercial users they will recognize phrase as indicating origin. Conclusion is supported by 
letters submitted after argument on appeal by bottlers purchasing bottle caps who indicated that 
the phrase identified crowns of applicant. 137 


Application for registration of COLD GENERATOR for refrigeration machines and compressors 
is refused because mark is merely descriptive of goods on which it is used. 141 


COOL CoRD is merely descriptive of piece goods of combinations of oRLON and nylon. 252 


LIQUID BANDAGE is merely descriptive term used by applicant as name of its product, which 
is film-forming liquid for application to abrasions to cover them protectively and aid 
healing. 253 
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Application for HOSPITAL FORMULATOR, used in connection with enclosed charts designed 
for use in bulk preparation of infant formulas, rejected as merely descriptive of the goods since 
the term is an apt description for the goods and applicant had used it as the only name of 
the item. 258 














Rejection of application for MULTI-UNIT, used in connection with display stands, racks, 
counters and shelving, upon the ground of descriptiveness, reversed; while the words might be 
misdescriptive of fixtures which consist of multiple units capable of being joined together to 
form a multiple unit display, additional proofs on appeal showed that the goods are display 
units with multiple features for multiple uses and the words are suggestive though not 
descriptive. 263 











Applicant seeks to register roor Top-Ics for a trade publication and registration has been 
refused on the ground that the mark is merely descriptive when applied to applicant’s goods. 
Record shows that the publications are mimeographed announcements directed to “Approved 
Roofers” setting forth the requirements for BARRETT bonded roofs. There is nothing about the 
publication to identify applicant’s goods and distinguish them from others since applicant’s 
goods are roofs and items used in the application thereof. The bulletin does not set forth goods 
within the meaning of the act. Refusal to register is affirmed. 269 















SNAPPON is not merely descriptive of type of weather stripping, but is suggestive of use 
with which weather stripping can be applied to automobiles. 377 







VALVELESS is merely part of common descriptive name functioning to identify type of 
vacuum filter and differentiate it from vacuum filters with valves; it is not a trademark. 381 







pAIrY is highly suggestive but not merely descriptive when applied to powdered buttermilk ; 
DARI is phonetic equivalent. 385 









Applicant seeks to register phrase LINT-FREE CLING-FREE as service mark for dry cleaning 
service. Applicant makes a dry cleaning detergent which renders materials resistant to accumu- 
lations of electrostatic electricity but record shows that applicant has used phrase descriptively. 
Fact that phrase is referred to in some advertising as service mark or trademark does not 

change a descriptive term to a trademark. 393 













In an opposition proceeding involving opposer’s registration of an inverted triangle upon 
which was superimposed a prismatic lens above which appeared arcus, for optical goods includ- 
ing cameras, camera accessories, microscope adapters and binoculars, and applicant’s mark 
consisting of the design of an optical prism and convex lens within which appeared the words 
NIPPON KOGAKU, both disclaimed, no likelihood of confusion was found to exist; nothing was 
shown to indicate that purchasers recognized the design portion of opposer’s mark apart from 
the word arGus, the goods were not inexpensive and not casually purchased and the products 

of the respective parties were likely to be purchased by the marks arGUsS and NIPPON KOGAKU, 
rather than by the designs, notwithstanding the descriptive nature of the latter. 399 



















A descriptive word which appears as part of a mark, even though disclaimed in the appli- 
cation, must be considered for the commercial impression it creates and the effect it may have 
in enhancing or obviating confusion. 401 







Applicant seeks to register GLO-SHEEN for wood polishes and is opposed by GLo-coat for 
F paint enamels and liquid polishes. Opposer has sold self-polishing liquid floor wax under its 
mark GLO-COAT since 1932 and has expended large sums in national advertising. Applicant 
adopted its mark in 1952 with knowledge of opposer’s mark and advertising. Applicant’s conten- 
tion that absence of evidence of actual confusion creates presumption against likelihood of 
confusion applies only in cases of long and extensive use. Record fails to show extensive use or 
substantial consumer demand for applicant’s product. 416 
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A descriptive mark may be registered under the Lanham Act where secondary meaning is 
shown and in the case at bar the mark 4-way was found to have acquired such meaning when 
used in connection with cold remedy pills. 

Plaintiff’s registered mark 4-way may be condemned as descriptive only if it describes 
the qualities, ingredients, or characteristics of the product to which it is attached. While the 
mark, when used on a cold remedy, suggests methods employed in rendering relief, mark does 
not describe the goods in the manner proscribed and hence it is a valid trademark. 488 


Trademarks will not ordinarily be found to be confusingly similar on the basis of a word 
or syllable included in each of them which is of a descriptive nature; by this test, syllable “lac” 
which has descriptive connotations as applied to milk products should be given little weight in 
determining whether marks are confusingly similar. FoRTILAC is not confusingly similar to 
PROTOLAC, both being used in connection with milk products. 518 


Application to register DURO-vELOUR for men’s suits and overcoats has been refused by 
Examiner on the ground that the mark merely refers to a fabric rather than to articles of 
apparel. Since the specimen labels show pURO-VELOUR above FABRIC BY WORUMBO TAILORED BY 
JOSEPH & FEISS, it is apparent that pURO-VELOUR refers to the apparel made from the Worumbo 
fabric. It is therefore used as a trademark, and is registrable. 534 


Applicant seeks to register REMEMBRANCE ADVERTISING displayed in script above a drawing 
of a hand with the index finger extended, for calendars, art pictures and etchings, the word 
“advertising” being disclaimed. The examiner refused registration on the basis of a prior 
judicial decision holding REMEMBRANCE ADVERTISING to be descriptive and required either a 
complete disclaimer or registration on the basis of secondary meaning. Applicant has many 
registrations of REMEMBRANCE acquired since 1921 in connection with its advertising specialties. 
Determination of descriptiveness of mark to the public is not necessary since applicant does not 
sell or advertise its products to the public but to the advertising specialty trade. Therefore, the 
mark is not merely descriptive of the goods and registration will be permitted. 541 


Words ALLURE and A’LURE are not descriptive of brassieres but are arbitrary or 
fanciful. 607 


The mark pickiEs, used on boys’ clothing, is not deceptively misdescriptive since no likeli- 
hood exists that anyone would be led to believe that such mark identified a maker of false shirt 
front bosoms known as “dickies.” 624 


FULL DIMENSIONAL SOUND is not used as trademark where it is used to describe recording 
technique and sound reproduced by such technique. In view of descriptive use by both parties, 
and fact that applicant considers opposer’s use of phrase SOUND IN FULL DIMENSION as consti- 
tuting infringement of its “rights” in FULL DIMENSIONAL SOUND even though it has used term 
not as trademark but only to describe, there is reasonable prospect of damage to opposer if 
registration should issue; opposition is properly sustained. 673 


Even a descriptive trade name can acquire a secondary meaning. The words “lift-slab” 
used in connection with a slab-lifting method of construction found to be descriptive and without 
secondary meaning. 727 


While the rule is that a mark which describes the contents of a magazine is descriptive, 
a mark—cCHRISTMAS CLUB for a periodical advertising the publisher’s Christmas Club business— 
which describes the purpose of the magazine is, under the circumstances, too remote to be 
held descriptive. 786 


MASKULINE which is misspelling of “masculine” is descriptive of men’s underwear. Appli- 
cation is returned to Examiner of Trademarks to consider evidence showing mark has become 
distinctive, since applicant may file within six months. 1292 


Action for trademark infringement seeking injunction against use by defendant of mark 
DRAM-A-MINE as infringement of plaintiff’s trademark pRAMAMINE. Defendant contends plain- 
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tiff’s mark is descriptive and alleges it is guilty of monopolistic practices and price fixing in 
violation of antitrust laws. 

DRAMAMINE is not descriptive of dimenhydrinate useful in motion sickness but is a strong 
mark entitled to highest protection as contrasted to weak marks containing descriptive words 
which are limited in protection to cases where applied to similar product. Relief limited to 
injunction. Damages denied. 1459 


Registration of a circular blue dot at the inside top of a flashbulb was invalid because it 
was descriptive of the goods. 1511 


The mark CORTROPHIN is not a mere misspelling or contraction of, nor is it similar in 
sound or meaning to the word “corticotrophin” which is the generic word for the products 
involved. The fact that the said products were sold only on prescription minimized the likeli- 
hood of confusion between the mark and the descriptive term and, accordingly, the mark was 
not found to constitute the generic or descriptive name of the goods but rather was held capable 
of functioning as a valid trademark. 1517 


While ordinarily a disclaimer is not needed for marks which have acquired a secondary 
meaning, both the statute and office policy require that unregistrable matter such as the common 
descriptive name of the goods, be disclaimed. The words AGRICULTURAL REPORT being the 
common descriptive name of the publications for which applicant sought registration of the 
mark, A DOANE AGRICULTURAL REPORT, they were ordered to be disclaimed. 1532 


DISCLAIMERS 


A descriptive word which appears as part of a mark, even though disclaimed in the appli- 
cation, must be considered for the commercial impression it creates and the effect it may have 
in enhancing or obviating confusion. 

In an opposition proceeding involving opposer’s registrations for an inverted triangle with 
truncated apices, appearing either alone or enclosing the letters B & L, only the latter type of 
mark being shown to be in use, all for optical goods and applicant’s mark showing a like 
triangle upon which were superimposed the design for a double convex lens and the descrip- 
tive and disclaimed words NIPPON KOGAKO for cameras, microscopes, lenses, binoculars and lens 
measuring instruments, no likelihood of confusion was found to exist. 401 


Word root in trademarks MAGIC ROOT and WILDROOT is not descriptive of any ingredient in 
various hair preparations of parties; it is merely arbitrary use of ordinary word and disclaimer 
is not required. 525 


Mark is unregistrable even if descriptive phrase is disclaimed, since deletion would leave 
mark identical with one previously registered. 673 


While ordinarily a disclaimer is not needed for marks which have acquired a secondary 
meaning, both the statute and office policy require that unregistrable matter such as the 
common descriptive name of the goods, be disclaimed. 

The words AGRICULTURAL REPORT being the common descriptive name of the publications 
for which applicant sought registration of the mark, A DOANE AGRICULTURAL REPORT, they were 
ordered to be disclaimed. 1532 


EVIDENCE 


Applicant filed 27 mimeographed form affidavits signed by dry cleaners that phrase indi- 
cated origin in applicant but affidavits are self-serving declarations of interested persons con- 
taining hearsay which are not entitled to any weight. 393 


Application to register snow prIFT for wheat flour asserting use since 1873 is opposed by 
registrant of sNowprIFT for cotton seed oils and vegetable shortening. The marks being iden- 
tical and the products so related in’ use, confusion would be inevitable unless applicant has 
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acquired rights by its long use. Applicant had previously applied to register other marks and 
in testimony involving its mark no mention was made of sNow priFt. While testimony in other 
proceedings is not evidence it can be used for admissions against interest. Record does not 
support applicant’s claim of use since it rests solely on applicant’s uncorroborated statement. 
Presumption is that applicant has made the best showing possible in proving use, and since 
applicant has failed to establish long use, confusion is deemed likely and the opposition is 
sustained. 544 


Applicant seeks to register RomMEO for still wines and registration is opposed by the regis- 
trant of RoMA. Record shows opposer has used the mark roma for many years and has spent 
substantial sums in advertising. Applicant’s mark is also applicant’s baptismal name but a 
baptismal name when used as a trademark is subject to the same considerations as other types 
of marks. 671 


GENERIC TERMS 


Applicant seeks to register G-STRING for micro wave transmission equipment and registra- 
tion was refused on the ground that it is the term used in the industry to designate these 
specific types of goods. The process, a line inexpensive to manufacture and highly efficient, 
was called by the Signal Corps a G-strING after the inventor’s initials, Dr. Georg Goubau who 
assigned all rights under his patents to the United States. Evidence does not show that G-sTRING 
is used in the communication industry as a generally accepted term designating the goods and 
it therefore distinguishes applicant’s goods and is registrable. 276 


The mark CORTROPHIN is not a mere misspelling or contraction of, nor similar in sound or 
meaning to the word “corticotrophin” which is the generic word for the products involved. 
The fact that the products were sold only on prescription minimized the likelihood of confusion 
between the mark and the descriptive term and, accordingly, the mark was not found to consti- 
tute the generic or descriptive name of the goods but rather was held capable of functioning as 
a valid trademark. In determining whether a mark is a mere misspelling, contraction or tele- 
scoping of a generic word, the test to be applied is the same as that used in determining likeli- 
hood of confusion between two trademarks. 

Opposition to an application for the mark corTRoPHIN for the drug “corticotrophin,” opposer 
being a competing producer of the same drug who contended that the mark was particularly 
suited as an abbreviation of the generic term and thus likely to replace it for that purpose, 
was dismissed. 1517 


GEOGRAPHIC TERMS 


Application for registration of PAN AMERICAN for house trailers is opposed by user of 
PAN AMERICAN for air transportation services and in its corporate name. Although both parties 
are using marks in field of transportation applicant’s house trailers and opposer’s services are 
of such different properties that it is very unlikely that purchasers of house trailers will asso- 
ciate term with services rendered by opposer. Decision of Examiner of Interferences is affirmed 
and opposition dismissed. 84 


Testimony pertaining to the extensive use of the mark AMERICAN for the purpose of estab- 
lishing secondary meaning could not be lightly treated when offered by independent dealers 
based upon long personal knowledge. 

While it is extremely difficult to acquire trademark rights in a geographical word such as 
AMERICAN so as to preclude others from using the said word, a secondary meaning can be created 
therein and when this occurs the mark will be accorded the same degree of protection as a mark 
which is “strong” at its inception. 

It is necessary to show only a likelihood of confusion, not actual confusion, in order to 
justify the grant of injunctive relief. Such likelihood was found to exist as a consequence of 





46 FORTY-SEVEN TRADEMARK REPORTER 


defendant’s use of the word AMERICAN in its corporate name and in connection with the sale 
of metal bodies and vehicle mounted equipment used by public utility companies in view of 
the prior use of such word by plaintiff and its assignor in connection with similar goods. 734 


LICENSES 


One who uses the product of another as a component in the manufacture of finished goods 
may use the latter’s marks upon the said products to identify the source of such component. 
A cloth manufacturer, in providing its customers with labels bearing its marks for attachment 
to clothing made from its cloth, may prohibit said customers by contract from transferring 
the labels to third persons and one who with knowledge of such contracts induces the breach 
thereof is subject to restraint notwithstanding his use of the labels only on clothes made from 
the manufacturer’s cloth. 

In an action brought by a cloth manufacturer against a clothing manufacturer it was alleged 
that the latter had induced certain of the former’s customers to breach their contracts by 
obtaining from them quantities of plaintiff's labels and had used such labels on clothing of a 
quality below that of plaintiff’s and had also made labels of its own, featuring plaintiff’s name 
and mark. An injunction was granted to the limited extent of restraining the defendant from 
inducing further such breaches, but defendant was permitted to continue to identify plaintiff as 
the manufacturer of the cloth by making labels with plaintiff’s marks thereon and affixing them 
to the clothing as long as plaintiff was not thereby represented to be the source of the finished 
product. 186 


In an opposition proceeding the question is not whether opposer owns the mark in issue, 
or whether he is entitled to register it, or whether he has the right to its exclusive use but 
rather whether it is likely that he would be damaged if a registration of the mark were granted 
to the applicant. Where it appears that opposer was first to use the word and has since that 
time been deriving revenue from license arrangements with others, registration of the same 
or a similar mark to applicant would obviously result in damage to the former and it is no 
defense that at the time applicant adopted the mark, opposer was not himself using the mark 
or exercising control over its use by his licensee. The fact remains that the registrant did not 
at the time it adopted and first used the mark, have the exclusive right to use the mark in 
commerce. 1526 


LIKELIHOOD OF CONFUSION See CONFUSINGLY SIMILAR MARKS 
MISREPRESENTATION 


Registration is refused ex parte on ground that term presented for registration was not 
used prior to filing of application for one of goods specified. 525 


Registration is refused ex parte where record clearly shows that mark was first used 
subsequent to date stated in application. 650 


PACKAGES AND CONFIGURATIONS 


A blue circular dot placed at the inside top of flash bulbs and covered by an expired patent 
was found to be functional in character by serving, through chemical color changes, as a means 
of indicating the quality of any particular bulb and notwithstanding plaintiff’s registration 
thereof and some evidence of actual consumer confusion, a competitor’s use of the same device 
was held not to infringe upon plaintiff’s rights, for the latter had no valid claim to the device; 
plaintiff’s contention that defendant should be required to place the dot at another place on the 
bulb, or to use a different color or something other than a circular form was denied because 
all of these elements were found to be essential or appropriate in using this utilitarian device. 51 


Application for registration on Principal Register of border design of geometric figures 
alternating in solid colors and parallel lines on feed bag refused by Examiner of Trademarks 
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holding subject matter to be registrable on Supplemental Register only. Reversed on ground 
that average purchaser will regard applicant’s design in association with product as unmistak- 
able identification pointing to origin of feeds. Fact that border design adds to attractiveness 
of bag does not vitiate from its primary significance as indication of origin, and, therefore, mark 
should be published. 135 


Applicant seeks to register on Supplemental Register shape of a shoe heel insert for boots 
and shoes to be adhered to insole or to be tied as tag of the same shape to outside of footwear. 
Application is refused on ground that tag is the shape of cover on insole and used to inform 
public of arch support feature of goods. Sellers’ affidavits purporting to state what their 
customers recognize are incompetent, as affidavits fail to indicate how affiants know what is 
in customers’ minds. Single purchaser’s affidavit stating that he recognizes shoes made by 
applicant is insufficient to show distinctiveness. 142 


Applicant seeks to register on the Supplemental Register a nameplate in the form of a 
metal wrapping which is attached to a potentiometer. Evidence shows that the nameplate bears 
the marks BouRNS and TRIMpPoT and that the nameplate does not serve as a trademark or that 
it is capable of distinguishing applicant’s goods and therefore registration is refused. 280 


Applicant seeks to register on the Principal Register the facsimile of the face of a litho- 
graphed can used for motor lubricating oil and registration is refused on the ground that the 
subject matter is merely the dress of the goods. Since the explanatory material appearing on 
the face of the can is unregistrable on the Principal Register, registration is sought for the 
color scheme and arrangement of text used by applicant and its related company, for displaying 
its registered mark and explanatory material. While many advertisers feature a picture of the 
product in their advertising it is not the picture which identifies and distinguishes the goods but 
the trademark: viz. PENNZOIL, and the package is merely the medium for displaying the mark, 
therefore registration on the Principal Register is refused. 283 


Application for registration on Supplemental Register of the shape of cylindrical bar of 
edible frozen substance, for use in connection with ice cream and ice milk bars coated with 
chocolate, refused as merely a configuration of goods without distinguishing characteristics ; 
confections have long been made in a variety of shapes similar to that presented, although 
frozen confections may not have taken that shape prior to applicant’s use. No evidence was 
presented showing that the shape was so unusual as to render it capable of distinguishing appli- 
cant’s products from those of others. 

Letters from 2pplicant’s licensees that the configuration of goods covered in the application 
was recognized by the public as identifying applicant’s products were deemed inadequate to 
establish that fact, since the writers were not qualified to determine what was in the minds of 
their customers and the affiliation of the writers to the applicant rendered their statements 
self-serving. 369 


It is common practice for trademark owners to register separately the outline design of 
their marks but when such a registration is relied upon in a proceeding to establish likelihood 
of confusion with another mark it becomes necessary to show that the design itself is recognized 
as an indicia of origin. 401 


Since stitched ogee curve on overalls fails to create any commercial impression on average 
purchaser buying overalls under ordinary conditions of trade, evidence of mere recognition of 
such a decorative feature by a small segment of purchasers is insufficient to support regis- 
tration. 530 


Object performing utilitarian function may not be registered as trademark even if it also 
identifies applicant’s product; novel shape or appearance that is functional in character may 
not acquire secondary meaning that would render it subject to exclusive appropriation as trade- 
mark. Term “configuration of goods” as used in section 23 of Lanham Act must be restricted 
to configuration of a particular part or feature of article and may not extend to shape or design 
of entire device. Y 848 
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Registration of a circular blue dot at the inside top of a flashbulb was invalid because it 
was a functional feature of the goods. Where a patent on a functional feature of a product 
has expired, a perpetual monopoly of the functional feature cannot be obtained by the issuance 
of a trademark registration. 1511 


PERSONAL NAMES 


WINSLOW has primary significance of surname; Examiner’s decision refusing registration 
is accordingly affirmed, but leave is given to applicant to submit evidence tending to show that 
name as used by applicant has lost its primary significance as surname and identifies applicant’s 
products and distinguishes them from those of others. 251 


Refusal of an application for the mark scr. Eppy, displayed as a facsimile signature, for 
toy holsters and toy pistols, upon the ground that its use only in conjunction with the phrases 
“made by” or “made and autographed by” did not constitute trademark use was reversed ; under 
the circumstances, the mark had been used in the nature of a house mark and considering the 
class of purchasers there is little question but that they would rely upon the designation to iden- 
tify the applicant’s products and distinguish them from those of others. 257 


MARGUERITE CHARLENE, assumed personal name, is not registrable as service mark for 
writing of scripts and composing of songs for use in entertainment industry; it identifies an 
individual rendering a personal service, and not a name adopted and used by applicant to 
identify her services and distinguish them from services of others. 386 


Applicant seeks to register RomMEO for still wines and registration is opposed by the regis- 
trant of RoMA. Record shows opposer has used the mark roma for many years and has spent 
substantial sums in advertising. Applicant’s mark is also applicant’s baptismal name but a 
baptismal name when used as a trademark is subject to the same considerations as other types 
of marks. 671 


PROHIBITED MARKS 


Application for 4 H’ERS THOROBRED JEANS, as used on jeans, refused; the mark creates an 
immediate association with “4 H Clubs” and hence comprises matter which may falsely suggest 
a connection therewith counter to the prohibition of Section 2(a), which determination was 
wholly apart from the statute prescribing criminal penalties for the unauthorized use of certain 
“4 H Club” symbols. 262 


The mark pIckIEs, used on boys’ clothing, is not deceptively misdescriptive since no likeli- 
hood exists that anyone would be led to believe that such mark identified a maker of false shirt 
front bosoms known as “dickies.” 624 


RELATED COMPANY USE 


Applicant seeks to register MARSHALL’s for canned fish asserting use since 1888. Registra- 
tion was refused on the ground that applicant is the United States distributor of the goods and 
therefore not the owner of the mark, but applicant urges that it is entitled to the registration as 
a related company. Evidence does not show that applicant controls the nature or quality of the 
canned fish imported from the Scotch company. Therefore, applicant is not a related company 
within the meaning of the statute. As a wholesaler of the foreign producer’s goods it acquires 
no trademark rights by which it can qualify as the owner; the refusal to register is 
affirmed. 270 


RIGHT TO REGISTER 


Importer has right as agent, to register trademark even though it does not manufacture 
goods, where it was commissioned to develop and expand business in United States and Canada 
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of foreign producer, and where good will of business of latter was assigned to importer for 
purpose of effectuating its right to register trademark in question. 598 


Applicant is not entitled to register MASCULINI since it failed to prove rights in its mark 
which are superior to opponent’s rights in its MASKULINE mark. 1292 


SECONDARY MEANING MARKS 


Certain official documents and records offered by opposer to establish prior use of OLD 
SAMUELS for whiskey were found not to be competent for such purpose. Opposer not having 
discharged its burden of presenting evidence that he was engaged in business of distilling 
whiskey prior to applicant’s filing date for same mark used on identical goods. The opposition 
was dismissed. 96 


Applicant seeks to register FLASH-WELD as a secondary meaning service mark for welding 
tool joints to drill pipe. Registration opposed on ground that opposer and others use term 
“flash weld” to describe the same services. Evidence shows flash welding to be a well recognized 
method of welding in the trade and literature. Applicant refers to FLASH WELDING PROCESS in 
advertisements and patents. Since flash welding is the common name of a welding process 
FLASH-WELD cannot perform the function of identifying applicant’s flash weld service and dis- 
tinguish it from the flash weld service of others and therefore opposition is sustained. 102 


Application to register GREAT AMERICAN INSURANCE COMPANY (INSURANCE COMPANY dis- 
claimed) as secondary meaning service mark. Registrability of trade name depends on nature 
of business and manner of use. Insurance company uses corporate name on letterheads, policies 
and advertising, so it is the corporate name which identifies and distinguishes applicant’s service 
and since it performs trademark function it is registrable. 111 


A descriptive mark may be registered under the Lanham Act where secondary meaning 
is shown and in the case at bar the mark 4-wAy was found to have acquired such meaning when 
used in connection with cold remedy pills. Plaintiff’s registered mark 4-way may be con- 
demned as descriptive only if it describes the qualities, ingredients, or characteristics of the 
product to which it is attached. While the mark, when used on a cold remedy, suggests the 
methods employed in rendering relief the mark does not describe the goods in the manner 
proscribed and hence it is a valid trademark. Suggestive marks are not invalid. 488 


Even a descriptive trade name can acquire a secondary meaning. Secondary meaning signi- 
fies a meaning second in chronological order which has become primary and dominant denoting 
not a product but a particular producer. 

The secondary meaning doctrine is the result of the law’s concern for the protection of 
the public from deception and the business firm whose efforts have created such meaning 
from piracy of its good will. The words “lift-slab” used in connection with a slab-lifting 
method of construction found to be descriptive and without secondary meaning. 727 


Testimony pertaining to the extensive use of the mark AMERICAN for the purpose of estab- 
lishing secondary meaning could not be lightly treated when offered by independent dealers 
based upon long personal knowledge. 

It is not necessary to establish fraud in order to prevail in a trademark infringement and 
unfair competition case but such element if present is a matter for consideration in determining 
secondary meaning. Where it appeared that prior to defendant’s adoption of the name and 
mark AMERICAN its principal officers and stockholders had knowledge of the value of such 
mark to plaintiff as a result of their former employment relation with it, fraud and bad faith 
were inferred. 734 


If person allows his identifying mark to be used by others on their handiwork, it prevents 
it from acquiring specific secondary meaning, and hinders it from becoming associated in mind 
of public as identifying his goods or services. 848 
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SERVICE MARKS 






Applicant seeks to register SERVOGRAPH for recorders of the stylus operated graph produc- 
ing type and registration is opposed by SERVO CORPORATION OF AMERICA using SERVO as service 
mark and as prefix to trademarks used in the field of servomechanism. SERVO is commonly 
used abbreviation in industry for servomechanism and for opposer’s business name. But 
opposer’s rights are not so broad as to exclude others in this field from using the term as 
portion of trade name or trademark. Since products are of highly technical nature and pur- 
chased by technically trained people no likelihood of confusion can be presumed, particularly 
since applicant’s use of SERVOGRAPH antedates use of opposer’s similar mark and opposition is 


dismissed. 78 















Applicant seeks to register FLASH-WELD as a secondary meaning service mark for welding 
tool joints to drill pipe. Registration opposed on ground that opposer and others use term 
“flash weld” to describe the same services. Evidence shows flash welding to be a well recog- 
nized method of welding in the trade and literature. Applicant refers to FLASH WELDING PROCESS 
in advertisements and patents. Since flash welding is the common name of a welding process 
FLASH-WELD cannot perform the function of identifying applicant’s flash weld service and dis- 
tinguish it from the flash weld service of others and therefore opposition is sustained. -102 

















Application to register GREAT AMERICAN INSURANCE COMPANY (INSURANCE COMPANY dis- 
claimed) as secondary meaning service mark. Registrability of trade name depends on nature 
of business and manner of use. Insurance company uses corporate name on letterheads, policies 
and advertising, so it is the corporate name which identifies and distinguishes applicant’s service 
and since it performs trademark function it is registrable. 111 












Use of a mark in connection with the construction of homes in one state does not constitute 
use in commerce notwithstanding advertising conducted in other states or occasional sales to 
out-of-state residents; the building, zoning and financial advice furnished by applicant to pur- 
chasers or prospective purchasers in other states was merely incidental to the sale of homes 
and neither such advisory services nor compliance with federal building requirements added 
anything to applicant’s claim of federal use. 121 













Application for registration of service mark j1rFy-PAK for service of developing, printing, 
copying and retouching of photographic film is refused on ground that record shows that term 
is used to identify mailing envelopes but fails to show use of term to identify any services. 132 














It may be that THE LITTLE sTuDIO has no significance to public as mark identifying appli- 
cant’s services, consisting of viewing, selecting, arranging for exhibition in galleries and con- 
signing to such galleries works of art for sale, but it is quite likely that it has such significance 
to artists and galleries ; under such circumstances it performs function of service mark. 250 












CUSTOM FEATHERED CUT BY MARTHA SPARKS is name of particular style of haircut developed 
by Martha Sparks; Martha Sparks identifies person of applicant and represents only her per- 
sonal services; record fails to show that term is mark used in sale or advertising of services 
rendered in commerce. 266 















Applicant seeks to register the slogan THAT GOOD LOOKING CHANNEL ELEVEN! as a service 
mark for television broadcasting services. Registration has been refused on the grounds that it 
is no proper subject matter for a trademark and because it is possible that channel designation 
eleven may be revoked by the Federal Communications Commission. The sole question is 
whether the slogan identifies applicant’s television services from those of others. 

Record shows that applicant has spent substantial sums of money featuring the slogan as 
part of its advertising promotion in newspapers, magazines and on television and it therefore 
appears that the slogan has been used to identify applicant and distinguish it from those of 
others and is therefore registrable. Possible revocation by the Federal Communications Commis- 
sion should not be the subject of speculation by the Patent Office. 277 
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Monogram showing As above NA followed by CALENDAR GIRL above OF THE YEAR as a service 
mark for sales promotion of goods and services of members of applicant’s association through 
regional and national beauty contests is not registrable as a service mark since it does not 
function as a service mark to identify the services of applicant but merely serves as the name 
of a contest. 279 


The arranging of periodic trade shows for the exhibition of products allied to the shoe 
industry constitutes a service and applicant may register the marks used to identify such 
service rather than the shows themselves, therefore, the marks ALLIED SHOW and ALLIED SHOE 
PRODUCTS AND STYLE EXHIBIT which identified the services as well as the shows are registrable 
on the Supplemental Register while the mark ALLIED PRODUCTS sHOW which identified the shows 
only, was not. 371 


Application for registration of PRE-SOLD as a service mark for services rendered to dis- 
tributors in the sale of ties manufactured by applicant, namely, a planned program of national 
and local advertising by applicant which relieves the distributor of the necessity of advertising 
applicant’s goods held to be unregistrable; advertising does not amount to a service to dis- 
tributors over and above that normally expected but even if applicant were rendering a true 
service nothing was offered to show that the designation was used or that it had functioned as 
an identifying mark. 373 


Applicant seeks to register phrase LINT-FREE CLING-FREE as service mark for dry cleaning 
service. Applicant makes a dry cleaning detergent which renders materials resistant to accumu- 
lations of electrostatic electricity but record shows that applicant has used phrase descriptively. 
Fact that phrase is referred to in some advertising as service mark or trademark does not 
change a descriptive term to a trademark. 392 


Registration for service mark for restaurant, catering and banquet services was refused 
on ground that services in question were not “rendered in commerce” ; effect on interstate activi- 
ties is not sufficient to justify registration; generally speaking, only intrastate commerce neces- 
sary to production or movement of goods in interstate commerce, or which serves materially to 
hamper or impede such commerce, falls within the regulatory powers of Congress. 521 


Application for registration of a design as service mark for financing the building of school 
structures will be published for opposition, since services of designing, building, equipping, and 
financing are rendered in interstate commerce and constitute a real financing service. 1559 


SLOGANS 


Application for registration on Supplemental Register of slogan MAKE YOUR OWN SUNDAE 
used on applicant’s packages for ice cream is a statement to suggest that purchasers use such 
ice cream to make ice cream sundae. As such, it performs no trademark function and is 
unregistrable. 129 


Application of register TOPs FOR GOOD DRINKS for bottle caps sold to bottlers of beverages 
was refused by Examiner of Trademarks on the ground that mark was highly descriptive and 
laudatory, registrable only on Supplemental Register, but since the sales of the caps are made 
to commercial users they will recognize phrase as indicating origin. This conclusion is sup- 
ported by letters submitted after argument on appeal by bottiers purchasing bottle caps who 
indicated that the phrase identified crowns of applicant. 137 


Application to register expression YES sIR! B.L.P. WET PAINT IT? is refused on ground that 
placards bearing phrase are supplied by applicant for use by customers to advise public of 
freshly painted surfaces and is not a trademark. 138 


Applicant seeks to register the slogan THAT GOOD LOOKING CHANNEL ELEVEN! as a service 
mark for television broadcasting services. Registration has been refused on the grounds that 
it is no proper subject matter for a trademark and because it is possible that channel designa- 
tion eleven may be revoked by the Federal Communications Commission. The sole question is 
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whether the slogan identifies applicant’s television services from those of others. Applicant has 
spent substantial sums of money featuring the slogan as part of its advertising promotion and 
it therefore appears that the slogan has been used to identify applicant and distinguish it from 
those of others and is therefore registrable. Possible revocation by the Federal Communica- 
tions Commission should not be the subject of speculation by the Patent Office. 277 


Applicant seeks to register IT's COSMANIZED! for fishing lines. Since the record shows that 
COSMANIZED means that the line is lubricated by an exclusive process of applicant and is made 
up of the surnames of the partners, it is apparent that this trade slogan does serve to identify 
applicant’s goods and distinguish them from others and therefore registration will be per- 
mitted. 282 


SUGGESTIVE MARKS 


While Gio as used in the marks is suggestive of the results obtained by use of the products 
there is no competent evidence showing common usage in the trade. Both products would 
normally be thought to emanate from a single producer if sold under the same mark and hence 
GLO-SHEEN is likely to be considered by the consumer to be another product of the well known 
manufacturer of GLO-coaT and therefore the opposition is sustained. 416 


No likelihood of confusion exists between opposer’s registration of INVISIBLE BEAUTY STRAP 
for heavy liquid cream and applicant’s INVISIBLE VEIL for pressed face powder in the light of 
common knowledge that cosmetic manufacturers feature their house marks most prominently 
in their advertising, a practice followed by the respective parties, thus making it likely that 
purchasers buy according to house brand with the secondary mark enabling them to distinguish 
among the various products of the producer. Moreover, the word INVISIBLE, the only common 
feature of the marks, is highly suggestive. 1555 


SURNAMES 


DOUGLAS for use on buttermilk and feeds for poultry and livestock is not primarily merely 
a surname unregistrable under Section 2(e)(3) of the Act; the word identifies a Scottish 
clan, geographical localities, a species of fir tree, a species of squirrel, and it serves as the 
name of streets in addition to its use as a baptismal name and surname, and no one connected 
with applicant bears that surname. Therefore, mark should be published under Section 
12(a). 124 


WINSLOW has primary significance of surname; Examiner’s decision refusing registration 
is accordingly affirmed, but leave is given to applicant to submit evidence tending to show that 
name as used by applicant has lost its primary significance as surname and identifies applicant’s 
products and distinguishes them from those of others. 251 


WELLINGTON for use on bracelets and watch straps is not primarily merely a surname 
within the meaning of Section 2(e) of the Trademark Act. 374 


The test of whether a mark is merely a surname under Section 2(e) of the Lanham Act 
is whether the purchasing public will attribute surname significance to it. The word DICKIE 
is so frequently used as the diminutive of the given name Richard and so infrequently used as 
a family name that the public would not be likely to think of it as a surname and the mark 
DICKIE’s could not, therefore, be said to be merely a surname. 624 


SYMBOLS 


Registration is sought for crRCLE SEAL with illustration of seal with ring around its neck 
for flow control, restrictor and selector valves. Opposer is registrant of NATIONAL above illus- 
tration of seal balancing a ring on its nose and words WHEREVER SHAFTS MOVE appearing under- 
neath for friction type grease and oil retainers for sealing purposes. Both parties sell products 
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to same class of purchasers who are discriminating buyers and goods are ordered by word mark 
or company name. Although both parties use illustration of a seal, they do not much look 


alike. Assistant Commissioner concludes that there is no likelihood of confusion and opposition 
is dismissed. 


Application for registration on Principal Register of border design of geometric figures 
alternating in solid colors and parallel lines on feed bag refused by Examiner of Trademarks 
holding subject matter to be registrable on Supplemental Register only. Reversed on ground 
that average purchaser will regard applicant’s design in association with product as unmistakable 
identification pointing to origin of feeds. Fact that border design adds to attractiveness of bag 


does not vitiate from its primary significance as indication of origin, and, therefore, mark 
should be published. 135 


Examiner’s refusal of application for design of a quadrilateral border with arcuate sides, 
upon the ground that it functioned merely as a frame for applicant’s word mark and not as a 
trademark in and of itself, reversed; applicant’s extensive use of the design on the products 
in the manner described and in advertising, catalogs, stationery and billheads and its direction 
to consumers in its advertising to look for the design on the goods created a commercial impres- 
sion identifying its products even though the design made was never used alone, all with the 
result that it operated as a “house symbol.” 256 


Applicant seeks to register the outline of a decorative panel as shown, upon which appli- 
cant displays its trademark BracH’s. Mere background display of a mark is not registrable 
apart from the dominating word mark except where secondary meaning is shown. Here the 


subject matter is only a component of applicant’s composite mark and is therefore unregis- 
trable. 531 


Applicant seeks to register a composite design consisting of two elongated parallel panels 
as shown. The design is used on the base of applicant’s sewing machines, usually in combina- 
tion with the letter “S” or the mark stncer. Registrability under the Act requires that the mark 
or symbol be used to identify and distinguish the goods of the manufacturer from those sold 
by others and it is apparent that it is the mark stncEr or “S” which applicant uses to identify 


its goods. Therefore the symbol is used as decoration rather than identification and is unregis- 
trable. 536 





TITLE 


Dayton Rubber Company filed application to register COMMUTER for snow tires in May, 
1953, asserting use since May 19, 1953. Seiberling Rubber Company filed application to register 
same mark for identical goods in June, 1953 asserting use since April 23, 1953. Interference 
declared and Examiner ruled that neither party was selling tires under mark on dates indicated 
and both appeal. Evidence shows that Seiberling had mold prepared, cured set of tires and 
shipped one, interstate to dealer on April 23, which was subsequently returned. Dayton pasted 
label on one of its white sidewall PREMIUM THOROBRED tires and shipped interstate to dealer on 
May 19, 1953. While Dayton perfected its molds and got into commercial production prior to 
Seiberling its shipment of May 19 with label pasted on tire was not a valid shipment since it 
had no molds nor cured tires as of that date and hence registration is refused Dayton but 
Seiberling had mold and cured tires on April 23 which it followed by a course of conduct 
(acceptance of orders, announcements to trade, etc.) evidencing a valid intent to sell the 
COMMUTER tires which should not be disturbed by a subsequent user. Seiberling’s application 
is allowed. 


Two applications having been filed by different parties for registration of the same mark 
covering the same truck transportation services, one claiming use east of Chicago and St. Louis 
and the other claiming use west of such points, each citing the other’s activities as an exception 
to its own exclusive use and both requesting concurrent registration, it was found that by reason 
of the above facts and the contractual arrangements between the parties whereby they exchanged 
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freight at Chicago and St. Louis for further transportation by the other in the area which it 
serviced, there was, in actuality, only one mark identifying a single service performed in part 
by each; hence, one application should be abandoned and both parties as joint owners should 
be named as applicants in the other. 119 


An application filed by one not the owner of the mark is void notwithstanding an assign- 
ment during prosecution of the application to the true owner of the mark, but, despite such 
invalidity, jurisdiction was retained for the purpose of determining likelihood of confusion in 
pending opposition proceeding. 401 


Consent decree in earlier litigation fixed defendant as owner of registered marks, and is not 
open to question in this litigation; hence renewals of registrations which plaintiff seeks to 
cancel are not deemed issue which court should adjudicate apart from its function to review 


Patent Office proceedings. 598 




















Service marks and trade names of bankrupt were vested in trustee in bankruptcy upon 
filing petition in bankruptcy, and mere filing of petition did not operate as abandonment of 
service mark or trade names. 813 










Trademark becomes permanent property of its owner and secures for him a monopoly in 
perpetuity. 848 


A trademark is the symbol of the good will of the business in which it is used and although 
not assignable in gross, it may be assigned with the good will of the business to which it is 
appurtenant, or sold for use in the segment of a business even if not yet established, or assigned 
for a term of years with an exclusive agency in a particular geographical location or it may 
be sold by a foreign manufacturer with the sale of his good will and business in the United 
States. 

A trademark does not necessarily signify the good will of the manufacturer where the 
public looks to another as responsible for the goods. Hence, the purchaser of the domestic 
business, good will and trademarks of a foreign manufacturer may prevent the sale in the 
United States of the foreign manufacturer’s goods under the same mark where the mark is 
understood to identify similar products emanating in the United States from or through the 
domestic owner. 

The purchaser of the domestic business and good will of a foreign manufacturer, which 
business consisted of the importation of goods manufactured by the latter under the mark 
LEITz and also its own manufacture of goods under the same mark, was held to be the true 
trademark owner and entitled to registration. The domestic company not only was thought by 
members of the trade to be the producer of all products so marked, but it furnished its own 
guarantees on the imported LeITz products which it sold. If the public ever understood the 
mark to identify only the products of the foreign source, that understanding was in error and 
hence, no deception could follow from granting the registration sought. 1008 




























One who merely imports and resells the trademarked products of a foreign manufacturer 


obtains no greater rights in the mark than any other reseller. 
An application filed by one who is not the owner of the mark is void and an assignment 
of the application even to one who is the true owner of the mark is nugatory. 1533 















III. REGISTRATION PROCEDURE 


APPLICATION 


The presumption of validity of a registration covering a utilitarian device is seriously 
impaired by the failure to allude to such functional characteristics in the application papers. 51 







Applicant seeks to register WHIRLBEATER for kitchen appliances including food mixers in 
Class 23 and registration has been refused on the ground that the goods shown are properly 
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classified in Class 21 in applicant’s companion application. The record shows that applicant 
filed two applications covering the identical marks and identical goods in Classes 21 and 23. 
The rules provide for registration in a single class, and therefore registration is refused. 273 


Applicant submits affidavit and letters of dealers which do not establish any trademark 
significante in the garment design and which in the case of some letters, indicated that the 
form of the response was suggested and others indicated that the jeans were purchased because 
of the utilitarian feature of the pocket. 391 


Evidence indicates that applicant’s date of first use was incorrect and therefore registration 
is withheld until competent evidence substantiating the date is presented and application is 


amended identifying the goods by their common commercial name “golf carts” instead of 
“caddy carts.” 408 


Applicant refers to labels but submits only an advertising brochure and tear sheets which 
are insufficient. Applicant is required to submit proper samples of the label or to amend its 
application as to the manner of use. 540 


551 


Record shows applicant’s date of first use to be erroneous, hence application should be 
amended correcting date of first use and the goods should be set forth as “Italian Vermouth” 
rather than “white wine.” 671 


Material misstatements regarding use and ownership of the mark which are made in appli- 
cations for registration will render a registration issued thereon void ab initio if the true facts 
would have resulted in a refusal by the examiner. 1135 


An application filed by one who is not the owner of the mark is void and an assignment of 
the application even to one who is the true owner of the mark is nugatory. 

Request for reinstatement of abandoned application involved in interference is granted 
where application originally relied upon by applicant was declared invalid. 1533 


While it is true that in inter partes cases an applicant is entitled to rely upon his filing 
date as his date of first use, this is not an inflexible rule and it would not be applied in a situa- 
tion where after the other party had established that it was the first to make the mark known, 
the applicant failed to come forward with any proof of its own use. 1538 


Registration withheld pending submission of actual specimen labels. 














Ex Parte REJECTION 





Petition for rehearing of application to register NUTSY THE CLOWN rejected by Examiner 
but none of material shows trademark use of mark but are advertisements of applicant’s circus 
nuts and television program featuring NUTSY THE CLOWN in person. Petition is denied as is 
motion to suppress decision. 83 


Use of a mark in connection with the construction of homes in one state does not constitute 
use in commerce notwithstanding advertising conducted in other states or occasional sales to 
out-of-state residents; the building, zoning and financial advice furnished by applicant to pur- 
chasers or prospective purchasers in other states was merely incidental to the sale of homes 
and neither such advisory services nor compliance with federal building requirements added 
anything to applicant’s claim of federal use. 121 


Applicant seeks to register on Supplemental Register shape of a shoe heel insert for boots 
and shoes to be adhered to insole or to be tied as tag of the same shape to outside of footwear. 
Application is refused on ground that tag is the shape of cover on insole and used to inform 
public of arch support feature of goods. Sellers’ affidavits purporting to state what their cus- 
tomers recognize are incompetent, as affidavits fail to indicate how affiants know what is in 
customers’ minds. Single purchaser’s affidavit stating that he recognizes shoes made by appli- 
cant is insufficient to show distinctiveness. 142 





















FORTY-SEVEN TRADEMARK REPORTER 










INTERFERENCE 





Dayton Rubber Company filed application to register COMMUTER for snow tires in May, 
1953, asserting use since May 19, 1953. Seiberling Rubber Company filed application to register 
same mark for identical goods in June, 1953 asserting use since April 23, 1953. Interference 
declared and Examiner ruled that neither party was selling tires under mark on dates indicated 
and both appeal. Evidence shows that Seiberling had mold prepared, cured set of tires and 
shipped one, interstate to dealer on April 23, which was subsequently returned. Dayton pasted 
label on one of its white sidewall PREMIUM THOROBRED tires and shipped interstate to dealer on 
May 19, 1953. While Dayton perfected its molds and got into commercial production prior 
to Seiberling its shipment of May 19 with label pasted on tire was not a valid shipment since 
it had no molds nor cured tires as of that date and hence registration is refused Dayton but 
Seiberling had mold and cured tires on April 23 which it followed by a course of conduct 
(acceptance of orders, announcements to trade, etc.) evidencing a valid intent to sell the 


COMMUTER tires which should not be disturbed by a subsequent user. Seiberling’s application 
86 




















is allowed. 





An interference should not be instituted after an opposition involving the same applications 
has been filed; any changes in the party bearing the burden of going forward is an obligation 


voluntarily assumed. 100 


Applicant, owner-operator of chain of food stores, filed application for registration of NATCO 
for line of soft drinks having registered same mark previously for variety of food items, includ- 
ing coffee, tea, spices, butter, eggs, fruits and vegetables. In prior interference between 
applicant and applicant (Beyer) for registration of atco for flavoring extracts for maltless 
soft drinks parties moved to dissolve interference and stipulated that each might use its mark 
without interference or confusion but Examiner denied motion on ground that goods were so 
closely related that confusion would result and issued registration to aTco based on priority and 
denied registration to NATCO. Refusal to register was ex parte, affirmed on appeal. 133 


Where all issues in controversy can be disposed of in opposition proceeding filed well 
before interference, appeal fee can be applied to opposition proceeding and interference sus- 
pended pending final termination of opposition. 375 





















Appeal from decision in interference proceeding wherein West applied to register SAVOLE 
for liquid soap and was refused because of Valtex’s prior 1949 registration of savot for hand 
cream. West requested interference on basis of use since 1915 which Examiner confirmed but 
finding for West reversed by Commissioner. Burden on junior party (West) to show it is 
entitled to the registration and doubts are resolved against it since Valtex rights are prima 
facie superior by reason of prior filing date. Hence West must show that at time and prior to 
Valtex application his mark was in use in commerce. Trademark use at some earlier date 
insufficient. Earliest date of first use by Valtex was July 15, 1948. Evidence shows date of 
first use by West as 1921 and sporadic sales up to 1939. Testimony that use has been “con- 
tinuous” not sufficient where only supporting evidence is that of printer showing printing of 
2000 savoe labels in 1939. If other evidence was available West was under duty to produce it. 
Evidence of use for period prior to 1948 not convincing and doubts must be resolved against 
West. Decision of Commissioner affirmed. 782 
























Testimony of long-time employees who had not personally prepared proffered company 
records and who could not testify from their own knowledge regarding actual trademark use, 
was found insufficient to establish first and continuous use. In an interference proceeding involv- 
ing two applications for the mark CONTINENTAL, one for coffee and the other for cocoa, the 
latter applicant having previously registered the same mark for coffee and other food products, 
the first said applicant was found not to have made use of the mark at the time of its applica- 
tion—the proofs at best showing only one sale of fifty pounds during the period 1944 through 
1953 while the second applicant established its own very extensive sales of coffee during approxi- 
mately the same time. 1147 
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While failure to renew marks does not affect adversely registrant’s rights if use of mark 
was continued, it is factor to be considered in light of record in determining whether or not 
record establishes that actual trademark use was being made at or prior to time when opposing 
party began use of mark. Filing supplies and systems are so related to filing cabinets that 
purchasers would assume them to have a common origin if sold under same mark. 

President of applicant corporation cannot prevail in interference proceeding because record 
has plainly shown that he has not used mark, but that it has been used by corporation; appli- 
cations were therefore void when filed and registration must be refused. 1279 


ROTO prefix of applicant’s mark ROTO-MOWER necessarily suggests rotary type mower in the 
line of applicant’s MOTO-MOWER lawnmowers; in view of foregoing, it is not believed that appli- 
cant’s mark so resembles mark ROTOMATIC as to be likely, when applied to lawnmowers, to 
cause confusion. 1283 


Paper filed by senior party should be treated either as motion for summary judgment or as 
statement under Rule 2.132, but not as both; if treated as former, show cause order should not 
be entered; if treated as latter, motion should not be granted, but default judgment should be 
entered against junior party, which offered no evidence. Failure to raise question of unregistra- 
bility by motion to dissolve interference does not constitute waiver of right to raise it. Appro- 
priate procedure for raising the question is by filing pleading enlarging issues under Rule 2.97, 
but question is always before Patent Office irrespective of how or when it is raised. 

Verified statement that mark is claimed to have become distinctive through substantially 
exclusive and continuous use is not accepted as proof under Section 2(f) of 1946 Act where 
there is copending another application to register similar mark. 1292 


While it is true that in inter partes cases an applicant is entitled to rely upon his filing date 
as his date of first use, this is not an inflexible rule and it would not be applied in a situation 
where after the other party had established that it was the first to make the mark known, the 
applicant failed to come forward with any proof of its own use. 1538 


OPpposITION 
In General 


In an opposition brought against an application for the mark sPACER, as used on a machine 
tool including a spacing mechanism, opposer’s contention being that the mark merely described 
the function of the goods, both the record and common knowledge established that applicant’s 
product was, in fact, a “spacer” which finding was confirmed by applicant’s own descriptive use 
of the mark; the fact that neither opposer nor others in the industry had used the word even 
in a descriptive sense did not alter the conclusion that the word was a common descriptive name 
which was incapable of distinguishing the goods of any manufacturer. 97 


Consent decree in earlier litigation fixed defendant as owner of registered marks, and is 
not open to question in this litigation; hence renewals of registrations which plaintiff seeks to 
cancel are not deemed issue which court should adjudicate apart from its function to review 
Patent Office proceedings. 598 


Opposition to an application for the mark corTROPHIN for the drug “corticotrophin,” opposer 
being a competing producer of the same drug who contended that the mark was particularly 
suited as an abbreviation of the generic term and thus likely io replace it for that purpose, was 
dismissed. Opposer’s argument was too remote and, in addition, there was no likelihood of 
confusion between the mark and the said generic word such as would prevent it from function- 
ing as a trademark. 1517 


Pleading and Practice 


Where all issues in controversy can be disposed of in opposition proceeding filed well 
before interference, appeal fee can be applied to opposition proceeding and interference suspended 
pending final termination of opposition. 375 
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Application seeks to register prnEsot for disinfectants and deodorizers and registration is 
opposed by registrant of LysoL used for similar products. Record shows prior cancellation 
proceeding involving same marks between predecessors of same parties. Since privity of the 
parties is not questioned and the marks and goods involved in the prior proceeding were the 
same the issue of confusing similarity is controlled by res judicata and registration is refused 
on the grounds of likelihood of confusion. 549 


A trademark registration constitutes prima facie evidence of the validity thereof, and of 
the registrant’s ownership of the mark and of his exclusive right to the use thereof on the 
goods recited in the registration but while it establishes a prima facie showing of opposer’s 
interest, it falls short of establishing a prima facie case which would shift the burden of going 
forward to the applicant. 

Upon a record consisting of opposer’s registrations and applicant’s denial of opposer’s 
continued use of the marks shown therein, such use was assumed to have been established by 
the registrations and, accordingly, a determination of the likelihood of confusion between the 


marks was required. 647 


Applicant seeks to register as a composite mark the words BARNARDS and NUTTEE FOODS 
with a drawing of a squirrel perched upon a bough and holding a nut between its paws, for 
edible nuts. Registration is opposed by owner of a composite mark SQUIRREL BRAND with a draw- 
ing of a squirrel perched upon a bough, holding a nut between its paws for nuts, fruit squares 
and candy. Opposer took testimony and moved for summary judgment on the pleadings and 
testimony which was denied on the basis of there being issues of fact. A civil action in Florida 
had been tried with results favorable to applicant, the Patent Office proceeding was suspended 
pending the outcome of the civil litigation. The civil litigation being affirmed on appeal the 
opposition was dismissed. Findings of District Court were that applicant’s use in Florida was 
prior to that of opposer. By the Patent Office proceedings applicant seeks a registration pre- 
sumptively entitling it to exclusive use throughout the United States and therefore the deter- 
mination of the Court is not binding on the Patent Office. The matter is remanded for further 
consideration of applicant’s right to register irrespective of the opposition. 659 


Applicant for the mark woopMAsTER, used on power woodworking tools, counterclaimed for 
cancellation of opposer’s registration of the mark DRILLMASTER, used on hand operated electric 
drills, upon the ground that said mark was wholly descriptive and that opposer’s interpretation 
of the effect of said registration would impair applicant’s mark but was found not to have 
averred facts from which damage could be inferred. If likelihood of confusion was found in 
the opposition proceeding, it would not matter what opposer’s interpretation of its rights might 
be. Upon amendment, the said counterclaim was grounded upon the alleged descriptive nature 
of opposer’s mark, the failure of opposer to use the mark except in a descriptive sense, and 
the fact that such registration might bar registration of applicant’s mark and by threat of pos- 
sible infringement suits inhibit use of the descriptive terms “drill master” or “master drills.” 
The mere fact that an opposition was filed did not constitute the legal injury necessary to sustain 
a cancellation proceeding. Registration is refused. 668 


Record shows applicant’s date of first use to be erroneous, hence application should be 
amended correcting date of first use and the goods should be set forth as “Italian Vermouth” 
rather than “white wine.” 671 


Applicant contends that opposer failed to allege that goods of parties are similar and 
therefore has no standing to oppose; opposer pleaded its use of SOUND IN FULL DIMENSION in 
connection with radio-phonographs and applicant’s use of FULL DIMENSIONAL SOUND on phono- 
graph records; such pleading is sufficient to show relationship of goods. Pleading of prior use 
is unnecessary where both parties are using descriptive phrases. 673 


Petition requesting ruling on procedure under Rule 2.131(b) as to serving opposing party 
copy of petition for reconsideration or briefs. Examiner dismissed opposition and refused regis- 
tration on ex parte grounds not put in issue by pleadings. Applicant filed petition for recon- 
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sideration of refusal to register. Examiner held petition informal for failure to serve copies 
on opposer. However, refusal under Rule 2.131(b) is ex parte action in which opposer is not 
entitled to be heard and therefore service of petition on opposer was not necessary. 1134 


Petition to review Examiner’s denial of motion to reopen, made during extended period 
for rebuttal, in order to present newly discovered direct evidence of confusion but since Exam- 
iner denied motion on basis of it being a question of law it is remanded and Examiner directed 
to exercise discretion in light of The Seven-Up Company v. Harry Silverman. 1152 


Petition to review Examiner’s denial of motion to reopen on grounds that motion is untimely 
when made after close of trial period and submission of briefs. Strong showing necessary to 
overcome untimeliness of motion lacking. 1153 


Stipulated use by opposer on dungarees not considered where subsequent to applicant’s use 
and application date. Nor is stipulation that opposer was manufacturer of overalls prior to date 
of application effective where opposer’s registration was acquired by opposer several years 
subsequent to applicant’s application. 1154 


Pleadings on behalf of a corporation may be verified only by an officer of the corporation, 
and verification by an attorney is not recognized as verification required by section 13 of Act 
of 1946. Verified opposition filed under expiration of statutory period is void, and proceeding 
cannot be instituted by Examiner. 1272 


In an opposition proceeding the question is not whether opposer owns the mark in issue, 
or whether he is entitled to register it, or whether he has the right to its exclusive use but 
rather whether it is likely that he would be damaged if a registration of the mark were granted 
to the applicant. Where it appears that opposer was first to use the word and has since that 
time derived revenue from license arrangements with others, registration of the same or a similar 
mark to applicant would obviously result in damage to the former and it is no defense that at 
the time applicant adopted the mark, opposer was not himself using the mark. Fact remains 
that the registrant did not at the time it adopted and first used the mark, have the exclusive 
right to use the mark in commerce. Counterclaim praying that opposer be denied registration 
of its mark, which was included in an answer to an opposition, was dismissed where it appeared 
that the pleading was filed after the expiration of the opposition period allowed for opposer’s 
application. 1526 


Petition to review action of Examiner granting applicant’s motion to set aside default and 
permit applicant to answer. Record devoid of facts constituting excusable delay, therefore 
it was abuse of discretion to permit requested extension of time to answer. 1530 


Considering the similarities of the marks and the circumstances surrounding the purchase 
of the respective goods, a likelihood of confusion was found between opposer’s JANIE JUNIORS 
for misses’ coats and suits and applicant’s JAuNTy juNIORS for ladies’ coats, dresses, cloaks, 
skirts, and suits. Such doubt as exists on the issue must be resolved in favor of the 
opposer. 1556 

Evidence 

Upon cross-examination, opposer should have answered questions concerning his volume 
of sales under the mark, for aside from being within the scope of direct examination such facts 
are relevant in an opposition proceeding which concerns not merely priority but the rights of 
the parties. Oral testimony may be sufficient to prove first and continuous use if it carries 
conviction of its accuracy but superior rights cannot be established by such testimony where 
it is incredible in part and characterized by contradictions, inconsistencies and indefiniteness. 

Opposer alleging prior use of ENCORE on hair preparations in an opposition proceeding 
brought against an application for the same mark as used on cold wave preparations was found 


to have made use of the mark some few years prior to applicant’s first use but opposer’s unsup- 
ported oral testimony was insufficient to establish continued use thereafter. 92 
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Certain official documents and records offered by opposer to establish prior use of OLD 
SAMUELS for whiskey were found not to be competent for such purpose. Opposer not having 
discharged its burden of presenting evidence that he was engaged in business of distilling 
whiskey prior to applicant’s filing date for same mark used on identical goods. Opposition was 
dismissed. 96 


Applicant seeks to register GLO-CANDLE for wax for molding candles and registration is 
opposed by registrant of GLo-coat for paint enamels and liquid polishes for floors. Sales of 
opposer’s GLO-cOAT have exceeded $158,000,000 with advertising expenditures in excess of 
$22,000,000. Opposer, for brief period during war made candles for armed services. Since 
GLO-CoAT, when used in connection with polishes, creates an association of a coating imparting 
a shine and GLO-CANDLE creates an association of incandescence, it is deemed unlikely that pur- 
chasers would assume that GLO-CANDLE would originate with the producer of GLOo-coaT and 
therefore opposition is dismissed. 103 


In an opposition involving applications for the design of a crown and the words GEORG 
JENSEN INC., used on children’s clothing and women’s blouses, scarves, sweaters, handkerchiefs, 
belts and gloves, and opposer’s registrations of the design of a crown and the word crown for 
overalls, collars and cuffs, no likelihood of confusion was found to exist in view of the differ- 
ences in the businesses, products and marks of the parties; opposer’s assertion of exclusive 
rights to the word crown and the design of a crown in connection with items of apparel by 
reason of its prior extensive use thereof cannot be sustained for its rights extend only to those 
third party uses as are likely to result in confusion as to the source of the goods. 116 


Statement made by a member of firm that he is familiar with business, that trademark 
has not been used by anyone other than applicant for period of more than five years next 
preceding filing of application, and that applicant’s use has been substantially exclusive, is self- 
serving statement which cannot be considered as evidence. 264 


Nothing in record shows that retailer affiants are qualified to determine what their cus- 
tomers think or recognize, and statements are therefore incompetent to establish that stitching 
on garments functions as indication of origin to average purchasers. It is not important what 
retailers may recognize since they know from whom they are buying, and it is common knowl- 
edge that they do not rely on pocket stitching as distinguished from trademarks in making 
their purchases for resale. 382 


Applicant seeks to register CLUB-CAR for caddy carts and registration is opposed by the 
manufacturer of golf carts on basis of prior use of KLUB-KART. While the evidence shows that 
opposer has been in the business of manufacturing golf carts since prior to 1940, opposer has 
failed to establish rights in KLUB-KART superior to those of applicant’s CLUB-CAR. 408 


Fact that applicant’s product is normally sold to and used by commercial bakers, while 
appellee’s product is sold by stores in small packages to individuals, is one which may properly 
be considered to determine whether confusion in trade would be likely to result from concurrent 
use of marks. In deciding question of similarity between trademarks, marks are not to be 
dissected, but considered in their entireties. 518 


The defendants’ failure to answer plaintiff's opposition to the former’s application for regis- 
tration did not constitute an admission in a subsequent infringement suit between the parties 
where the same marks were involved. 624 


Manufacturers of ladies’ shoes are known also to make ladies’ handbags, or to have such 
goods made for them by others, and to sell both products under the same mark; therefore, 
handbags would be a natural line of expansion for a manufacturer of ladies’ shoes and in view 
thereof it is unimportant in determining likelihood of confusion with a third party’s use of the 
same mark on other goods, whether such use on handbags preceded the third party’s adoption 
of the mark, where the fact of such expansion is shown to have occurred at least by the time 
testimony was taken. 665 
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Lack of evidence of confusion is a factor which may properly be given some weight in 
determining likelihood of confusion. 863 


Application sought to register JANMARIE for hair tints, rinses, hand lotions and hair dress- 
ing preparations and registration opposed by Roger & Gallet, a New York corporation on basis 
of its registration of mark JEAN MARIE FARINA used on eau de cologne and soap. Evidence shows 
French Roger & Gallet in 1947 assigned to Roger & Gallet (New York) all rights in JEAN 
MARIE FARINA, three registrations thereof and good will of business. Examiner held marks 
confusingly similar and sustained opposition. On appeal Commissioner held opposer was not 
owner of registration because mark JEAN MARIE FARINA identifies product of French manufac- 
ture and further held that marks were not confusingly similar. Commissioner’s ruling in effect 
holds that so long as the French manufacturer continues to manufacture and sell the goods 
under the mark for the United States market, assignment of United States rights is impossible, 
but this is in error since it assumes that the good will symbolized by the trademark in inter- 
national use has its situs at the place where the goods bearing the mark are made. The situs 
of good will of the business done under JEAN MARIE FARINA trademark in United States is in 
United States. Same trademarks may have different owners in different countries. Assignment 
of trademarks, registrations and good will of business was valid assignment of JEAN MARIE 
FARINA marks and an existing good will in the business done under marks in the United States. 
Validity of assignment not affected by size of consideration. Decision of Commissioner 
reversed. 1126 


Stipulated use by opposer on dungarees not considered where subsequent to applicant’s use 
and application date. Nor is stipulation that opposer was manufacturer of overalls prior to 
date of application effective where opposer’s registration was acquired by opposer several years 
subsequent to applicant’s application. 1154 


Since applicant has applied to register words standing alone it must be presumed that it 
intends to use them in that manner. Identity of sound has become increasingly important on 
issue of confusing similarity since advent of radio advertising. Evidence of actual confusion 
is not necessary to show likelihood of confusion. 1267 


It is common knowledge that product distributed in 98% of grocery stores in United States 
does not indicate short term use; JELL-o has identified dessert products for a long time, even 
to children. 1274 


Advertisements in trade magazines are sufficient to create presumption that opposer was 
selling goods under mentioned mark. 1277 


Likelihood of confusion does not automatically follow when one adopts a composite mark 
which contains the entire mark of another, the probable commercial impression and mental 
association are controlling factors. 1290 


The fact that there is no proof of actual confusion over a period of years of concurrent 
use of the marks may be considered in determining whether or not there is a likelihood of 
confusion but it is not controlling. 1526 


No likelihood of confusion found to exist between applicant’s mark CHLORGREEN for plant 
food and opposer’s CALO-CLOR, CALOGREEN and AURAGREEN for lawn fungicides, the evidence 
failing to show that opposer’s three marks had been used together in such a way as to cause 
purchasers to associate them with one another making it necessary, therefore, that the said 
marks be separately considered for similarity to applicant’s mark. 1542 


In an opposition proceeding involving registered mark ANAHIST and applicant’s mark 
ALMEHIST, both used for drug products, fact that applicant had registered ten marks containing 
ALME as a prefix or suffix and had used such marks upon eighteen different products was irrele- 
vant in the absence of proof that there had been such promotion of the marks together that 
purchasers would associate all products bearing such marks with a single source. It is irrelevant 
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that over fifty marks containing the syllable nist had been registered by others, for the meaning 
of that syllable was immaterial if the marks were likely to create confusion or mistake. 1546 


Amplifiers, tape recorders, radar measuring equipment, power supplies, wave meters, 
antennae and industrial broadcasting systems represent a normal expansion of a previously 
established electronics manufacturing business, hence such products would be considered in 
determining whether a likelihood of confusion existed with another’s use of an allegedly similar 
mark on transistors. 1551 


Defenses 


Though it must be presumed that opposer knew of applicant’s use for substantial period, 
it was under no duty to attack applicant’s right to use the mark; opposer cannot be charged 
with acquiescence in applicant’s right to register until opposer became aware that such right 
had been asserted. 1267 


In an opposition proceeding the question is not whether opposer owns the mark in issue, 
or whether he is entitled to register it, or whether he has the right to its exclusive use but 
rather whether it is likely that he would be damaged if a registration of the mark were granted 
to the applicant. Where it appears that opposer was first to use the word and has since that 
time been deriving revenue from license arrangements with others, registration of the same 
or a similar mark to applicant would obviously result in damage to the former and it is no 
defense that at the time applicant adopted the mark, opposer was not himself using the mark 
or exercising control over its use by his licensee. The fact remains that the registrant did not 
at the time it adopted and first used the mark, have the exclusive right to use the mark in 
commerce. 1526 


APPEALS 
To Commissioner 


Petition for rehearing from dismissal of opposition and refusal of registration. Fraud need 
not be pleaded when it clearly appears to Patent Office that registrations were obtained by 
fraud or false representations. Evidence shows both parties joined in creating a false situation 
to obtain registration and Patent Office will act of its own initiative. Motion for rehearing and 
for suppression of decision denied. 83 


Court of Customs and Patent Appeals 


Ruling of Commissioner that confusion was unlikely not involved in appeal since it was 
an ex parte decision in favor of applicant from which opposer could not appeal. 1126 


IV. EFFECT OF REGISTRATION 
THE PRINCIPAL REGISTER 
Notice 
Registration does not confer any greater rights than existed at common law; at best, it is 
but a method of serving notice of a claim of ownership. 51 


Affidavit filed under sections 8 and 15 of Trademark Act of 1946 is not accepted where 
specimens submitted with affidavit show that word mark has been materially altered from regis- 
tered mark ; specifically, use of NI-TENSYLIRON is not use of registered mark NI-TENSYL. 1020 


Trademark Act of 1946 carries no statutory presumption of registrant’s exclusive right 
to use except as to the goods actually specified in each certificate of registration. 1216 


Registration on Principal Register is substantially more than recognition of registrant’s 
right to use mark. 1267 
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Evidence 


Registration does not render a mark valid as such for it can be challenged in any suit 
where material. 51 


Registration in accordance with federal or state law creates a prima facie presumption of 
ownership and validity. 359 


Opposer’s failure to allege use of four of the five registrations set forth in its pleading 
and the absence of such marks from the exhibits anrexed thereto must be taken as an admis- 
sion against interest establishing nonuse of said marks and rebutting the prima facie evidence 
such registrations constitute of opposer’s right to exclusive use. 401 


Registration of'a trademark by the Patent Office furnishes an evidentiary presumption of 
validity but it may be collaterally attacked in any action where the validity of the mark is 
properly in issue. 1511 


Likelihood of confusion exists in the concurrent use of opposer’s registered mark ANAHIST 
in connection with a drug for the relief of colds and allergies, particularly hay fever, and appli- 
cant’s ALMEHIsT for a drug product for the relief of allergic conditions, both products being 
usable for the same purpose. While applicant’s product was apparently sold only on prescrip- 
tion, and opposer’s was sold over-the-counter, a registration issued to applicant would be broad 
and indefinite so as to establish prima facie evidence of rights for an over-the-counter 
preparation. 1546 


Incontestability 


INSTITUTIONS as a trademark for a magazine is incontestable under Section 15 of Trade- 
mark Act of 1946. 1060 


THE SUPPLEMENTAL REGISTER 


Application for registration on the Supplemental Register of the shape of cylindrical bar of 
edible frozen substance, for use in connection with frozen ice cream and ice milk bars coated 
with chocolate, refused as merely a configuration of goods without distinguishing characteristics ; 
confections have long been made in a variety of shapes similar to that presented, although frozen 
confections may not have taken that shape prior to applicant’s use. No evidence was presented 
showing that the shape was so unusual or that applicant’s products had been so widely sold as 
to render it capable of distinguishing applicant’s products from those of others. 

Letters from applicant’s licensees to the effect that the configuration of goods covered in 
the application was recognized by the public as identifying applicant’s products were deemed 
inadequate to establish that fact since the writers were not qualified to determine what was in 
the minds of their customers and the affiliation of the writers to the applicant rendered their 
statements self-serving. 369 


Prior Acts 


Act of 1905 


Section 5 provided that no mark should be registered consisting of the name of an “indi- 
vidual firm, corporation or association not written, printed, impressed or woven in some par- 
ticular or distinctive manner” and this has consistently been held to preclude registration of a 
mark which does not differ materially from the name of a corporation existing on the date 
of application and, since the evidence shows that the New York concern was in fact an inde- 
pendent enterprise having independent control of its trademarks, the mark registered was in 
fact another’s corporate name registered in violation of Section 5. 868 














FORTY-SEVEN TRADEMARK REPORTER 





64 








V. CANCELLATION PROCEDURE 





In GENERAL 










In a cancellation proceeding, as distinguished from an ex parte proceeding where long 
established, valuable rights are involved, cancellation must be granted with due caution and 
only after careful study of facts. 643 















Petition for reconsideration of dismissal. Mere fact that registration does not specify “for 
professional use” does not indicate faulty identification of goods: Record indicates that products 
are not the same and channels of trade are different, hence damage is not established. Finding 
of lack of confusion is based on commercial impression of marks on goods moving in trade. 662 












Since the business of the New York concern is identical with that of the French firm and 
includes the sale of the same goods for which the French firm obtained its registration, damage 
will be presumed despite the fact that at the time of the application the parties were not in 
actual competition. 868 







Petitioner seeks to cancel registrant’s mark STANDARD for sewing machines on the basis 
of its use of the identical mark for identical goods, and that registrant had abandoned its mark 
STANDARD about 1948. The Examiner dismissed holding that petitioner was not damaged by 
the registration since registrant’s use continued on replacement and repair parts for STANDARD 
sewing machines previously made by registrant. Evidence shows that registrant acquired the 
business assets of The Standard Sewing Machine Company in 1934 and continued to manu- 
facture STANDARD machines until 1938 but has continued to supply replacement and repair parts 
under its mark sTANDARD for the sTANDARD machines. Petitioner has imported sewing machine 
heads from Japan since 1947 and since 1950 has applied the mark sTANDARD to assembled sewing 
machines using such heads. Since registrant still enjoys a substantial good will symbolized by 
the trademark STANDARD as a result of its continued service of STANDARD parts for STANDARD 
machines, petitioner has failed to show that it would be damaged as a result of the registration 
or that registrant has abandoned its registration. 876 
















Registrations void ab initio should be canceled without regard for the respective rights of 
the parties to the cancellation proceedings. 1135 












PLEADING AND PRACTICE 





Petition to cancel Supplemental Registration for AMERICA’S FINEST for overalls on ground 
that they are descriptive and respondent did not have exclusive use for year preceding applica- 
tion and their use would cause confusion with petitioner’s use of AMERICA’S FINEST JEANS and 
AMERICA’S FINEST for same goods. 

Respondent had used phrase for years and protested petitioner’s use but petitioner contended 
its garment was meticulously different from that of respondent as was its slogan and that 
secondary meaning could never attach to such a laudatory phrase. Registration issued to 
respondent in 1952 and petition to cancel followed and subsequently petitioner applied to 
register its marks and action is suspended during pending proceeding. Evidence shows that 
respondent’s labels bore LEvi’s and THE RIVET’S STILL THERE and that AMERICA’S FINEST has not 
been used as a trademark to identify respondent’s overalls but as a laudatory phrase in adver- 
tising and therefore the registration will be canceled. Since petitioner has shown no damage. 
petition to cancel is dismissed. 112 


Applicant for the mark WoopMASTER, used on power woodworking tools, counterclaimed 
for cancellation of opposer’s registration of the mark pRILLMASTER, used on hand operated elec- 
tric drills, upon the ground that mark was wholly descriptive and that opposer’s interpretation 
of the effect of said registration would impair applicant’s mark. If the requisite likelihood of 
confusion was found in the opposition proceeding, it would not matter what opposer’s interpre- 
tation of its rights might be. Upon amendment, the counterclaim was grounded upon the alleged 
descriptive nature of opposer’s mark, the failure of opposer to use the mark except in a descrip- 






















a ee ae lhlUL lhe COU 





DIGEST OF CASES—PART II 65 


tive sense, and the fact that such registration might bar registration of applicant’s mark and 
by threat of possible infringement suits inhibit use of the descriptive terms “drill master” or 
“master drills.” Registration of applicant’s mark will be refused in the public interest and to 
protect the opposer’s rights. The mere fact that an opposition was filed did not constitute 
the legal injury necessary to sustain a cancellation proceeding. 668 


A publisher which had not and did not intend to publish a similar magazine had no standing 
to bring proceedings to cancel a registration for the mark CHRISTMAS CLUB used as the title of 
a periodical promoting the registrant’s Christmas Club business. 786 


Appeal from dismissal of petition to cancel 1905 Act registration for HENRY A LA PENSEE 
for clothing. Respondent, a French corporation, operated a de luxe clothing store in Paris for 
many years and in 1937 opened a New York City outlet under the name of HENRY A LA PENSEE, 
inc. The French company granted exclusive rights to the New York firm to use the name 
within the United States and to purchase and sell the products of the French concern. By a 
subsequent 1939 agreement, the right to use the name and adopt it as its corporate title 
within the United States was irrevocably granted the New York concern. After 1940 by reason 
of the war the New York store was unable to obtain goods from the French concern and sold 
its own products under labels bearing the words HENRY A LA PENSEE, INC. A 1947 agreement 
provided that the New York concern would use the HENRY A LA PENSEE, INC. on all goods not 
purchased from the French concern in its “modified” New York area and that the French 
concern would offer all merchandise to the New York concern prior to any sales to others in 
the United States. The French concern applied to register its trademark in 1946 under the 
Act of 1905 and the registration issued in 1949. The Examiner ruled that by reason of the 1947 
agreement the French concern no longer controlled the quality or the character of the goods 
sold by the New York concern and that, since the names were substantially indistinguishable, 
the French concern was not the owner of the mark with the exclusive right to use the same 
at the time the registration issued. The Commissioner reversed on the grounds that the non-use 
during the war was excusable and that the use by the New York concern was not trademark 
use and therefore the French concern had the right to the registration. Decision reversed by 
C.C. P. A. 868 


Petition to review action of Examiner denying motion for judgment made by petitioner for 
cancellation on ground that respondent did not own mark at time of application to register. 
Petitioner, importer for many years of photographic goods bearing mark identical with respon- 
dent’s registration who also has exclusive distribution contract with foreign firm. Evidence 
shows no assignment from foreign firm to respondent but that respondent applied to register 
on behalf of foreign firm with agreement to assign upon request. Since respondent is not owner 
of mark, application and registration are void and should be canceled. Existence of registration 
would interfere with business of petitioner in that respondent had recorded registration with 
Bureau of Customs under Section 526 of Tariff Act. Examiner’s decision reversed. 1156 


EVIDENCE 


Petition to cancel registration of FLEX-Grip for hand grips for manually operated handles 
is sought by user of FLEXI-GRIP for same goods. Record shows that petitioner has used mark 
only on golf club grips selling them to manufacturers of golf clubs and professionals. Respondent 
uses mark on handle grips for bicycles, lawnmowers and agricultural and industrial equipment, 
excluding golf club grips. Assistant Commissioner concludes that each party has substantial 
rights in mark and upon receipt of respondent’s amendment to registration excluding golf club 
grips, petition will be dismissed and interference dissolved. 107 


Petitioner seeks to cancel the registration of cAMART for cameras, tripods and lenses for 
motion picture cameras on the basis of its mark KALART and KALART in combination with other 
terms for photographic equipment. The examiner ruled that the marks were such that they 
were likely to cause confusion but the evidence shows that respondent’s equipment is sold under 
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the mark caMaRT to professional users in the motion picture and television industry while peti- 
tioner’s products are sold to the general public and therefore confusion is not deemed likely 
and the decision sustaining the petition is reversed. 420 







Plaintiff seeks judgment declaring the trademark CANADA DRY void and seeks its cancella- 
tion by virtue of the attempt to use the trademark to violate the antitrust laws and urges. that 
it wishes to avail itself of the good will surrounding the mark CANADA pry but fears an infringe- 
ment suit in which it might fail to establish wrongful use of the mark by the owner. However, 
no court will lend its aid to a plan, the ultimate result of which would be to confuse and deceive 
the buying public. The Lanham Act does not strip the misuser of a trademark of its mark 
and therefore this cause of action is dismissed for failure to state a claim for which relief may 


be granted. 470 


Petition for reconsideration of dismissal. Mere fact that registration does not specify “for 
professional use” does not indicate faulty identification of goods. Record indicates that products 
are not the same and channels of trade are different, hence damage is not established. Finding 
of lack of confusion is based on commercial impression of marks on goods moving in trade. 662 
















Defendant urged cancellation of plaintiff’s registrations upon ground that the affidavits 
supporting the registrations under section 2(f) were not sworn to as affidavits but notarized 
subsequently without the knowledge of affiants, but court refuses to cancel registrations since 
substance of affidavits was substantially true. 744 







Petitioner seeks to cancel registrant’s mark STANDARD for sewing machines on the basis 
of its use of the identical mark for identical goods, and that registrant had abandoned its mark 
STANDARD about 1948. The Examiner dismissed holding that petitioner was not damaged by 
the registration since registrant’s use continued on replacement and repair parts for STANDARD 
sewing machines previously made by registrant. Evidence shows that registrant acquired the 
business assets of The Standard Sewing Machine Company in 1934 and continued to manu- 
facture STANDARD machines until 1938 but has continued to supply replacement and repair parts 
under its mark sTANDARD for the sTANDARD machines. Petitioner has imported sewing machine 
heads from Japan since 1947 and since 1950 has applied the mark sTANDARD to assembled sewing 
machines using such heads. Since registrant still enjoys a substantial good will symbolized by 
the trademark STANDARD as a result of its continued service of STANDARD parts for STANDARD 
machines, petitioner has failed to show that it would be damaged as a result of the registration 
or that registrant has abandoned its registration. 876 

















A petition was filed to cancel registration of PLEXTON for trays and tote boxes by registrant 
of PLEXTONE for industrial coating finishes. While both parties sell their products to industrial 
purchasers, these purchasers know that paint manufacturers do not make trays and tote boxes 
and are unlikely to attribute origin to the same source. Cancellation petitioner contends that 
respondent made false statements at time of application which record does not support. But 
even if proved, petitioner is not in any way damaged by registration, and petition is dis- 
missed. 1557 


















APPEALS 
To Commissioner 


Petition by registrant of PRINCESS PAT and design for various cosmetics to cancel registra- 
tion of LOvVE-pAT for pressed powder make-up is denied since record contains no facts from 
which damage to petitioner can be inferred, either from probable confusion, mistake or deception 
of purchasers, or otherwise. 1276 









| A petition was filed to cancel registration of PLExTON for trays and tote boxes by registrant 
of PLEXTONE for industrial coating finishes. While both parties sell their products to industrial 
purchasers, these purchasers know that paint manufacturers do not make trays and tote boxes 
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and are unlikely to attribute origin to the same source. Petitioner contends that respondent 
made false statements at time of application which record does not support. But even if proved, 
petitioner is not in any way damaged by registration, and petition is dismissed. 1557 


Court of Customs and Patent Appeals 


Appeal from dismissal of petition to cancel 1905 Act registration for HENRY A LA PENSEE 
for clothing. Respondent, a French corporation, operated a de luxe clothing store in Paris for 
many years and in 1937 opened a New York City outlet under the name of HENRY A LA PENSEE, 
inc. The French company granted exclusive rights to the New York firm to use the name 
within the United States and to purchase and sell the products of the French concern. By a 
subsequent 1939 agreement, the right to use the name and adopt the same as its corporate title 
within the United States was irrevocably granted the New York concern. After 1940 by reason 
of the war the New York store was unable to obtain goods from the French concern and sold 
its own products under labels bearing the words HENRY A LA PENSEE, INC. A 1947 agreement 
provided that the New York concern would use the HENRY A LA PENSEE, INC. on all goods not 
purchased from the French concern in its “modified” New York area and that the French 
concern would offer all merchandise to the New York concern prior to any sales to others in 
the United States. The French concern applied to register its trademark in 1946 under the 
Act of 1905 and the registration issued in 1949. The Examiner ruled that by reason of the 1947 
agreement the French concern no longer controlled the quality or the character of the goods 
sold by the New York concern and that, since the names were substantially indistinguishable, 
the French concern was not the owner of the mark with the exclusive right to use the same 
at the time the registration issued. The Commissioner reversed on the grounds that the non-use 
during the war was excusable and that the use by the New York concern was not a trademark 
use and therefore the French concern had the right to the registration. Decision reversed by 
C.C. PLA. 868 


VI. COMMON LAW TRADEMARKS 


NATuRE OF RIGHTS 


To be valid, a trademark must be physically affixed to the goods or to the packaging 
thereof; use of a mark on signs or displays at the place where the product is sold does not 
constitute trademark use. 359 


Use sufficient to maintain rights in an existing trademark may consist merely of the 
licensing of the mark for use on goods made by the licensees without actual manufacturing by 
the trademark owner. The sole beneficiary of a member of a partnership which owned and 
licensed for use by others the trademark sour sCHNAPPS was held to have succeeded to his 
rights as owner of a one-half interest in said mark. 503 


Registration under the Lanham Act does not require a surrender of common law rights 
in favor of reliance solely upon the statute for protection and a motion by the defendants to 
transfer from the state to the federal courts an action for infringement and unfair competition, 
which involved a mark registered under said Act by the plaintiff, was denied where the com- 
plaint evidenced plaintiff's intent to rely only upon its common law rights. 759 


Failure to renew a registration does not affect the owner’s right to continued use of the 
mark or to restrain others who would compete unfairly. 774 


The name of a newspaper is in the nature of a trademark. The law of trade names is 
identical to that of trademarks. While a trade name is descriptive of the manufacturer or dealer 
himself, embracing both the thing sold and the individuality of the seller, and a trademark is 
applicable to vendable commodities, having reference to the thing sold, the law governing both 
is identical. 1054 
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The word INSTITUTIONS is not descriptive of a magazine but is arbitrary or merely sugges- 
tive thereof. Even if the word INSTITUTIONS is construed to be descriptive the word has 
acquired a secondary meaning. 1060 


There is no property in an idea for a trademark, for property rights in a mark grow only 
out of use and not mere adoption. A corporate officer who conceived the idea for a trademark 
subsequently used in the business of two corporations with which he was connected acquired 
no independent rights in the mark since he was but an employee who did not make or sell 
the goods as an individual under that mark; nor were the corporations his related companies 
whose use inured to his benefit, for while he exercised control over the quality of the goods, 
such responsibility was to the corporations as his employers and not to the public. 1135 


Plaintiff, who while an officer, director and employee of a corporation, originated and 
permitted the corporation to make sole use of a mark consisting of the words TUFF OAK sur- 
rounding crossed acorns, obtained no independent rights in the mark since he made no use of 
it in his individual capacity during the period of the corporation’s use. Neither did he acquire 
any rights by working for the defendant corporation which commenced use of the mark after 
purchasing the moulds and dies therefor upon dissolution of the original corporation. His sub- 
sequent attempt to use the mark in connection with another corporation engaged in the same 
business after termination of this latter employment constituted an infringement upon the 
exclusive rights of such other corporation. 1212 


ASSIGNMENTS 


Use sufficient to maintain rights in an existing trademark may consist merely of the 
licensing of the mark for use on goods made by the licensees without actual manufacturing by 
the trademark owner. The sole beneficiary of a member of a partnership which owned and 
licensed for use by others the trademark souR SCHNAPPS was held to have succeeded to his 
rights as owner of a one-half interest in said mark. 503 


A trademark is the symbol of the good will of the business in which it is used and although 
not assignable in gross, it may be assigned with the good will of the business to which it is 
appurtenant, or sold for use in the segment of a business even if not yet established, or assigned 
for a term of years with an exclusive agency in a particular geographical location or it may 
be sold by a foreign manufacturer with the sale of his good will and business in the United 
States. The purchaser of the domestic business, good will and trademarks of a foreign manu- 
facturer may prevent the sale in the United States of the foreign manufacturer’s goods under 
the same mark where the mark is understood to identify similar products emanating in the 
United States from or through the domestic owner. 

The purchaser of the domestic business and good will of goods sold under the mark LEITz 
and also its own manufacture of goods under the same mark, was held to be the true trademark 
owner and entitled to registration. The domestic company not only was thought by members 
of the trade to be the producer of all products so marked, but it furnished its own guarantees 
on the imported LeITz products which it sold. If the public ever understood the mark to identify 
only the products of the foreign source, that understanding was in error and hence, no deception 
could follow from granting the registration sought. 1008 


Score OF PROTECTION 


Plaintiff sues for an injunction, accounting and counsel fees for infringement of its trade 
name and trademark. Plaintiff does business under the name of FANCEE FREE MFG. CO. and uses 
the name FANCEE FREE for its products, consisting of ladies’ underwear. Defendant was organ- 
ized in 1955 and has used FANCY FREE as its trademark for its ladies’ outerwear. Both parties 
have advertised their merchandise substantially and both have established substantial sales. 
While the record fails to show any actual customer confusion, the test is likelihood of confusion 
and the evidence shows that there was considerable confusion in the trade resulting from the 
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trade names. FANCY FREE is confusingly similar to FANCEE FREE when used on related goods, 
and plaintiff is entitled to an injunction. 610 


Plaintiff seeks to restrain defendant from the use of the mark MICTINE as an infringement 
of plaintiff’s mark MICTURIN and to restrain his unfair competition. Evidence shows that plain- 
tiff coined the mark MictuRIN for its urinary tract antiseptic in the form of circular pink tablets. 
Defendant with knowledge of plaintiff’s mark adopted mictine for its circular rose-colored 
tablets, used as a non-mercurial diuretic in the relief of edema and cardiac failure. Both products 
are sold to drug concerns and drugstores and are dispensed by prescription only. From the 
testimony of medical experts court finds it extremely unlikely that a physician would prescribe 
or a pharmacist dispense one product for the treatment of a condition calling for the other. 
Court finds no likelihood of confusion between MICTINE and MICTURIN as used on the 
products. 766 


DESCRIPTIVE TERMS 


Plaintiff's right to yoUTHFORM would be complete through actual use even though plaintiff 
had not registered same in the United States Patent Office. The mark youTHFoRM written 
in script form had become definitely identified in the mind of the public with plaintiff’s products 
and consequently it acquired a secondary meaning even though it should otherwise be descrip- 
tive, yet this would not give plaintiff a monopoly which would preclude others from using the 
words YOUTH and FoRM in block letters. 1239 


The use of a similar name by another to truthfully describe his own product does not con- 
stitute a legal or moral wrong even if public confusion results for the damage caused is damnum 
absque injuria, but even descriptive or generic words may not be used to pass off the goods 
of one for those of another. 1473 


GEOGRAPHIC TERMS 


Geographical and place names may be used by all persons for the purpose of truthfully 
stating the origin of materials used or the location of a business, subject to the general rules 
of unfair competition. 1473 


PACKAGES AND CONFIGURATIONS 


When a product patent expires, anyone is free to manufacture an exact copy of the article 
so long as no passing off results. If the patent covered packaging materials, others would be 
free to simulate the identical physical construction, size and shape thereof and to use them in 
connection with the same goods but this would not authorize adoption of similar color schemes 
and labeling features which would make for confusion. 1073 


SECONDARY MEANING MARKS 


To prove secondary meaning in a trade dress it is not necessary to show that the public 
knew the personal identify of the appellant. 1073 


Piaintiff’s right to youUTHFoRM would be complete through actual use even though plaintiff 
had not registered same in the United States Patent Office. The trademark youTHFORM written 
in script form had become definitely identified in the mind of the public with plaintiff’s products 
and consequently it acquired a secondary meaning even though it should otherwise be descrip- 
tive, yet this would not give plaintiff a monopoly which would preclude others from using the 
words YOUTH and Form in block letters. 1239 


In determining secondary meaning it makes no difference what effort or amount of money 
has been expended in advertising, for a secondary meaning comes gradually and cannot be 
acquired overnight by intensive advertising. Mere advertising over a period of time is insuffi- 
cient to show such significance. 1473 
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VII. REMEDIES 
INFRINGEMENT 
Basis of Relief 
In General 


A blue circular dot placed at the inside top of flash bulbs and covered by an expired patent 
was found to be functional in character by serving, through chemical color changes, as a means 
of indicating the quality of any particular bulb and notwithstanding plaintiff’s registration 
thereof and some evidence of actual consumer confusion, a competitor’s use of the same device 
was held not to infringe upon plaintiff's rights for the latter had no valid claim to the device; 
plaintiff’s contention that the defendant should be required to place the dot at another place on 
the bulb, or to use a different color or something other than a circular form was denied because 
all of these elements were found to be essential or appropriate in using this utilitarian 
device. 51 


A cloth manufacturer, providing its customers with labels bearing its marks for attachment 
to clothing made from its cloth, may prohibit said customers by contract from transferring the 
labels to third persons and one who with knowledge of such contracts induces the breach thereof 
is subject to restraint notwithstanding his use of the labels only on clothes made from the 
manufacturer’s cloth. 186 


Defendant’s use of term AGATE TOP cannot be an infringement of plaintiff’s registration of 
term FLINT TOP because terms are merely descriptive of products sold. AGATE Top is not likely 
to be confused with FLINT TopP. 213 


In an action involving the mark sTEAKEES, used by the plaintiff on frozen ground beef in 
the form of a steak and used also by defendant on thinly sliced frozen beef, the former having 
used the mark on a restaurant menu as early as 1949 in Texas and on packages for the goods 
in April, 1951 and the latter having first used the mark in 1948 with January, 1951 as the date 
of first use in Texas, the court found defendant to have made the first trademark use, and, 
accordingly, enjoined the plaintiff. 359 


To establish infringement plaintiff need only show that name adopted by defendants is so 
similar to its trademark as to be likely to cause confusion among reasonably careful purchasers. 
Similarity of sound as well as appearance may be taken into account in weighing probability 
of confusion. 617 


Actual confusion need not be shown to establish infringement since the court can find 
confusing similarity from a comparison of the marks in the setting in which they are used. 
The mark pickie’s used in connection with boys’ play suits, work suits and dungarees, is 
infringed by DICKIE DAVIS used on boys’ tailored garments. 624 


If commercial organization chooses to adopt as its emblem term descriptive of function of 
product of firm, then such organization should not complain if competitors adopt names equally 
descriptive. LECTRO and ELECTRO describe means by which articles are marked or etched. 

Registration of common word gives registrant no monopoly on use of synonyms of that 
word. No reasonable mind could assume that LECTROETCH products are made by same concern 
which manufactures ELECTROMARK products. 634 


It is necessary to show only a likelihood of confusion, not actual confusion, in order to 
justify the grant of injunctive relief. Such likelihood was found to exist as a consequence of 
defendant’s use of the word AMERICAN in its corporate name and in connection with the sale of 
metal bodies and vehicle mounted equipment used by public utility companies in view of the 
prior use of such word by plaintiff and its assignor in connection with similar goods. 734 


Word Esquire carries with it strong implications of youthful gentility in aura of wealth, 
and when picked as mark for “magazine for men” constituted already diluted name; this means 
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that scope of protection to which plaintiff is entitled is not so broad as might be accorded to 
strong coined name. 

Trader cannot pluck word with favorable connotations for his goods out of general vocabu- 
lary and appropriate it to his exclusive use no matter how much effort and money he may 
expend in the attempt. Plaintiff’s practice of giving its “commercial” blessing to its advertisers 
does not entitle plaintiff to appropriate word used as its magazine title to its exclusive 
use. 821 


Colorable Imitations 


Lanham Act gives to citizens or residents of United States owning trade names or commer- 
cial names, whether or not they form part of marks and whether such names be anywhere 
registered or unregistered, a federal cause of action for unfair competition in the use of such 
names, with the same remedies as provided in the Act for infringement of registered marks avail- 
able so far as they may be appropriate in repressing acts of unfair competition in use of such 
names. 

Plaintiff has long used registered trademark Las pALMAS for Spanish foods; goods are 
prepared in United States and sold here and in Mexico; defendants, citizens or residents of the 
United States, prepared counterfeit labels in United States and transported them into Mexico; 
defendants then commenced to pack chili sauce in Mexico in cans identical in size and shape 
to plaintiff’s, bearing counterfeit label with Las PALMAS trademark; product was thereafter sold 
in Mexico, particularly in border towns where many of plaintiff’s customers did their shopping ; 
preliminary injunction issues to restrain defendants from using trademark in United States or 
Mexico on goods similar to those of plaintiff; plaintiff filed proceedings to cancel defendant’s 
Mexican registration, but it is conceded that one year or more must pass before this can be 
finally determined ; assumption meanwhile that defendant’s registration is valid does not neces- 
sarily mean that exercise of court’s jurisdiction to grant relief plaintiff seeks would be interfer- 
ence with sovereignty of another nation, and court declares that defendants may not so use 
their license under Mexican law as to injure plaintiff's foreign commerce conducted from 
United States. 217 


Appeal from dismissal of complaint in action for trademark infringement and unfair compe- 
tition. Plaintiff sought an injunction against the infringement of its trademark or service mark 
consisting of the symbol rREppy KILOWATT by the symbol WILLIE wIREDHAND. Both figures 
involve an animated humanized electrical symbol. Plaintiff licenses the use of its promotional 
material to privately owned public utilities who use it to promote use of electrical 
power. Defendant Association was formed in 1942 and uses its humanized symbol for similar 
promotional and educational services to be used by its members who are electric cooperatives. 
Both symbols often perform substantially the same acts. Plaintiff produced considerable testi- 
mony tending to show confusion between defendant’s character and plaintiff's character. But 
since plaintiff was not the first to use a humanized figure for advertising purposes it has no 
exclusive right to animated character in the electrical field. 

Plaintiff’s property rights reside in figure and not in the apparel or activity of the figure. 
Possible confusion arises by reason of similarity of situations to which plaintiff has no exclu- 
sive right. Isolated comparisons do not indicate likelihood of confusion or establish unfair 
competition. There is no substantial similarity between the two characters and no intention to 
infringe has been shown. New commercial ideas do not ordinarily become the exclusive property 
of the originator nor can a person appropriate all characters or symbols suggestive of a partic- 
ular activity. There is no substantial competition since REDDY KILOWATT is distributed to public 
utilities while WILLIE WIREDHAND is distributed only to cooperatives and neither competes with 
the other for the business of the consumer. 241 


In suit for trademark infringement and unfair competition plaintiff seeks to enjoin use by 
defendant of ELECTROMARK as confusingly similar to its mark LECTROETCH but trademark action 
is dismissed since both marks are generic terms and motion to vacate prior order is therefore 
denied. 642 
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Trademark infringement action under Lanham Act on the grounds that defendant’s vapor 
lamp sold under the mark INSECT LIGHT is an identical copy of plaintiff's vapor lamp sold under 
the mark INSECT-O-LITE. Evidence shows that one Beirne formerly employed by INSECT-O-LITE 
induced the trade to substitute the product of defendant and the sales of plaintiff decreased 66%. 
Some dealers stocked defendant’s lamp believing it to be plaintiff’s. The court held that trade- 
mark INSECT-O-LITE was not infringed by defendant’s use of the term INSECT LIGHT. It is not 
actionable infringement for one to imitate in detail the product of another if it is just as true 
in its application to the goods of the second comer as to those of the first nor is the usage of 
descriptive common words to describe the goods actionable so long as the second comer does 
not attempt to palm off his goods for those of the first comer. The design of the vapor lamp 
was purely functional and there was nothing distinctive about either product. Plaintiff failed 
to establish secondary meaning in the descriptive phrase INSECT-O-LITE and therefore defendant 
is free to continue the sale of the vapor lamp as INSECT LIGHT. 997 


















INSTITUTIONAL FEEDING AND HOUSING infringes INSTITUTIONS MAGAZINE OF MASS 
FEEDING—MASS HOUSING, both trademarks being used for magazines. 1060 






SYROCOL and CHERACOL, used for liquid cough medicines of the same formulation, each 
of which looked, smelled and tasted like the other, were not likely to cause confusion among 


reasonably careful purchasers, the words being found not sufficiently similar in sound or 
1230 









appearance. 






Dilution 
In a suit for trademark infringement and unfair competition brought by the owner of the 
trademark BUFFERIN, use on an antacid analgesic, against a defendant who sold a similar product 
labeled as BUFFERED ASPIRIN, a motion for a preliminary injunction was granted where it ap- 
peared that the latter had falsely represented that its product was BUFFERIN or the same thing 
as BUFFERIN in formulation, ingredients and origin. Moreover, in addition to substituting sur- 
repetitiously its product upon specific calls for the plaintiff's and also positioning both products 
in store displays in such a way as unfairly and deceptively to employ the plaintiff’s mark, the 

defendant was further found to have used the said mark wrongfully as a common descriptive 

or generic term thus diluting the distinctive quality thereof. 552 














Plaintiff's rights do not depend merely on competition if the acts of defendant dilute the 
distinctive quality of the trademark. Dilution is established by showing confusion in the trade 
which need not be limited to confusion among customers. 610 


621 











The dilution theory has not been adopted by the federal courts. 





Word EsQuireE carries with it strong implications of youthful gentility in aura of wealth, 
and when picked as mark for “magazine for men” constituted already diluted name; this means 
that scope of protection to which plaintiff is entitled is not so broad as might be accorded to 
strong coined name. 

Trader cannot pluck word with favorable connotations for his goods out of general vocabu- 
lary and appropriate it to his exclusive use no matter how much effort and money he may 
expend in the attempt. Plaintiff’s practice of giving its “commercial” blessing to its advertisers 
does not entitle plaintiff to appropriate word used as its magazine title to its exclusive 
use. 

Massachusetts dilution statute was meant to accomplish no more than to permit injunctive 
relief in Massachusetts in suits for trademark infringement or unfair competition grounded on 
dilution of a plaintiff’s mark as well as in such suits grounded on direct infringement. 821 














Action under Lanham Act for infringement of the service mark PETER PAN by defendant’s 
use of the trade name PETER PAN DINER, INC. Plaintiff has operated restaurants in Chicago, 
Illinois, since 1948 and as part of its advisory services licenses use of name PETER PAN to restau- 
rants which engage its services. Plaintiff has expanded its chain to the east coast including 
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Boston and Washington, D. C., and intends further expansion. Its registration was granted in 
1953 prior to defendant’s incorporation in 1953 in Rhode Island for the business of operating 
a diner and restaurant. The Lanham Act provides that use of a confusingly similar mark in 
commerce without the consent of the owner shall make the user of the mark liable in a civil 
suit. However, plaintiff has failed to show that the acts of defendant constitute interstate com- 
merce since the operation of its restaurant is confined to the Providence, Rhode Island, 
area. 984 


Similarity of Goods 


A.V.D. is not enjoined as infringement of v.p.p., particularly where A.v.D. is used in conjunc- 
tion with name A.N.c.0. and where ‘ VY.” and “D.” form initial letters of vISUAL DISPLAYS, a 
generic name for goods which both parties sell. SPEED-BINDER is not confusingly similar to 
SPEL-BINDER, particularly where BINDER is a descriptive term; although sPEED and sPEL have 
several letters in common, the ideas conjured by the two words are quite different. 181 


Actual confusion is not necessary to sustain a claim of trademark infringement. The simi- 
larity of the marks in appearance and suggestion, the strength of plaintiff’s mark, the area and 
manner of the use of the marks, and the degree of care exercised by prospective purchasers are 
elements for consideration in determining the question of likelihood of confusion. Despite the 
absence of any particular similarity in appearance between the marks 4 way and 7 way—both 
used on cold remedies—the similarity of suggestion was sufficient to constitute infringe- 
ment. 488 


The evidence shows that the under- and outerwear involved are often sold in the same 
department and purchasers of FANCEE FREE slips may conclude that a FANCY FREE lounge robe 
comes from the same source. While the items are not in actual competition they are sufficiently 
related to cause likelihood of confusion entitling plaintiff to relief. Misspelling of the word 
FANCY does not deprive plaintiff to a right of recovery. 610 


No infringement or unfair competition found to exist in an action involving plaintiff's mark 
which consisted of a picture of a knight in armor on horseback and the word CHAMPION, used 
in connection with paper products since 1925, and defendant’s use of a similar design with the 
words MUTUAL INSURANCE, used in connection with the sale of insurance; the spheres of 
activity of the two parties were so foreign to each other as to insure against any identification 
between them. 621 


In an action involving as plaintiff one who operated a chain of supermarkets and who for 
18 years had sold butter, eggs and evaporated milk under the mark stony BROOK and as defen- 
dant, a milk wholesaler who used its name STONY BROOK DAIRIES, INC. on milk containers sold 
at wholesale, the court dismissed the complaint after finding that defendant had not acted 
dishonestly, and had not attempted to palm off its products as the products of plaintiff, and that 
there was no likelihood of confusion in the mind of the purchasing public. 778 


Fact that parties are not trading in goods of same descriptive properties, i.e., that one is 
selling a magazine and other men’s slippers, does not prevent plaintiff from asserting cause of 
action for trademark infringement under Lanham Act, for test of infringer is not similarity 
of goods but whether marks used are so similar as to be likely to cause confusion or to deceive 
purchasers as to source of origin of goods or services. 821 


Temporary injunction granted restraining plaintiff’s use of the word DoLe as a trademark 
in connection with the sale of cherries and olives, the evidence showing that defendant had made 
previous and extensive use of the same word as trademark for fruits, vegetables and 
juices. 1058 


The mark cELEsTE, used by defendant in connection with ladies’ dresses, infringes plaintiff's 
registered mark CELESTE previously used by it on ladies’ and children’s clothing. Injunction 
restrained use of word either as trademark or trade name. 1209 
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ALL STATES LIFE INSURANCE COMPANY, used in connection with life insurance policies does 
not infringe ALLSTATE used in connection with sale of automobile tires, parts and accessories. 
Fact that litigants are not in competition is not decisive factor as to likelihood of confusion, 
nor is complete dissimilarity of articles in whose sale mark is used, nor different type of rela- 
tionship that results from sale of article of small value on one side and sale of insurance policy 
on the other; it is clear, however, that all these circumstances are relevant to determination 
of whether there is any real likelihood of confusion. 1216 


There is a probability of confusion between defendant’s slips sold under the trademark 
MISS YOUTH FORM Or YOUTH FORM in script and plaintiff's brassieres sold under YOUTHFoRM, 
for although the parties are not in competition, advertisements show the female form clad in 
both a brassiere and a slip, which fact connects the two in the public mind and, moreover, such 
goods are largely sold in the same store. Notwithstanding that plaintiff had initially used its 
mark nationally, he is entitled to an injunction only in the Southeastern states, which is the 
only territory where plaintiff had proven current sales on a substantial basis. However, the 
injunction would not prevent the defendant from national advertising which featured the words 
in script. 1239 





















Score oF RELIEF 
Accounting 


Upon a finding of confusing similarity between pICKIE’s and DICKIE DAVIs, both used on 
boys’ clothing, the court required the defendants to account to plaintiff for the profits attributable 
to use of the infringing mark but the court refused to award counsel fees to the plaintiff in the 
absence of bad faith or vexatious tactics by the defendants. 624 


Action for injunction and damages based on unfair competition. From judgments for plain- 
tiff both parties appeal. Plaintiff, manufacturer of the ronson lighter, the patents for which 
expired in 1952, sues defendants for copying the design of its lighter and for unfair competition. 
Undisputed that upon the termination of the patent defendants were free to duplicate the device 
but the court held the defendants to be guilty of unfair competition in the combined copying 
of plaintiff’s designs, slogans, legends and advertising art so as to “stimulate confusion” and 
referred the matter to a master to assess damages. Plaintiff limited its proof at the reference 
to proof of defendants’ profits without attempting to establish any relation between defendants’ 
profits and plaintiff’s loss. The award, based on the erroneous assumption of defendants’ profits 
| should be reversed and sent back for further proof to determine “the fair compensation, if any, 
. to the plaintiff for the illegal acts of the defendants” and plaintiff must show loss of profits due 
to defendants’ unfair acts. 628 

























Attorney’s Fees 


Plaintiff is entitled to its actual damages by reason of defendant’s acts which are to be 
determined by a master, but in the absence of fraud, plaintiff is not entitled to defendant’s profits 


nor to counsel fees. 610 


Upon a finding of confusing similarity between pIcKre’s and DICKIE DAVIs, both used on 
boys’ clothing, the court required the defendants to account to plaintiff for the profits attributable 
to use of the infringing mark but the court refused to award counsel fees to the plaintiff in the 
absence of bad faith or vexatious tactics by the defendants. 624 
















Damages 
Plaintiff is entitled to its actual damages by reason of defendant’s acts which are to be 
determined by a master, but in thé absence of fraud, plaintiff is not entitled to defendant’s 


profits nor to counsel fees. 610 
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A claim for treble damages under that part of the Lanham Act which provides for such 
damages, in the court’s discretion involves a question of wilfulness which the defendant is 
entitled to have tried by a jury; such damages are not merely incidental to the equitable relief 
sought and, hence, within the scope of the court’s general equity power but rather are the result 
of statutory authorization. 776 


Action for trademark infringement seeking injunction against use by defendant of mark 
DRAM-A-MINE as infringement of plaintiff's trademark DRAMAMINE. Defendant contends plain- 
tiff’s mark is descriptive and alleges it is guilty of monopolistic practices and price fixing in 
violation of antitrust laws. DRAMAMINE not descriptive of dimenhydrinate useful in motion sick- 
ness but is a strong mark entitled to highest protection as contrasted to weak marks containing 
descriptive words which are limited in protection to cases where applied to similar product. 
Relief limited to injunction. Damages denied. 1459 


Injunction 
A Motion for Summary Judgment by plaintiff in connection with its suit to enjoin use by 
defendants of the corporate title THE STANDARD OIL COMPANY OF NORTH CAROLINA, INCORPORATED 
on the grounds that said use is confusingly similar to plaintiff’s name, Esso Standard Oil Com- 
pany and its trademarks, STANDARD Or STANDARD OIL. Motion granted and defendants are en- 
joined from use of the corporate name or any use of the name STANDARD Or STANDARD OIL in 
connection with petroleum products. 75 


Irreparable harm will result where the use by a newcomer of a deceptively similar mark 
in the manufacture and sale of similar articles of inferior quality permits him to take advantage 
of the good will created by the prior user and so to confuse the public that those desiring to 
purchase the latter’s product will purchase that of the newcomer. Damage to so intangible 


a value as good will can never be accurately ascertained and may justify the issuance of the 
extraordinary remedy of a preliminary injunction but there must first be a balancing of the 
equities and in the absence of immediate harm, matter must be completely litigated before the 
use of such a drastic remedy. ‘ 

Sufficient cause found to exist to warrant the issuance of a preliminary injunction to restrain 
defendant’s use of the mark BLUE CHIPs upon children’s clothing of a quality inferior to that of 
similar products previously made and sold by the plaintiff under the mark cuIPs. 341 


Suit to punish for contempt for violation of terms of a consent decree entered in action for 
trademark infringement by which defendant was enjoined from using the word star or “any 
representation or symbol of a star, or any other colorable imitation of plaintiff’s said trademark” 
in connection with the sale of mattresses. Original action involved defendant’s use of mattress 
label, 8-star and eight small five pointed stars which was alleged to infringe plaintiff’s use of 
sTAR for pillows. Subsequent to the entry of consent decree defendant sold mattresses covered 
with ticking using stars as decoration. Record shows stars do not purport to be a trademark 
but are part of stylized representation of clouds, sky and scattered stars known as DAWN GRAY 
design which was purchased on the open market. Mattresses were prominently labeled 
ENGLANDER. 351 


Proof of actual deception is not needed to justify an injunction against use of a trademark 
if it is of such a character or used in such a way as to be likely to deceive a prospective 
purchaser. 617 


Action for trademark infringement seeking injunction against use by defendant of mark 
DRAM-A-MINE as infringement of plaintiff's trademark pRAMAMINE. Defendant contends plain- 
tiff’s mark is descriptive and alleges it is guilty of monopolistic practices and price fixing in 
violation of antitrust laws. DRAMAMINE not descriptive of dimenhydrinate useful in motion sick- 
ness but is a strong mark entitled to highest protection as contrasted to weak marks containing 
descriptive words which are limited in protection to cases where applied to similar product. 
Relief limited to injunction. Damages denied. 1459 
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Plaintiffs sued to restrain defendant, a former charter member from using its registered 
trademarks which are, a service mark consisting of a plow, rake and hoe; a collective mark 
for goods consisting of the words, UNION FARMER used for newspapers and a service mark 
consisting of the words FARMER UNION used by plaintiff in advertising its services. Since its 
organization in 1906 plaintiff has expanded into 29 states. The weekly newspaper and publica- 
tions are widely circulated. Defendant’s charter was revoked in 1954 but they reincorporated 
and refuse to discontinue use of UNION FARMER and FARMER UNION and appeal from the injunc- 
tion granted plaintiff. Defendant publishes Iowa Union Farmer and in its other activities 
defendant’s use of plaintiff’s mark is in direct competition with plaintiff. The evidence shows 
confusion resulting from defendant’s activities. 1492 


Territorial Limitations 
Court held that plaintiff was not entitled to the sole and exclusive right to the trademark 
BAVARIAN on beer but the term BAVARIAN or BAVARIAN’S has ceased to be geographically or 
otherwise descriptive of the product and has in plaintiff’s localized area acquired a secondary 
significance which entitles plaintiff to an injunction restraining defendant from selling BuscH 
BAVARIAN beer in plaintiff's trading area of northern Kentucky, southeastern Indiana and 
southern Ohio. 744 


There is a probability of confusion between defendant's slips sold under the trademark 
MISS YOUTH FORM Or YOUTH FORM in script and plaintiff's brassieres sold under YOUTHFORM, 
for although the parties are not in competition, advertisements show the female form clad in 
both a brassiere and a slip, which fact connects the two in the public mind and, moreover, such 
goods are largely sold in the same store. Notwithstanding that plaintiff had initially used its 
mark nationally, it is entitled to an injunction only in the Southeastern states, which is the 
only territory where plaintiff had proven current sales on a substantial basis. However, the 
injunction would not prevent the defendant from national advertising which featured the words 
in script. 1239 


CoNSENT DECREE 


Consent decree conclusive as to its contents between parties but court may construe it. 
Decree may not be enlarged beyond the issues raised by pleadings. Since original action was 
for trademark infringement only and trial court found no infringement of the trademarks the 
consent decree has not been violated. 351 


LACHES 


While no actual competition existed between the products, the expressed intent of defendant 
to sell BUSCH BAVARIAN in plaintiff’s area required plaintiff to bring action to avoid subsequent 
charge of laches. 744 


EVIDENCE 


The conduct of dealers in attempting to pass off defendant’s goods as those of plaintiff 
cannot be charged to the defendant when such deception was traceable only to defendant’s use 
of a functional feature previously used by plaintiff. 51 


Sufficiency of degree of control of plaintiff’s mark was held unnecessary to be decided in 
view of decision that there is no infringement. 241 


Negative evidence of lack of confusion may be considered by court on question of likeli- 
hood of confusion. 351 


Actual confusion is not necessary to sustain a claim of trademark infringement. The simi- 
larity of the marks in appearance and suggestion, the strength of plaintiff's mark, the area and 
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manner of the use of the marks, and the degree of care exercised by prospective purchasers are 
elements for consideration in determining the question of likelihood of confusion. Despite absence 
of any particular similarity in appearance between the marks 4 way and 7 way—both used on 
cold remedies—the similarity of suggestion was sufficient to constitute infringement. 488 


In a suit for trademark infringement and unfair competition actual recordings of the 
voices of the defendant’s salesclerks were held and relied upon by the court in granting a 
motion for a preliminary injunction. 552 


The defendants’ failure to answer plaintiff’s opposition to the former’s application for regis- 
tration did not constitute an admission in a subsequent infringement suit between the parties 
where the same marks were involved. 624 


While it is true that evidence of actual confusion on part of general public has some proba- 
tive value in determining infringement, it has such value only if conflicting marks are such 
that reasonable minds might so confuse them. 634 


It is not necessary to establish fraud in order to prevail in a trademark infringement and 
unfair competition case but such element if present is a matter for consideration in determining 
secondary meaning. Where it appeared that prior to defendant’s adoption of the name and mark 
AMERICAN its principal officers and stockholders had knowledge of the value of such mark to 
plaintiff as a result of their former employment relation with it, fraud and bad faith were 
inferred. 734 


Plaintiff sues for trademark infringement and unfair competition on the ground that defen- 
dant’s use of the mark BUSCH BAVARIAN is an infringement of plaintiff's marks BAVARIAN or 
BAVARIAN’S. Defendant counterclaims for the cancellation of plaintiff's trademarks on the ground 
that the registrations were invalidly obtained by fraud, costs and attorneys’ fees and damages 
by reason of the fraudulent registrations. The evidence showed that plaintiff had sold its beer 
in a localized area surrounding Cincinnati and that it had been substantially advertised as 
BAVARIAN Or BAVARIAN’S beer. Defendant urged that BAVARIAN was descriptive of a type of beer 
and produced evidence of the use of the term BAVARIAN by over sixty concerns in the United 
States and by numerous other concerns in foreign countries, as well as voluminous testimony by 
independent brewing experts that BAVARIAN is the name of a well-known type of beer in the 
United States. 744 


Survey held inadmissible as hearsay because it was offered to prove what interviewers 
said they were told by the persons questioned, and because of construction of questions and 
methods of interrogation. 1216 


SuRVEYS 


Plaintiff to show secondary significance offered survey evidence that many members of the 
public had heard of BAVARIAN beer and knew it was made in the Cincinnati area, which was 
received over objections as to credibility of the supervisor of the survey. 744 


UNFAIR COMPETITION 
Basis of Relief 


In General 


Plaintiffs, well-known French fashion houses filed suit to restrain defendants to publish 
sketch service to subscribers of plaintiff’s original design and sketches. Defendants’ motion to 
dismiss complaint is denied on the ground that general principles that commercial unfairness 
will be restrained where there has been misappropriation for commercial advantage of one 
person of a benefit or property belonging to another. Statement of sufficient cause in unfair 
competition depends more on facts set forth and less on technical requirements than in most 
causes of action. 35 
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Section 368-c(3) of New York General Business Law, Chapter 20, broadens traditional 
concept of unfair competition so that secondary meaning and confusion of goods are no longer 
required; but if defendant has merely used to describe its goods designations widely used in 
industry, there can be no injury to plaintiff. 181 


The law of the state in which the alleged acts of unfair competition occurred governs an 
action brought thereon in the federal courts. Unfair competition is proscribed by statute in 
California and in establishing a cause of action thereunder based upon the deceptive use of a 
similar name it is not necessary to prove fraud since the statute inhibits both “unfair” and 
“fraudulent” business practices. 

Under the California statute pertaining to unfair competition, actual confusion or deception 
need not be shown for it is sufficient that there exists a likelihood thereof. 

In the absence of proof that a shield with vertical stripes is an official coat-of-arms or 
insignia of the United States it becomes unnecessary to determine whether such status would 
defeat plaintiff's claim of unfair competition. 198 


Unfair competition in use of registered mark or trade name in commerce under Lanham 
Act consists in any use intended or likely to cause confusion or mistake or to deceive pur- 
chasers as to source of origin; this in essence is common law concept. 217 


In order to prevail in unfair competition case, plaintiff must prove either that defendant 
has acted unfairly in some manner, or that defendant’s activities have caused confusion or mis- 
take, or are likely to cause confusion or mistake, with plaintiff’s activities, in the mind of the 
public. 474 


When one uses a mark in such manner as to create in the minds of the purchaser the 
impression that it represents the goods of another, then he competes unfairly. 488 


Since evidence shows no actual competition between the goods involved, the court finds 
no unfair competition. 766 


Unfair competition is form of unlawful business injury; originally, it consisted of palming 
off or in attempting to pass off goods, products or business of another as and for one’s own; 
modern concept includes rot only foregoing, but also any misappropriation of trade name, trade- 
mark, reputation or good will of another—any species of “commercial highjacking.” 1004 


Notwithstanding absence of evidence of specific instances of palming-off, defendant’s dis- 
semination to retail druggists of lists which facilitated substitution of defendant’s less expensive 
simulations for plaintiff’s more frequently ordered drugs constitutes unfair competition when 
practiced in connection with prescription sales. 1230 


Dress of Goods 


Defendant’s use of a blue, circular dot at the inside top of flash bulbs having been found 
not to infringe upon any valid trademark rights of plaintiff, it was further found that such use 
did not amount to unfair competition, since the dot had not acquired a general significance in 
the market identifying plaintiff’s goods; the imitation was not likely to cause prospective pur- 
chasers to regard defendant’s goods as those of plaintiff; the feature imitated was functional 
and the defendant had taken reasonable steps to inform prospective purchasers that its goods 
were not those of the plaintiff. 51 


Similarity to a published design not protected by patent or secondary meaning is not 
actionable, nor is appropriation of a published design for commercial advantage in the absence 
of the protective elements. 74 


An intent to deceive need not be shown to establish a case of unfair competition but if such 
an intent is proven it raises a presumption that confusion and deception exist. A latecomer who 
deliberately copies the dress of his competitors must prove that his efforts were futile. A striking 
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similarity between the distinctive features of two service marks was found to exist where one 
consisted of the words NATIONAL VAN LINES, INC. displayed over a shield with red and white 
or black and white vertical stripes forming the lower portion thereof and the other consisted 
of the words NATIONAL TRANSFER & STORAGE displayed over an outline map of the United States, 
the lower part of which contained red and white or black and white vertical stripes; the prin- 
cipal characteristic of each mark lay in the use of vertical stripes in red and white or black and 
white below a name beginning with the word NATIONAL and the likelihood of confusion was 
enhanced by the fact that both parties rendered the same service and both used the mark in the 
same way. 

The defendant having imitated the distinctive features of plaintiff’s mark by using the word 
NATIONAL together with vertical colored stripes, could not avoid a charge of unfair competition 
by showing that many others, including competitors of the parties, use such elements; plaintiff 
was not seeking to protect either element standing alone but rather the composite of the two 
and his right to do so could not be destroyed by third parties’ use of either the word or the 
stripes alone. 198 


Imitation of certain filing cases previously manufactured by plaintiff, the use of the same 
color thereon and the failure of defendant to substitute a name plate in lieu of plaintiff's em- 
bossed name on the drawers of its files did not constitute unfair competition. 206 


Newcomer by copying firstcomer’s product admits it to be more readily marketable. Copy- 
ing of trademark and trade name, in addition to label and in precise detail as to design, shape 
and color is difficult to justify in any case and where myriad variations are available to the mis- 
appropriator case is mildly put by saying his very act of copying strongly impels inference that 
he intends to reap commercial gain by trading on good will of firstcomer; tendency of law is in 
direction of enforcing increasingly high standards of fairness in trade. 

Public interest in free competition is advanced where equity forbids immoral act of mis- 
appropriation by exact copying of goods of another. Wholly apart from any unfair use of a 
trademark or trade name, copying of an article where effect is to appropriate another’s trade 
will be enjoined by California courts; likewise enjoined will be sending of unfair communica- 
tions to trade. 217 


Courts often enjoin imitation based on similarity of dress of goods but the basis of such 
protection is unfair competition and not trademark infringement. 283 


Upon motions for modification of a judgment of injunction, the court refused to enjoin the 
defendant from using either the words CORNELL RECIPE BREAD, if preceded by word MESSING, or 
from using a red rectangular background therefor, which, in the courts opinion, did not simulate 
a pennant, flag, or device suggestive of a college. Defendant was enjoined however, from using 
the words CORNELL RECIPE in connection with doughnuts, absent a showing that plaintiff had 
permitted similar use by others. 340 


No relief is available to the creator of an original fabric design against a copier thereof 
notwithstanding that the absence of design expenses permits the latter to sell the fabrics at a 
lower price than the originator. 508 


In an action to declare invalid a patent pertaining to concrete wall forms, the court after 
ruling the patent ineffective found also that the plaintiff was not guilty of unfairly competing 
with defendant patentee by similarly painting its forms red or by constructing them in such a 
way as would permit them to be used interchangeably with defendant’s; no secondary meaning 
had been created in the appearance of defendant’s forms and plaintiff had almost always used 
its trademark prominently on its products with the result that potential users of both products 
were, by reason of their particular knowledge, not likely to be confused as to the source of the 
goods. 752 

Whether defendant’s activities constituted unprivileged imitation depends upon whether he 
copied or imitated appearance of them after having obtained them by improper means, or on 
his promise not to copy them. 831 
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The correct test to be applied in ascertaining whether unfair competition exists in package 
similarities is whether or not there is a reasonable likelihood that an appreciable number of 
prospective purchasers—casual as well as discerning—would be confused. The test is not limited 
to discriminating members of the public nor is it geared to the level of the rankly careless and 
unconcerned. Claim of unfair competition arising out of alleged package similarities was found 
not established where but for a similarity in the color codes and in the vignettes picturing the 
product, there existed considerable dissimilarity in appearance, the evidence further showing 
that the defendant itself has first used some of these features. 988 





Package simulation amounting to unfair competition does not reside in the identity of single 
features nor in indistinguishability when set side by side but rather by the general impression 
upon the ordinary purchaser or user and if that impression is such as to induce a belief that it 
is the original article, unfair competition is present. In an action to restrain package simulation, 
an injunction was found appropriate to restrain the defendant’s use of a package for nut meats 
which package simulated the overall appearance of the package previously used by plaintiff for 
the same goods in arrangement, design, and collocation of printing and ornamentation. 1073 


Functional features of drug products are not capable of acquiring a secondary meaning and 
they may be copied by others so long as adequate precautions are taken to prevent the substi- 
tution of one product for another and there is no inducement to dealers to engage in palming- 


off. 1230 







It is unfair competition where plaintiff (in declaratory judgment suit) fraudulently obtained 
from defendant an official class ring bearing defendant’s name, copied it and sells it to all 
students of defendant in violation of defendant’s rule restricting sales to upper classmen and 
alumni. It is immaterial that plaintiff uses its trademark on the rings. 1251 


False Advertising 


Plaintiff for many years has manufactured and serviced vacuum cleaners under the mark 
ELECTROLUX, for which it has registration. Defendant Vacuum Cleaner Conservation purchased 
used ELECTROLUX machines which it reconditioned and sold through defendant Famous Vacuum 
Shops under the ELECTROLUx mark. Defendants reconditioned machines by stripping others, 
reassembling and using parts not made by plaintiff. Defendant advertised the rebuilt machines 
on T.V. as ELECTROLUX “rebuilt by the famous vacuum company” which was deceptive as to the 
identity of the rebuilder. Defendant Vacuum Cleaner Conservation also sold their own vacuum 
cleaners and rewarded their salesmen for switching sales from the advertised ELECTROLUX 
machines. It is actionable injury to advertise rebuilt machines as ELECTROLUX unless completely 
rebuilt with ELECTROLUX parts. Bait advertising is unfair to public and owner of well-known 
trademark, and failure to disclose name of rebuilder is deceptive and misleading. Plaintiff is 
entitled to a permanent injunction against a continuation of the acts specified and to damages 
for lost profits of plaintiff and profits of defendants attributable to their acts of unfair com- 


petition. 494 


False Designation of Origin 


Theory of cause of action is that defendant’s use of expressions constitutes false designation 
of origin and false description and representation in violation of 15 U.S.C. 1125 (a) ; this can be 
so only if alleged unregistered trademarks used by plaintiff are so associated with its goods 
that use of same or similar marks by another company constitutes representation that its goods 
come from same source; cited statute requires at least that defendant be guilty of a false repre- 
sentation; if expressions used by defendant are not uniquely associated with plaintiff’s goods 
there is no such false representation. 181 

Plaintiff, a manufacturer of ladies’ garments sues for breach of contract and defendants 


counterclaim for damages by reason of plaintiff selling defendants’ styles without proper labeling 
and for moneys due under the contract. The evidence showed undeniable resemblance between 
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the creations of plaintiff and defendants, supposedly the creations of one Roxanne, employed 
by plaintiff but who had access to defendants’ designs. Trade practices seem to condone style 
piracy and the law is clear that designs and fashions once displayed or sold go into public domain 
and are available to all. : 

Plaintiff breached its contract by withholding the payments due under the contract without 
justification. Defendants’ first counterclaim for unfair competition is dismissed and judgment 
is granted in favor of defendants’ second counterclaim on the contract claim. 235 


In a suit for trademark infringement and unfair competition brought by the owner of the 
trademark BUFFERIN, use on an antacid analgesic, against a defendant who sold a similar product 
labeled as BUFFERED ASPIRIN, a motion for a preliminary injunction was granted where it ap- 
peared that the latter had falsely represented that its product was BUFFERIN or the same thing 
as BUFFERIN in formulation, ingredients and origin. Moreover, in addition to substituting sur- 
repetitiously its product upon specific calls for the plaintiff’s and also positioning both products 
in store displays in such a way as unfairly and deceptively to employ the plaintiff’s mark, the 
defendant was further found to have used the said mark wrongfully as a common descriptive 
or generic term thus diluting the distinctive quality thereof. 552 


Lower court awarded $4,700 in damages to plaintiff, also enjoining defendant from repro- 
ducing and dealing in any of the three-dimensional pictures produced by respondent. Defendant 
appeals from this judgment. Defendant-appellant committed acts of unfair competition by dis- 
tributing inferior copies of plaintiff’s three-dimensional pictures that are bought in the belief 
that they were made by plaintiff. Thereby, plaintiff’s reputation has been injured. Fact that 
plaintiff's pictures are not protected by patent or trademark does not bar plaintiff from relief, 
since the issue is whether defendant was guilty of fraudulent practices and whether the pictures 
deceived purchasers. 

Anyone selling merchandise or services to the public is entitled to protection against 
competitor who uses fraudulent practices and diverts business to his advantage, and he should 
be enjoined from committing such wrongful acts. Facts on record show that damage of $4,700 
represents actual damage only suffered by respondent and should be awarded. 1484 


The salient requirement of an action for unfair competition is that one manufacturer sells 
his goods by creating the impression that the goods are the products of another. It must further 
be shown that consumers purchased the article because they were concerned with the origin, 
and not merely because of certain attractive features. One may imitate the functional features 
of a product in every characteristic provided reasonable steps are taken to inform prospective 
purchasers that the goods are of a different manufacture. 1511 


False Trade Descriptions 


Defendants unfairly compete where they pass off a substitute product as and for plaintiff's 
product sold under trademarks coca-coLa and COKE. 779 


When defendant copied unpatented goods of plaintiff, it was not unfair competition; it was, 
however, unfair trade practice to continue use of illustrations of plaintiff’s goods in defendant’s 
catalogue; use of similar model numbers for corresponding parts of plaintiff’s goods, while not 
unfair competition, might under circumstances have tendency to confuse public and should be 
discontinued. Palming off is form of fraud, and like fraud is never presumed but must be 
established by clear preponderance of evidence. 831 


Evidence shows that Beirne clearly intended to palm off defendant’s goods as those of 
plaintiff and therefore defendant should be held accountable in damages for the losses occa- 
sioned by their unfair competition and should be enjoined from further representing that INSECT 
LIGHT is the product of plaintiff’s company or that INSECT-0-LITE is the outmoded product of 
plaintiff, but plaintiff's claim of trademark infringement should be denied. 997 
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Trade and Commercial Names 










Defendant’s use of SNAP-ON as a trademark and as part of trade name in uses such as 
SNAP-ON, SNAP-ON DRAWER and SNAP-ON DRAWER CO. where it had acquired secondary meaning 
indicating plaintiff, SNAP-ON TOOLS CORPORATION, is trademark infringement and unfair competi- 
tion; legitimate use is permitted of SNAP-ON in textual matter when such is used unemphasized 
and without a hyphen in a grammatically complete statement of function or action. 207 















Plaintiff seeks to restrain defendants from engaging in business under the name PARSONS 
PHARMACEUTICALS, INC. and under his individual name and from engaging in other acts of unfair 
competition. In 1949 the members of Burton, Parsons & Co. sold their business to J. S. Tyree, 
Chemist, Inc., who subsequently reorganized as a Delaware corporation under the name Burton, 
Parsons & Co., Inc. Frederick Burton Parsons agreed to continue with the new corporation as 
general manager for 10 years. He was to receive a salary, commission and 20% of the common 
stock of the corporation. The sellers also agreed not to engage in any similar business for a 
period of 10 years. In 1955, Parsons resigned and organized PARSONS PHARMACEUTICALS, INC. 
with the help of his former associates. Defendant was individually under a fiduciary duty not 
to compete with his employer. Evidence shows use by defendant of a similar type of advertising, 
same slogans and the contacting of plaintiff’s physician customers. Plaintiff is entitled to an 
injunction against Parsons individually and PARSONS PHARMACEUTICALS, INC. Frederick Burton 
Parsons will be required to make a partial return of the stock. 231 























Plaintiff sues to enjoin defendant from use of word INDUSTRIAL as part of its corporate or 
trade name in connection with business of auctioneering, appraising and liquidating machinery 
and equipment. Evidence shows plaintiff incorporated in 1919 and has built up nationwide busi- 
ness with substantial advertising. Business field of parties is limited and plaintiff has established 
an excellent reputation and has acquired a secondary meaning. Defendant adopted corporate 
name with knowledge of plaintiff and its reputation and has copied plaintiff’s advertising tech- 
niques. Plaintiff has established likelihood of confusion and continued deception of plaintiff’s 
customers; he is entitled to a permanent injunction against use of INDUSTRIAL by defendants 


in its business. 348 

















Injunctive relief may be granted to plaintiff against non-competing businesses in certain 
cases where defendants are whittling down identity and reputation of plaintiff's names; these 
| are cases where defendants in non-competing lines deliberately choose a name in order to trade 
on plaintiff’s reputation and to deceive public into believing that they are connected with 
plaintiff. 

| Eleven year history of defendant’s use without single demonstrated case of confusion, dis- 
similarity between RENOFAB and RENOTEX, difference in nature of business and testimony of 
actual recognition of dissimilarity by plaintiff and one of its customers, make it apparent that 
there is no likelihood of confusion. RENOTEX CORPORATION, used in connection with carpet clean- 
ing services, is not likely to be confused with RENOFAB cleaning fluid; RENOTEX CORPORATION 
makes no use of its name in connection with the sale of cleaning fluid. 474 


















Section 964 of New York Penal Law seeks to accomplish what common law civil action 
for an injunction to restrain unfair trade practices and unfair competition sought to do, but 
without attendant formalities and delays entailed in such actions; cases have held that proof 
only by a preponderance of clear and convincing evidence is necessary. Accent of modern law 
is clearly upon whether newcomer has sought to capitalize upon prestige, reputation, advertising 
and good will of predecessor. 

While. precision may be a term of widespread use in the electronics field, its use as the 
distinguishing part of a firm name to identify that firm’s product is not an ordinary use. Where 
secondary meaning is attached, same words in trade name may not be used by any competitor 
in same geographical area; use of name by other firms in other parts of the country cannot 
justify wrongful use by defendant of name. 















i 


S83 cog ew ao wa 


ge Pp 





shed 


ech- 
iff’ s 
ants 

348 


rtain 
hese 
rade 
with 


dis- 
ry of 
that 
lean- 
TION 
474 


ction 
, but 
proof 
n law 
tising 


is the 
N here 
yetitor 
-annot 


DIGEST OF CASES—PART II 83 


Under section 964 of New York Penal Law, respondent PRECISION METER CO., INC. is en- 
joined from using said name in view of secondary meaning identifying petitioner, PRECISION 
APPARATUS CO., INC. 481 


THE BEEFEATER, for a restaurant name, is enjoined by owner of trademark BEEFEATER for 
gin. 517 


Because source from which summary remedy derives is statute (New York Penal Law, 
Sec. 964) primarily penal in nature, and because determination under civil remedy therein per- 
mitted is to be made on submitted papers alone without formal trial, petitioners must establish 
their claim by proof that is conclusive as to respondent’s intent to deceive. 

Selection by respondent of name JUBILEE JUNIORS, INC., so closely similar to petitioners’ 
use of trademark JUBILEE and names for subsidiaries JUBILEE FASHIONS, INC. and JUBILEE GIRLS 
SPORTSWEAR, INC., when hundreds of dissimilar names might be selected, carries with it implica- 
tion that intent is to deceive public by falsely indicating apparent use of petitioners’ product; 
fact that respondent has failed to offer any acceptable explanation justifying its adoption of 
name confirms fact that it intended to take advantage of respondent’s prestige and reputation ; 
petitioners have sustained burden of proof required to entitle them to summary remedy given 
by Sec. 964 of New York Penal Law. Courts have long established principle that common 
words frequently used as names have been enjoined as improper when applied to similar 
businesses. 633 


Protection of trade name is not limited to district or state where plaintiff makes use of it; 
limitations of protection must be as broad as requirements of particular case; when establish- 
ment with national reputation has its name infringed by purely local establishment of similar 
kind, there is reasonable prospect of damage being done. 635 


Plaintiff's use of cock ’N BULL for a restaurant name in Los Angeles is much senior to use 
of defendant of same name for restaurant in Washington, D. C.; plaintiff has acquired national 
reputation for his restaurant and products sold under restaurant name; restaurant is well-known 
to public throughout country; there is no competition between restaurants, but since patronage 
of defendant’s restaurant may be derived from assumption that it is a branch of plaintiff’s busi- 
ness, defendant’s use of name is enjoined. 635 


Plaintiff sues for trademark infringement and unfair competition on the ground that defen- 
dant’s use of the mark BUSCH BAVARIAN is an infringement of plaintiff's marks BAVARIAN or 
BAVARIAN’S. Defendant counterclaims for the cancellation of plaintiff's trademarks on the 
ground that the registrations were invalidly obtained by fraud, costs and attorneys’ fees and 
damages by reason of the fraudulent registrations. The evidence showed that plaintiff had 
sold its beer in a localized area surrounding Cincinnati and that it had been substantially adver- 
tised as BAVARIAN Or BAVARIAN’S beer. Defendant urged that BAVARIAN was descriptive of a type 
of beer and produced evidence of the use of the term BAVARIAN by over sixty concerns in the 
United States and by numerous other concerns in foreign countries, as well as voluminous testi- 
mony by independent brewing experts that BAVARIAN is the name of a well-known type of beer 
in the United States. 744 


Action under $964 of the Penal Law to restrain use of the term FLATIRON OFFICE TEMPO- 
RARIES, INC., and since the evidence shows the name was adopted with knowledge of petitioner’s 
name and since confusion is deemed inevitable, the injunction is granted. 763 


Plaintiff, who engages in business in Manhattan, seeks to restrain defendant whose business 
area is Westchester and southern Connecticut from use of the trade name OFFICE HELP TEMPO- 
RARIES as an infringement of its trademark and corporate name under §964 of the New York 
Penal Law. This statute requires evidence that the name is adopted with the intent to deceive 
or mislead the public. Defendant explains his adoption of the trade name by the listing of the 
business in the classified telephone directory as “Office Help Temporary” and thereby raises an 
issue of fact which bars the allowance of a temporary injunction. 764 
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CITY MESSENGER OF HOLLYWOOD, INC., CITY MESSENGER AIR EXPRESS, CITY BONDED MESSENGER, 
or similar names when used in connection with sale, advertising or rendering of messenger, 
trucking, air freight forwarding services, are confusingly similar to and constitute unfair compe- 
tition with CITY BONDED MESSENGER SERVICE. Grant of certificate of authority by Civil Aero- 
nautics Board to plaintiff to engage in air freight forwarding business under names CITY MES- 
SENGER OF HOLLYWOOD, INC., doing business as CITY MESSENGER AIR EXPRESS, did not empower 
plaintiff to use said names in derogation of long established prior right of defendant. 813 


Action by The National Shoe Stores Company to restrain The National Shoes of New 
York, Inc., from unfairly competing with plaintiff by using the words NATIONAL sHOES. Both 
parties appeal from decree for plaintiff. Plaintiff has operated a number of shoe stores in Mary- 
land since 1940. Defendant operates 116 stores along the eastern seaboard and expanded into 
Maryland in 1954. Plaintiff’s operations and advertising have been modest while the advertising 
of defendant has been substantial. The general rule in Maryland is that in the absence of proof 
of secondary meaning no injunction may be granted even though the possibility of confusion 
exists. Evidence here contains no proof of customer confusion and defendant’s advertising is 
more likely to benefit plaintiff than otherwise but the similarity of corporate name and trade 
names is clear and therefore the chancellor was correct in requiring defendant to discontinue 
use of the words NATIONAL SHOES and to use the full corporate name of the Maryland subsidiary 
(The National Shoes of New York, Inc.). Decree affirmed. 851 


Seaboard Finance Company, a Delaware corporation, seeks a judgment directing the 
Secretary of State of Louisiana to issue it a certificate of qualification to do business within 
the state and a decree ordering Seaboard Finance Corporation, a Louisiana corporation, to 
cease and desist from doing business under that corporate name. The trial court granted a 
motion to dismiss and plaintiff appeals. Plaintiff has since 1927 expended substantial sums in 
advertising its loan business which maintains 304 offices in 32 states. As part of its progressive 
expansion, it has negotiated the acquisition of small loan companies in Louisiana. Incorporation 
of Seaboard Finance Corporation under the laws of Louisiana gave it no right to compete 
unfairly by the use of its trade name. The allegations by plaintiff that the name was adopted 
with knowledge of plaintiff’s wide use of a similar name was sufficient to state a cause of action 
entitling plaintiff to relief. 857 


Appeal following remand to the District Court. The license to use trade name RUBY FOO 
for a restaurant was a revocable one which expired on the insolvency of the corporation and 
was not an asset subject to later sale by the receiver. 862 


Sale of competing goods by defendant with name RoNsON qualified by expressions such as 
“style” or “type” does not minimize danger of injury to plaintiff's trade name and resultant 
harm to public in palming off of inferior goods on unwary consumer. 988 


It is not essential to constitute unfair competition that there be actual intent to deceive or 
mislead public, unless cause of action is based upon New York Penal Law section 964. It is no 
excuse that defendant is using his own name, or that parties are not in actual competition; test 
is whether use of name is likely to confuse and mislead public and injure plaintiff's name, repu- 
tation, good will or business. HARVEY MACHINE and HARVEY ALUMINUM are unfair competition 
with HARVEY MACHINE CO., HARVEY ALUMINUM SALES INC., HARVEY ALUMINUM, and HARVEY 
ALUMINUM, INC. 1004 


It is not part of petitioner’s case, in action under New York Penal Law section 964, that it 
establish exclusive right to name, pictorial design and format; accent of modern law is clearly 
upon whether newcomer has sought to capitalize upon prestige, reputation, advertising and 
good will of predecessor; right to injunction may not be defeated by bare denial of intent to 
deceive public; where respondent fails to establish true issue of fact, proceeding will lie; 
statute does not require proof that any person has in fact been deceived, and actual competition 
need not be shown. 

Defendant’s use of coop BAR is unfair competition with plaintiff’s Goop HUMOR ice cream 


products. 1014 
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Even if INSTITUTIONS is descriptive and even if it has not acquired a secondary meaning the 
use of the word INSTITUTIONAL in connection with the words FEEDING AND HOUSING as a title of 
a magazine was so likely to create confusion with the magazine identified by INSTITUTIONAL 
that the junior party knew or should have known of such likelihood of confusion. The publica- 
tion and distribution of a survey and lists by defendant comparing the readership of the compet- 
ing magazines invited conclusions which were not truthful and thereby constituted unfair 
competition. 1060 


The mark CELEsTE, used by defendant in connection with ladies’ dresses, infringes plaintiff's 
registered mark CELESTE previously used by it on ladies’ and children’s clothing. Injunction 
restrained use of word either as trademark or trade name. 1209 


It is unnecessary to determine whether prohibited word INDUSTRIAL has acquired secondary 
meaning in view of defendant’s intent to deceive public and trade. 1211 


Use of corporation’s name on rings manufactured by another for sale in competition with 
the rings of corporation is unfair competition. 1251 


Defendant’s ORCHID, ORCHID EXTERMINATING CO., CALL. ROY, THE ORCHID BOY, CALL ROY, THE 
ORCHID MAN infringe and compete unfairly with plaintiff's orKIN, ORKIN EXTERMINATING CO., INC. 
and OTTO THE ORKIN MAN. 1260 


An auto parts and service dealer who allegedly received permission to use the manufac- 
turer’s name FIAT as part of his trade name and who refused to discontinue use of that name at 
the manufacturer’s request ten years later was enjoined from continuing such use and was 
further ordered to surrender the telephone number listed for such name and to advise all persons 
calling the new number for FIAT cars or service that he is not affiliated with the Fiat com- 
panies. 1489 


Trade Secrets 


It is customary trade practice that exclusive and original designs of dresses, accessories and 
other items of women’s apparel are never revealed to any persons unless they agree not to 
divulge any reproduction until specifically authorized by each of the plaintiffs. Defendants 
fraudulently gained admittance to fashion shows and induced plaintiffs’ employees to violate 
their positions of trust and to pass on to defendants models and copies of designs and informa- 
tion relating thereto which defendants thereafter published as their own. 

Defendants’ practices constitute unfair competition resulting in money damages and injury 
to name of plaintiffs. Court holds that exclusive fashion shows do not constitute violation under 
section 340 of N. Y. General Business Law, and is not restraint of trade under Sherman Act 
nor does a limited showing constitute an abandonment of its designs by plaintiffs. 35 


One may copy that which has become public property but may not do so as the result of 
knowledge acquired through a breach of trust or confidence. The display of original dress 
designs by plaintiff at a private showing to which certain individuals were invited constituted a 
dedication to the public in the absence either of an advance admonition to the invitees against 
disclosure or the existence of a trade custom imposing an injunction of secrecy. 346 


In suit for patent infringement and unfair competition involving staplers court held patents 
valid and infringed and defendant guilty of unfair competition. It appearing from the proof 
that defendant had hired away a valuable employee of plaintiff in order to secure trade secrets 
comprising account lists and that it had used plaintiff’s code designations to identify parts not 
manufactured by plaintiff without explanation, the finding of the Court that defendant was 
guilty of unfair competition is affirmed. 640 


Under New Jersey law, third party cannot be held liable for profits and damages for wrong- 
fully using trade secrets until third party has actual notice or knowledge that it is invading 
right of owner of trade secrets; under rule, notice and knowledge can be proved by circum- 
stantial evidence and inference of other facts established by evidence. 837 
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Plaintiff had applied for a patent covering a wire stretching tool and licensed American 
Gage to manufacture the wire stretcher. During the term of the license the patent application 
was refused on the grounds that the alleged invention was already in the public domain but 
plaintiff renewed the manufacturing agreement without disclosing that the patent had been 
rejected. Upon subsequent disagreements the license arrangement was canceled and plaintiff 
licensed another manufacturer in the United States. However, defendant continued to make 
and sell the wire stretcher and the Trial Court allowed recovery against the manufacturer. 
But since patent was rejected, plaintiff was without any proprietary rights in the device and, 
since no trade secrets were involved, defendant is not liable to plaintiff for unjust enrichment; 
American Gage paid plaintiff $10,000 for a right which was free to anyone. Judgment of district 
court is reversed. 1016 


Suit for breach of contract. Plaintiff, Swedish manufacturer, licensed United States to make 
a particular type of anti-aircraft gun in 1941. United States commenced exporting gun to its 
allies in 1942. Plaintiff's petition filed in 1953 and government raises bar of statute of limita- 
tions. However, agreement not to export was without limitation as to time and therefore 
violations within six year period not barred. Contract contained arbitration clause but although 
violation arose in 1942 arbitration not invoked untii 1947 but statute of limitations not affected 
by arbitration rights. Evidence show that in 1940 government purchased Bofors gun only for 
testing purposes. Subsequently U. S. Navy Department negotiated with Swedish firm for 
license. Final contract provided guns were “for United States use” but plaintiff’s agent through- 
out stipulated that plaintiff would not agree to exporting of guns. Meaning which plaintiff 
attached to language controlling and government was under duty to affirm its intention to 
export and not remain silent. Government may not defend on ground it had already gotten 
blueprints from others and did not need Swedish blueprints. Government got what it sought— 
immunity from liability to plaintiff for actions within scope of contract and must therefore 
comply with contract. 1112 


Scope OF RELIEF 
Injunction 


Relief by way of injunction in an action for unfair competition is not precluded solely by 
fact that goods or businesses of litigants are not in actual competition. 617 


Injunction should include corporation and all individual defendants even though all did not 
actively participate in the misrepresentations. Intent not necessary in civil action. 997 


Plaintiff sues to enjoin defendant from the use of the name SAFEWAY FURNITURE CO. as an 
infringement of its name SAFEWAY STORES, INC. Plaintiff and its predecessors had operated a 
large chain of retail food and grocery stores under the name sAFEway for many years and had 
acquired a secondary meaning indicating plaintiff’s organization, but where there is no compe- 
tition between the products or the business plaintiff is not entitled to an injunction against the 
use of the word sAFEWAY as part of the name for a furniture company. 1079 


Plaintiff and its predecessors having used the name SAFEWAY in connection with retail 
grocery and vegetable stores for many years, are held to have acquired a secondary meaning 
identifying plaintiff, and defendant’s use of the name SAFEWAY FURNITURE COMPANY constitutes 
unfair competition, entitling plaintiff to injunctive relief despite the fact that the parties were 
not directly in competition. The facts that others in California have used the name sAFEWAY 
since the adoption of the mark by plaintiff does not aid defendant. 1083 


Letters sent by plaintiffs to defendant’s customers advising them of the pendency of action 
against defendant and that they would be subject to suit for the sale of defendant’s ashtrays, 
were found to have been sent in good faith and defendant’s motion for a temporary injunction 
restraining such notices was accordingly denied. 1228 





DIGEST OF CASES—PART II 87 


An auto parts and service dealer who allegedly received permission to use the manufac- 
turer’s name FIAT as part of his trade name and who refused to discontinue use of that name 
at the manufacturer’s request ten years later enjoined from continuing such use and was further 
ordered to surrender the telephone number listed for such name and to advise all persons calling 
the new number for FIAT cars or service that he is not affiliated with the FIAT companies. 1489 


Damages 


The defendant having actual knowledge of plaintiff’s prior use of youTHFORM in script, its 
deliberate use thereof constitutes bad faith and while plaintiff, because of laches in areas other 
than the Southeastern states, cannot recover special damages for acts there performed, the 
evidence does not show laches in the Southeastern states and plaintiff is entitled to punitive and 
compensatory damages because of such bad faith. $2,500.00 is awarded plaintiff as compensatory 
damages in the nature of attorneys’ fees. 1239 


Lower court awarded $4,700 in damages to plaintiff, also enjoining defendant from repro- 
ducing and dealing in any of the three-dimensional pictures produced by respondent. Defendant 
appeals from this judgment. 

Defendant-appellant committed acts of unfair competition by distributing inferior copies 
of plaintiff’s three-dimensional pictures that are bought in the belief that they were made 
by plaintiff. Anyone selling merchandise or services to the public is entitled to protection against 
competitor who uses fraudulent practices and diverts business to his advantage, and he should 
be enjoined from committing such wrongful acts. Facts on record show that damage of $4,700 
represents actual damage only suffered by respondent and should be awarded. 1484 


Attorney’s Fees 


Whether or not an accounting should be ordered preparatory to an allowance of damages 
is largely a matter of discretion. While some loss of business undoubtedly occurred and incon- 
venience and disruption of its office routine was suffered by plaintiff, the absence of specific 
evidence of substantial losses resulting from defendant’s unfair competition made it unfair to 
award defendant's profits to plaintiff. 

Defendant’s acts of unfair competition having been wilfully performed and calculated to 
trade upon plaintiff’s good will, an award of reasonable attorney’s fees was granted notwith- 
standing the denial of an accounting or damages. 198 


EvIpENCE 


Appeal from dismissal of complaint in action for trademark infringement and unfair compe- 
tition. Plaintiff sought an injunction against the infringement of its trademark or service mark 
consisting of the symbol rEppy KILOWATT by the symbol wILLIE wiIREDHAND. Both figures 
involve an animated humanized electrical symbol. Plaintiff licenses the use of its promotional 
material to privately owned public utilities who use it to promote use of electrical 
power by the public. Defendant Association was formed in 1942 and uses its humanized symbol 
for similar promotional and educational services to be used by its members who are electric 
cooperatives. Plaintiff produced considerable testimony tending to show confusion between 
defendant’s character and plaintiff’s character. But since plaintiff was not the first to use a 
humanized figure for advertising purposes it has no exclusive right to animated character in 
the electrical field. 

Plaintiff’s property rights reside in figure and not in the apparel or activity of the figure. 
Possible confusion arises by reason of similarity of situations to which plaintiff has no exclu- 
sive right. Isolated comparisons do not indicate likelihood of confusion or establish unfair 
competition. There is no substantial similarity between the two characters and no intention to 
infringe has been shown. There is no substantial competition since REDDY KILOWATT is dis- 
tributed to public utilities while WILLIE WIREDHAND is distributed only to cooperatives. 241 
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Where no evidence of likelihood of confusion is shown nor prior knowledge of plaintiff’s 
mark at the time of its adoption by defendant and plaintiff has not shown that it possesses a 
national reputation, the court will not presume injury to the plaintiff and therefore plaintiff 
is not entitled to injunction. 984 















The correct test to be applied in ascertaining whether unfair competition exists in package 
similarities is whether or not there is a reasonable likelihood that an appreciable number of 
prospective purchasers—casual as well as discerning—would be confused. The test is not limited 
to discriminating members of the public nor is it geared to the level of the rankly careless and 
unconcerned. Claim of unfair competition arising out of alleged package similarities was found 
not established where but for a similarity in the color codes and in the vignettes picturing the 
product, there existed considerable dissimilarity in appearance, the evidence further showing 
that the defendant itself has first used some of these features. 988 




















DEFENSES 





The defenses of laches, acquiescence and estoppel were not established by a showing that 
plaintiff delayed two years after the defendant commenced its unauthorized use of the mark 
before making complaint and a further year before instituting suit. 198 







When precedents on the question of laches and estoppel are closely examined, they disclose 
that estoppel, if established, will preclude a plaintiff with a valid claim from securing injunctive 
relief in an unfair competition case, although mere laches will not. 474 








The fact that plaintiff had three years earlier applied to do business in Louisiana but was 
refused on the basis of the Louisiana corporation does not as a pleading prove laches. The 
delay may well be explained by the evidence. Judgment of dismissal reversed and remanded 
for further proceedings. 857 







The marketing of products in containers or with labels deceptively similar to those of 
another which have acquired a secondary meaning is not excused by the fact that the name of 
the second comer appears on such containers or labels. 1073 







A plaintiff who six weeks prior to publication has or should have had knowledge of the 
publication of a book under a similar title and who waited until two months after publication 
to institute action, thereafter delaying six weeks before pressing for a temporary injunction, was 
deemed to have waived whatever objection he may have had. 1473 

















VIII. 





COURTS 


JURISDICTION 


Lanham Act gives to citizens or residents of United States owning trade names or commer- 
cial names, whether or not they form part of marks and whether such names be anywhere regis- 
tered or unregistered, a federal cause of action for unfair competition in the use of such names, 
with the same remedies as provided in the Act for infringement of registered marks available 
so far as they may be appropriate in repressing acts of unfair competition in use of such names. 

Plaintiff has long used registered trademark LAs PALMAS for Spanish foods; goods are 
prepared in United States and sold here and in Mexico; defendants, citizens or residents of 
the United States, prepared counterfeit labels in United States which were transported by 
defendants into Mexico; defendants then commenced to pack chili sauce in Mexico in identical 
cans, bearing counterfeit label with LAs PALMAS trademark; this product was thereafter sold 
in Mexico, particularly in border towns where many of plaintiff's customers did their shopping ; 
preliminary injunction issues to restrain defendants from using trademark in United States 
or Mexico on goods similar to those of plaintiff and from in any way transferring or encum- 
bering any right, title or interest in their Mexican trademark registration; plaintiff has filed 
proceedings to cancel defendant’s Mexican registration, but it is conceded that one year or more 
must pass before this can be finally determined; assumption meanwhile that defendant’s regis- 
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tration is valid does not necessarily mean that exercise of court’s jurisdiction to grant relief 
plaintiff seeks would be interference with sovereignty of another nation, and court declares 
that defendants may not so use their license under Mexican law as to injure plaintiff’s foreign 
commerce conducted from United States. 217 


Lanham Trademark Act creates no independent federal jurisdiction over unfair competition 
and, hence, in the absence of diversity of citizenship or a related claim under a federal registra- 
tion, the federal courts are without jurisdiction to accept such a case. 363 


Registration under the Lanham Act does not require a surrender of common law rights 
in favor of reliance solely upon the statute for protection and a motion by the defendants to 
transfer from the state to the federal courts an action for infringement and unfair competition, 
which involved a mark registered under said Act by the plaintiff, was denied where the com- 
plaint evidenced plaintiff’s intent to rely only upon its common law rights. 759 


A claim for treble damages under that part of the Lanham Act which provides for such 
damages, in the court’s discretion involves a question of wilfulness which the defendant is entitled 
to have tried by a jury; such damages are not merely incidental to the equitable relief sought 
and, hence, within the scope of the court’s general equity power but rather are the result of 
statutory authorization. 776 


Federal courts have jurisdiction of actions for unfair competition under the Lanham Act 
notwithstanding the absence of diversity of citizenship or the lack of a federal regis- 
tration. 1228 


Since jurisdiction could be based on diversity of citizenship, it was not necessary to decide 
whether the Court had jurisdiction because of plaintiff’s asserted rights under the Lanham 
Act. 1239 


PLEADING AND PRACTICE 


Motion for Summary Judgment by plaintiff in connection with its suit to enjoin use by 
defendants of the corporate title THE STANDARD OIL COMPANY OF NORTH CAROLINA, INCORPORATED 
on the grounds that said use is confusingly similar to plaintiff's name, ESSO STANDARD OIL COM- 
PANY and its trademarks, STANDARD Of STANDARD OIL. Motion granted and defendants are 
enjoined from use of the corporate name or any use of the name STANDARD Or STANDARD OIL in 
connection with petroleum products. 75 


Action for unfair competition and trademark infringement of plaintiff’s marks ART CARVED 
and woop-crest by defendant’s mark Art crEST. Defendant objects to plaintiff’s interrogatories 
directed to the price and number of infringing articles sold on the grounds that such interroga- 
tories relate solely to the secondary issue of damages. Since the interrogatories dealing with 
the number and price of finger rings sold are solely an item of damage they are disallowed but 
interrogatories seeking information as to the cities in which defendant has sold its goods is 
proper as bearing on the question of infringement and manner of concurrent use. 338 


In action for antitrust violation and cancellation of trademark registration, defendants 
moved to dismiss the complaint. Motion is granted to that part of the complaint charging 
conspiracy by the corporate defendant and its directors in violation of the Sherman Act, 
because a corporation cannot conspire with itself. The motion to dismiss that part of the cause 
of action relating to the liability of the individual director defendants to be liable for treble 
damages denied. 470 


Where appellant failed to request inclusion in transcript of record to C.C.P.A. of exhibits 
which formed basis for Commissioner’s conclusions as to its mark, court has no recourse but 
to allow Commissioner’s decision with respect to mark to stand, and to exclude said mark from 
further consideration. 643 
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State (Massachusetts) law is applied by federal court with respect to action for unfair 


competition where action is based on diversity of citizenship and amount in controversy is 
clear. 821 





Awarding of attorney’s fees as part of the costs is an abuse of discretion where plaintiff's 
case was not without merit. Since defendant’s printed record contained much unnecessary testi- 
mony and material, defendant may include only cost of 400 of the 798 pages. 1118 







PRELIMINARY INJUNCTION 


Irreparable harm will result where the use by a newcomer of a deceptively similar mark 
in the manufacture and sale of similar articles of inferior quality permits him to take advantage 
of the good will created by the prior user and so to confuse the public that those desiring to 
purchase the latter’s product will purchase that of the newcomer. Damage to so intangible 
a value as good will can never be accurately ascertained and may justify the issuance of the 
extraordinary remedy of a preliminary injunction but there must first be a balancing of the 
equities and in the absence of immediate harm, matter must be completely litigated before the 
use of such a drastic remedy. 

Sufficient cause found to exist to warrant the issuance of a preliminary injunction to restrain 
defendant’s use of the mark BLUE CHIPs upon children’s clothing of a quality inferior to that of 
similar products previously made and sold by the plaintiff under the mark cuHIPs. 341 












THE BEEFEATER, for a restaurant name, is enjoined by owner of trademark BEEFEATER for 
517 





gin. 








Motion for temporary injunction to restrain defendant’s use of mark PRIMROSE on brassieres 
denied where the court found that questions of fact existed concerning plaintiff’s ownership of 
the mark and the likelihood of confusion, it appearing that an early trial on the merits could 
be had. 774 


Temporary injunction granted restraining plaintiff’s use of the word DOLE as a trademark 
) in connection with the sale of cherries and olives, the evidence showing that defendant had made 
previous and extensive use of the same word as trademark for fruits, vegetables and 


1058 














juices. 
Temporary injunctions should not be granted in doubtful cases and although plaintiffs had 


made a sufficient showing to avoid summary judgment they appeared to have little chance of 
. prevailing upon the merits. For this and the additional reason that the hardship could better 


be borne by plaintiffs, no temporary injunction was allowed. 1228 









A preliminary injunction is a very drastic remedy not ordinarily granted except to main- 
tain the status quo when there is a substantial showing of unfair competition. 1473 










DECLARATORY JUDGMENT 


Invention for red fiber lock nut patented and licenses issued to defendant to manufacture 
and sell in U. S. and then to plaintiff for other parts of world. Patent expired and product 
entered public domain. Defendant protested shipment of lock nuts into U. S. by plaintiff and 
secured registration for elastic lock nut with red insert. Defendant filed registration with Cus- 
toms and barred further shipments. Plaintiff seeks declaratory judgment of non-infringement, 
invalidity of registration and injunction against interference with piaintiff’s shipments into U. S. 
and defendant moves to dismiss complaint. Court has jurisdiction of declaratory judgment action 
only if actual controversy exists. In essence plaintiff seeks cancellation of defendant’s registra- 
tion in order to revoke Customs embargo but relief should be by way of cancellation proceeding 
and not by declaratory judgment action. However action for damages comes within jurisdiction 
of Court by reason of diversity of parties. 1503 


































































i 
t 
V 
i 


Cc 





DIGEST OF CASES—PART II 


Motions 


Motion for Summary Judgment by plaintiff in connection with its suit to enjoin use by 
defendants of the corporate title THE STANDARD OIL COMPANY OF NORTH CAROLINA, INCORPORATED 
on the grounds that said use is confusingly similar to plaintiff’s name, ESSO STANDARD OIL COM- 
PANY and its trademarks, STANDARD Or STANDARD OIL. Motion granted and defendants are 
enjoined from use of the corporate name or any use of the name STANDARD Or STANDARD OIL in 
connection with petroleum products. 75 


In action for antitrust violation and cancellation of trademark registration, defendants 
moved to dismiss the complaint. Motion is granted to that part of the complaint charging 
conspiracy by the corporate defendant and its directors in violation of the Sherman Act, 
because a corporation cannot conspire with itself. The motion to dismiss that part of the cause 
of action relating to the liability of the individual director defendants to be liable for treble 
damages denied. 470 


EVIDENCE 


Great weight must be accorded by court to continuous construction placed on statute by 
administrative agency charged with duty of enforcing it. 848 


FINDINGS 


Scope of relief to which plaintiff is entitled either under Lanham Act or Massachusetts 
dilution statute is primarily a matter for district court with which Court of Appeals would only 
interfere were it convinced that trial court’s conclusion resulted from an error of law or an 
abuse of discretion. 821 


ConFLict or Laws 


Registration under the Lanham Act does not require a surrender of common law rights 
in favor of reliance solely upon the statute for protection and a motion by the defendants to 
transfer from the state to the federal courts an action for infringement and unfair competition, 
which involved a mark registered under said Act by the plaintiff, was denied where the com- 
plaint evidenced plaintiff’s intent to rely only upon its common law rights. 759 


When federal jurisdiction is based solely on diversity of citizenship, the state law on unfair 
competition controls. 1073 


Costs 


Awarding of attorney’s fees as part of the costs is an abuse of discretion where plaintiff's 
case was not without merit. Since defendant’s printed record contained much unnecessary testi- 
mony and material, defendant may include only cost of 400 of the 798 pages. 1118 


CoNTEMPT PROCEEDINGS 


Upon reconsideration of its decision adjudging the defendant in contempt for violation of 
an injunction restraining its use of the word NATIONAL and fining defendant the sum of $5000.00 
in addition to an attorney’s fee of $1000.00, the court concluded that it possessed the power in a 
civil contempt proceeding to award plaintiff the profits obtained by defendant from sales in 
violation of the injunction and the award was permitted to stand as a reasonable approximation 
of such profits subject to an application by the defendant for an accounting at which its actual 
profits might be shown. 215 

Decision of trial court that use of stars as decoration did not infringe appellant’s trademarks 
was based on undisputed evidence, was presumptively correct and, under Rule 52A, may not 
be set aside unless clearly erroneous. 351 
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Whether award in civil contempt in trademark case be measured in terms of plaintiff's loss 
or defendant’s profit, such an award must be an attempt to compensate plaintiff for amount 
he is out of pocket or for what defendant by his wrong may have said to have diverted from 
plaintiff or gained at plaintiff’s expense; court does not approve of entering judgment in round 
figures without proof and thereafter giving defendant chance to show that award should be in 
some smaller amount; complainant must show that contemptuous conduct did, in fact, have 
substantial injurious effect upon his economic interest. 828 





Company officer personally named in an injunction forbidding use of plaintiff’s trademark 
and trade name found in contempt of court for violation thereof was fined the sum of $1,000.00 
with a provision for the reduction in such amount if steps were promptly taken to secure com- 
plete compliance. 1054 





APPELLATE PROCEDURE 


Petition for rehearing on basis of Supreme Court decision denied. (Dissent) 


IX. STATE STATUTES 


The law of the state in which the alleged acts of unfair competition occurred governs an 
action brought thereon in the federal courts. 

Unfair competition is proscribed by statute in California and in establishing a cause of 
action thereunder based upon the deceptive use of a similar name it is not necessary to prove 
fraud since the statute inhibits both “unfair” and “fraudulent” business practices. In determining 
whether a likelihood of confusion or deception exists in the proof of a claim of unfair competi- 
tion under the California statute, the test to be applied is whether a person exercising such care, 
caution and perceptiveness as the public may be expected to exercise would mistake one mark 
for the other. 198 











In Illinois, unfair competitor is one who causes consuming public to confuse his products 
with products of another; law of New York is more liberal, with “palming off” and “confusion” 
no longer sole criteria for finding unfair competition. In federal courts, doctrine of NS v. AP 
seems to have been further restricted. 511 


State (Massachusetts) law is applied by federal court with respect to action for unfair 
| competition where action is based on diversity of citizenship and amount in controversy is clear. 
/ 







Scope of relief to which plaintiff is entitled either under Lanham Act or Massachusetts 
dilution statute is primarily a matter for district court with which Court of Appeals would 
only interfere were it convinced that trial court’s conclusion resulted from an error of law or 
an abuse of discretion. 821 









An established intent to deceive is the controlling consideration in granting the summary 
tl remedy authorized by the New York Penal Law and then only if no substantial issue of fact 
exists. Where it appears that there is a factual dispute regarding the precise nature of the 
respondent’s acts; the deceptive potential thereof; the intent with which performed; as well as 
a question as to which party had superior rights, the injunction should be refused. 1057 










X. ANTITRUST 


Consolidated action for violation of Section 2 of Sherman Act against three American 
F companies, each exclusive importer of original French firm. Products sold in United States 
f under trademarks identical with those used by French company. French company granted 
f exclusive sales rights in United States and transferred trademark rights to enable American 
concern to secure trademark registrations here. Each has filed certificate with Customs under 
Section 526 of Tariff Act to exclude competitive importation of same products sold abroad by 
foreign manufacturer which government claims constitutes illegal monopolization. Evidence 
shows each defendant and its French counterpart to be a single international enterprise. Section 
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526 is available to independent American trademark owner who registers mark of foreign 
producer in his own name, to prevent importation of authentic products by others but not 
where importer is part of such international enterprise, since then it constitutes illegal monopoli- 
zation. Evidence shows that sales of perfume depend on famous trademark and that defendants 
here intentionally and illegally excluded competition. Purchasers from the French part of the 
enterprise are prevented, by utilization of Section 526, from competing in the United States 
with the American part of the same enterprise. Except for the utilization of Section 526, 
American merchants could buy in France the identical trademarked items and sell them in 
the United States at substantially lower prices than those charged by defendants and differen- 
tial is not explained by transportation charges and advertising expenses of exclusive 
importer. 1087 


Evidence showed certain price discounts to wholesalers selling to hospitals but plaintiff 
did not exercise unreasonable monopoly powers since only monopoly was due to excellence of 
its products. Not all monopolistic practices violate law. Such restrictions condemned only if 
they affect a substantial segment of interstate commerce. Unilateral refusal to deal is not a 
violation of law. No requirement here of “exclusive representation.” 1459 


XI. COPYRIGHTS 


Suit for copyright infringement in which District Court granted defendant’s motion for 
summary judgment on the grounds that a variance between actual date of publication and date 
alleged in Certificate of Copyright Registration rendered copyright unenforceable. 

The Copyright Act provides for the publication of a book with notice of copyright and 
that copies should be promptly deposited in the copyright office accompanied by an affidavit 
setting forth the date of the completion of the printing of the book, or the date of publication. 
Evidence shows that actual date of publication was August, 1953 while the date set forth in the 
registration certificate was December 9, 1953. The erroneous date was based on the date of 
the distribution to the public instead of the date of shipment to the trade and the effect of the 
error is to extend the copyright protection beyond the statutory period. While early decisions 
support the trial court’s ruling it is the ruling of the court that an innocent misstatement or 
clerical error in the affidavit and Certificate of Registration unaccompanied by fraud or intent 
to extend a statutory period does not invalidate the copyright nor is it rendered incapable of 
supporting an infringement action. 238 


No relief is available to the creator of an original fabric design against a copier thereof 
notwithstanding that the absence of design expenses permits the latter to sell the fabrics at a 
lower price than the originator. 508 


Action for copyright infringement and defendants’ move to dismiss on the ground that 
plaintiff’s copyright notice failed to comply with the statute requiring that the name of the 
proprietor “accompany” the notice because the name appeared on the same page but above 
and to the right of the notice. Act intends that clear notice be given and does not specify 
degree of proximity. Plaintiff’s notice insured reasonable notice and therefore motions are 
denied. 638 


Plaintiff, author of the biography “Rachmaninoff” sues the publisher (Simon & Schuster) 
for damages done his reputation resulting from distorted French translation of his book. The 
contract between author and publisher provided that publisher had sole right to publish and 
put on the market the said work in book form in the United States of America and in Canada 
during the full term of the copyright and gave to the publisher the additional rights to consist 
of all abridgment, translation and other publication and editorial rights. All revenue derived 
from the sale of these rights shall be shared equally between the author and the publisher. 
Later, Simon & Schuster sold the rights to Robert Laffont, a well-known French publisher, 
to publish the book “in the French language throughout the world.” Laffont employed a French 
translator and published the book in 1954 without submitting copies to Simon & Schuster or 
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the author. Author charges distortion and inaccuracies and the court finds that substantial 
damage has been done to the “moral rights” of the author in his work but because of the provi- 
sions of the contract holds that the action lies against the French translator and French pub- 
lisher rather than Simon & Schuster. The court finds that implicit in the wording of the 
contract was the trade practice followed by American publishers of the sale of foreign rights 
directly or through sales agents to foreign publishers and the non-existence of any trade practice 
calling for the supervision by the American publisher of the foreign translation prior to their 
publication and finds that Seroff was familiar with this trade practice. Complaint is dis- 
missed. 841 


The clipping of copies of advertisements from plaintiff's copyrighted publication and the 
reproduction thereof without permission from the plaintiff by the defendant constituted copy- 
right infringement since the advertisements were original literary and artistic creations of 
plaintiff. The copying and reproduction of drawings which appeared in copyrighted publication 
without the permission of the copyright owner constituted copyright infringement. 1060 


Action for copyright infringement of plaintiff’s book, “Why was Lincoln Murdered?” by 
an article published in “True” magazine. The matter was heard by a Special Master, who 
recommended dismissal of the complaint and the taxing of costs against plaintiff. Plaintiff, a 
well-known authority on the Civil War period and Lincoln, had published two books dealing 
with Lincoln’s assassination. Defendant Millard, a free lance writer, had also written many 
magazine articles on the same subject. No permission was granted defendant nor Millard to 
use material from plaintiff’s books, nor is there any credit in the article in question. Millard 
had read Eisenschiml’s two books and freely admitted that some of his material and ideas came 
from these sources. Copyright infringement is not confined to literal and exact repetition or 
reproduction. Paraphrasing is copying and an infringement if carried to a sufficient extent but 
ideas are not protected by copyright. The evidence shows some copying but in view of the 
Master’s finding, confirmed by the District Court, that this was fair use, the evidence is not 
sufficient to hold the finding clearly erroneous. 1118 


Evidence of similarity and access permit basic inference of copying. 

Award of $5,000 damages under 17 U.S.C. 101(b) is justified, even though infringing 
publication was not profitable, in view of abrupt drop in sales of plaintiff’s copyrighted 
chart. 1263 


A book title alone is not copyrightable and copyright of the book does not prevent use of 
a similar title by another for a different work. In the absence of a use which is likely to create 
public confusion, a book title is publici juris and may be used by all. A book title is not pro- 
tectable unless it has acquired a secondary meaning by having become identified in the public 
mind with the source or origin of production so that the work bearing such title is recognized 
as the work of that particular author. A title possessing that significance may not be used by 
another except if adequate explanation is given to guard against mistake. 

Motion for temporary injunction brought by the author of a book on horticulture entitled 
“The Green Kingdom” against the author and publisher of a novel using the same title was 
denied where the proofs failed to establish that a secondary meaning had been acquired therein 
by plaintiff and the facts indicated no reasonable likelihood of deception or palming off. 1473 


XII. PATENTS 


In an action to declare invalid a patent pertaining to concrete wall forms, the court after 
ruling the patent ineffective found also that the plaintiff was not guilty of unfairly competing 
with defendant patentee by similarly painting its forms red or by constructing them in such a 
way as would permit them to be used interchangeably with defendant’s; no secondary meaning 
had been created in the appearance of defendant’s forms and plaintiff had almost always used 
its trademark prominently on its products with the result that potential users of both products 
were, by reason of their particular knowledge, not likely to be confused as to the source of the 
goods. 752 
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When a product patent expires, anyone is free to manufacture an exact copy of the article 
so long as no passing off results. If the patent covered packaging materials, others would be 
free to simulate the identical physical construction, size and shape thereof and to use them in 
connection with the same goods but this would not authorize adoption of similar color schemes 
and labeling features which would make for confusion. 1073 


XIII. TARIFF ACT OF 1930 


Consolidated action for violation of Section 2 of Sherman Act against three American 
companies, each exclusive importer of original French firm. Products sold in United States 
under trademarks identical with those used by French company. French company granted 
exclusive sales rights in United States and transferred trademark rights to enable American 
concern to secure trademark registrations here. Each has filed certificate with Customs under 
Section 526 of Tariff Act to exclude competitive importation of same products sold abroad by 
foreign manufacturer which government claims constitutes illegal monopolization. Evidence 
shows each defendant and its French counterpart to be a single international enterprise. Section 
526 is available to independent American trademark owner who registers mark of foreign 
producer in his own name, to prevent importation of authentic products by others but not 
where importer is part of such international enterprise, since then it constitutes illegal monopoli- 
zation. Evidence shows that sales of perfume depend on famous trademark and that defendants 
here intentionally and illegally excluded competition. Purchasers from the French part of the 
enterprise are prevented, by utilization of Section 526, from competing in the United States 
with the American part of the same enterprise. Except for the utilization of Section 526, 
American merchants could buy in France the identical trademarked items and sell them in 
the United States at substantially lower prices than those charged by defendants and differen- 
tial is not explained by transportation charges and advertising expenses of exclusive 


importer. 1087 





